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Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law)

No prior use of a mark "as a mark" is required by national law in order to acquire rights on
the mark.

Under Argentine trademark law, property and exclusive use rights on a trademark are ac-
quired through registration.

However, local courts have acknowledged rights on unregistered marks under certain con-
ditions, such as having used the mark for a legitimate business for a reasonable time hav-
ing thus created a clientele for such mark. Courts have even recently granted "injunctions"
in defence of intensely used -though unregistered- trademarks.

Maintaining of a trademark registration (e.g. against an application for cancellation on
grounds of non-use)

Use of a mark "as a mark" is required for maintaining a trademark registration.

As per national trademark law, trademarks may be renewed if used within the last five years
prior to expiration either "in the marketing of a product, the rendering of a service or as part
of the designation of an activity or business name".

At the same time, trademarks are vulnerable to cancellation actions on account of non-use,
if unused within the last five years prior to the bringing of the cancellation action.

Published authors and Court precedents indicate that use should be serious, significant,
and unequivocal. Use by an unauthorized party would normally not prevent cancellation for
non use.

It should be noted that the criteria by which use "as a Mark" is accepted is flexible, as in re:
"Baker Cummings Dermatologicals, Inc. vs. Laboratorios Felipe Bajer S.A." Division 2 of the
Federal Court of Appeals (La Ley, 1995-D, page 618), where the Court ruled: "In order to
determine if a trademark was used, a flexible criteria should be applied, comprehensive of
any act which has as a consequence that the distinctive sign appears in the market place
and considering that the statute makes the concept of use and marketing as equivalents.
The latter is meant to be understood with an extensive criteria, including commercial ex-
change acts and other applications of the product”. In this precedent, Argentine Courts
have validated preliminary activities as a valid use to avoid the cancellation of a mark ruling
that "... the launching of a new product and a new trademark involve preliminary activities
[i.e. clearance trademark searches, printing logos, designing packaging, catalogues ] and if
those activities are not accepted as a trademark use, the analysis as to whether they may
be considered trademark use, would be extremely rigorous....In that connection the.... rec-
ognized effect of those preliminary acts before the marketing of products, of exhibitions
prior to launching, advertising, distribution of free samples to test the product, rent or....,
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summing up the term "use" includes all manners by which a mark is made perceptible in the
market..."

Establishing infringement.

In principle, use of a mark "as a mark" by a third party without consent of its legitimate
owner constitutes trademark infringement. Argentine Trademark Law N° 22.362 uses broad
infringement criteria. Article 31 subparagraph c) states that "use of a counterfeit or fraudu-
lently imitated registered trademark or trade name without the owners consent" would
amount to infringement.

On the basis of this provision, there may be instances where use of a mark not necessarily
"as a Mark" would also constitute trademark infringement.

Is there any definition of what is the use "as a mark” either in statute or case law?

There is no specific definition of what is use "as a mark" in Argentine statutes. However,
Art. 1 of Argentine trademark law, which gives examples of what may be registered as a
trademark, refers to signs to "distinguish products and services" and which are capable of
being "distinctive".

Case law has frequently defined a trademark as a distinctive sign used for identifying a
product or service, distinguishing the same from others, as well as indicating source or ori-
gin of such good/service.

The law refers to use "in the marketing of a product, the rendering of a service or as part of
the designation of an activity". In the same fashion Article 26 allows use of the mark as a
trade name in order to defend a registration against a cancellation action.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

There are some differences in assessing what use qualifies for acquisition, maintenance or
infringement of rights. However, differences may lie not so much in the definition of the
concept of "use as a mark" but on what uses not "as a mark" meet the standards for acqui-
sition, maintenance or infringement of rights, respectively.

As stated in point 1.1. above, in principle, use of a mark "as a mark" is not necessary for the
acquisition of rights thereon, which are acquired through registration. However, case law
has frequently acknowledged rights to users of unregistered trademarks under certain con-
ditions, as mentioned in point 1.1. above (use should be serious, significant, and unequivo-
cal), which do require use of a mark "as a mark".

The maintenance requirement can be met with at least one further use (tradename) which
would not be considered to be "as a Mark". Courts further note that the trademark owner
should have a "bona fide" intention of using the mark, in order to meet the user require-
ment. Courts have applied a flexible criteria as to what "sufficient use" of a mark is, when
deciding on cancellation actions based on non-use or upon examining maintenance re-
quirement of renewal applications. The Argentine Group believes that legitimate use on the
Internet of a trademark - in relation to goods and services - in Argentina will be considered
as "sufficient" use to maintain a trademark registration.

As to infringements, unauthorized uses of a mark on the Internet either "as a mark", as a
domain name or otherwise, would be considered as infringing trademark rights and may be
enjoined under trademark law, legal provisions on unfair competition or providing for the
nullity of illicit or immoral acts. Courts have ruled that use as tradenames, copyrights, or ad-
vertising may constitute infringement.

Courts assessed that a registration of a domain name that included (apart from the words
www and .com.ar) a third party mark, would be sufficient to find trademark infringement and
grant injunctions.
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In re "Heladerias Freddo S.A. vs. Spot Network", the Federal Judge of a Court of First in-
stance ruled that "....given that the plaintiff proved credible rights (trademark registration) fo
apply for precautionary measures, the requested measure should be granted in order to
stop the defendant's unlawful use of the mark through Internet, as the domain name could
only be used by the owner of intellectual property rights or by an authorized third party."”

There are several court precedents that upheld Heladerias Freddo's decision. The 2™ Divi-
sion of the Federal Court of Appeals in re "Pugliese Francisco, Nicolas c/ Perez Carlos En-
rique" ruled that "....independently as to whether or not domain names can be considered
equivalent to trademarks, the essence of the claim is the protection of a trademark registra-
tion which was being used by someone who is not its owner... [if the injunctive relief were
not accepted], ...the plaintiff would be refrained from using its trademark through alternative
means of selling its products.”

Is any of the following considered to be use "as a mark"

If necessary, please differentiate between acquisition, maintenance and infringement of
marks

Use on the internet, as a metatag, in linking or framing

Such uses do not constitute use "as a mark", since in the case of metatags, the same are
not visible to the public, and in the case of linking or framing they are used as a means to
connect to other web sites or contents thereof.

Regarding maintenance the Argentine group believes that use as a metatag is not suffi-
cient. Regarding linking and framing under certain circumstances they may be regarded as
sufficient if such use is considered to be in the territory of Argentina (which presents juris-
dictional problems not discussed in this question). An example could be that they qualify as
good faith preparatory acts leading to subsequent use "as a mark"

Regarding infringement it should be noted that even if no court decisions have been passed
in connection with conflicts between holders of trademarks and third parties making use
thereof through metatags, deep linking or framing, in the opinion of the Argentine Group,
cease of such uses could be successfully sought before the courts in defence of trademark
rights, either alleging use of the mark without having owner's consent, dilution thereof, un-
fair competition, or trying to prevent such third parties from obtaining an unfair advantage
from such use.

Based on court precedents regarding use of a mark in the Internet as a domain name as a
comparable situation it is interesting to note that injunctions have been consistently granted
by our courts in defence of trademarks registered as domain names by third parties having
no legitimate interest in such names. Courts in these cases have ordered the temporary
cease of use of the domain name by the registrant (alleged infringer), and the simultaneous
temporary registration of such domain name and authorization for use thereof by plaintiff. In
general such orders have been supported on rules of the Civil Code providing for the nullity
of legal acts made to the prejudice of the rights of third parties, or prohibiting the abusive
exercise of rights.

In re "Industrias Spar S.A. c. Faber SACEI", decision dated May 10, 2001, the First In-
stance Judge ruled that "the trademark FABER applied to the Internet address and to the e-
mail address would not be considered a trademark use”. On appeal, The 1% Division of the
Federal Court of Appeals did not give an opinion on the use of a trademark on the domain
but drew a distinction between the use of the trademark on the domain name and the use of
the trademark on the website. The court did not consider the last issue since the plaintiff
submitted a copy without notarization of the use of the mark on the defendant's website.

On the other hand in re "Monsanto Company", decision of May 7, 2001, the 2". Division of
the Federal Court of Appeals ruled that "the exclusive trademark rights granted by art. 4 of
the Trademark Law N° 22.362 comprise the use of the trademark on the Internet."”
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In the opinion of the Argentine group it is likely that most or all of such uses will be consid-
ered to infringe a trademark, even if not used "as a Mark" in the traditional sense, based on
the broad criteria indicated under point 1.3. However, unless specific contacts with our terri-
tory occur and use is clearly "bona fide" such use may not be sufficient to maintain a regis-
tration.

Use by fan clubs or supporters

The use of a mark only as the "name" of a fan club -not in relation to goods and services-
will, in the opinion of the Argentine Group, not be considered as use "as a mark" for the
purpose of acquiring or maintaining trademark rights.

On the other hand, use of a mark by a fan club would not constitute infringement unless it is
undertaken as a commercial activity which unfairly profits from the well known mark.

Parody

It is difficult to envision how someone may attempt to use a mark in parody for acquiring or
maintaining rights over such trademarks. Use of a mark in parody will not, in the opinion of
the Argentine group be regarded as sufficient to acquire or maintain trademark rights.

Use of a mark in a parody, whilst not constituting use "as a mark" could be considered as
infringing owner's rights and thus would be objectionable, either as an unauthorized use of
trademark or as diluting its distinctive character, or as an act of unfair competition or even
as the obtention of an unfair advantage from the prestige of a third party's well-known or
reputed trademark. However, a recent court of appeals decision on injuctive relief in re: Ja-
pan Tobacco Inc. y ofro c. Massalin Particulares dated June 14, 2001 ruled that an adver-
tising campaign by defendant using the plaintiff's mark as a parody of the plaintiff's use of
English language in its advertising campaign should be allowed. The Court reasoned that
the use at issue did not tarnish the image of the mark since it was humorous and did not
adversly comment on the product or the origin thereof. The court added that the parody
seemed truthful and not clearly mordant. The Argentine group believes that the question is
not sufficiently settled but it seems that within certain limits parody would be allowed.

Comparative advertising
Use of a mark in comparative advertising is not considered as use "as a trademark".

It is difficult to envision how someone may attempt to use a mark in comparative advertising
for acquiring or maintaining rights over such trademarks. The argentine group believes such
use would not be sufficient to acquire or maintain trademark rights.

Regarding infringement, it should be noted that the initial position of the courts of consider-
ing use of a mark in comparative advertising as unauthorized use of a trademark (thus con-
stituting infringement of trademark rights), seems to be gradually changing to consider that
the reference to, or quotation of the mark of a third party does not always constitute trade-
mark infringement, and that provided that it is acknowledged that the such mark belongs to
the other party, and that no disparaging or discrediting effect is sought, the use may be ad-
mitted. Of course, truthfulness and accurateness as to facts alleged when comparing
trademarks is required. Any falsity renders use of the mark as unlawful.

If, under the Group's national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trademark or other laws (e.g. unfair competition and trade practice laws).

Unconventional uses of a trademark are objectionable under national law, either under
trademark law or under other legal provisions referred to unfair competition or providing for
the nullity of unlawful acts - i.e. those detrimental to the rights of third parties.



6. If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

Use "as a mark" in the traditional sense is not required to establish infringement. Likewise
well-known, famous, notorious or reputed trademarks used on dissimilar goods and ser-
vices are protected in our country,. Courts have consistently protected notorious trade-
marks (such as Lucky Strike, Christian Dior, Snoopy, among many others) by declaring the
nullity of local registrations or applications filed by third parties even when no registration for
the same class or the same goods or services was held by the legitimate owner of the fa-
mous trademark, or by enjoining use of such mark on dissimilar goods or services with the
purpose of preventing likelihood of confusion as to the origin for consumers and denying an
undue profit or unfair advantage for the local applicant or registrant.

Summary

There is no requisite of use in order to acquire trademarks in Argentina. Regarding infringement,
although the law on the concept of use "as a mark" is not sufficiently explicit, it can be argued,
based on precedent, that generally there is no limitation on how a mark should be used in order for
such use to be considered infringement of a prior right. As to maintenance, it is it is likely that stan-
dards of use may be somewhat more stringent requiring 'bona fide' use.

Résumé

Il n'existe pas de conditions d'usage pour I'achat des marques en Argentine. En ce qui concerne
des infractions, bien que la loi ne soit pas suffisamment explicite sur la notion d'usage comme
marque, on pourrait dire que, sur la base des précédents, en général, il n'est pas des limitations
sur la forme d'usage d'une marque pour considérer tel usage comme infraction d'un droit préala-
ble. En ce qui concerne la conservation des marques, il est probable que les conditions standard
d'usage sont un peu plus strict et que la bonne foi dans l'usage est aussi demandé.

Zusammenfassung

Es gibt keine besonderen Benutzungsbedingungen fir den Erwerb von Warenzeichen in
Argentinien. Hinsichtlich der Verletzung, obwohl der Begriff von Benutzung "wie eine Marke" im
Gesetz nicht deutlich genug ist, kdnnte behauptet werden, gestltzt auf Prazedenzfalle, dass im
allgemeinen keine Beschrankung darauf besteht, wie eine Marke benutzt werden sollte, um diese
Benutzung als Verletzung eines Vorrechtes zu betrachten. Hinsichtlich der Erhaltung der Marke ist
es wohl moglich, dass Standardbedingungen Uber diese Benutzung ein wenig strenger sein
koénnten, wenn die "bona fide"-Klausel fir die Markenbenutzung verwendet wird.
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Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights"

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark (if rights may be acquired by use according to commercial law).

The Trade Marks Act 1995 (Act) governs the registration and enforcement of trade marks in
Australia.

It is assumed that "acquiring" in this question is a reference to acquiring registration of the
mark.

The Act defines a trade mark as
"a sign used, or intended to be used, to distinguish goods or services dealt
with or provided in the course of trade by a person from goods or services so

dealt with or provided by any other person."

Under Section 27 of the Act, as far as relevant for present purposes, a person may apply
for the registration of a "trade mark" (as defined) in respect of goods and/or services if:

a) the person claims to be the owner; and
b) the person is using or intends to use the trade mark in relation to the goods and/or
services.

Accordingly, there must be existing use of the mark or an intention to use the mark at the
date of the application.

The Act further defines" use of a trade mark in relation to goods" and "use of a trade mark
in relation to services" respectively as use of the trade mark upon or in physical or other re-
lation to the goods or use of the trade mark in physical or other relation to the services.

In relation to use necessary to establish proprietorship the High Court of Australia’ has held
that the prior use required to establish the status of "proprietor of the mark" is public use in
Australia of the mark as a trade mark, that is to say, a use of the mark in relation to goods
for the purposes and so as to indicate a connection in the course of trade between the
goods in respect of which the trade mark is used and that person".

Slight use which falls short of establishing a local reputation (in the case of a foreign appli-
cant) will suffice.

Phillip Morris —v- Morgate Tobacco 3 IPR 545
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It would therefore appear from the foregoing and the definition of trade mark in the Act that
acquiring the right to register a mark does involve existing use of a mark as a mark or inten-
tion to use the mark as a mark.

Maintaining of a trade mark registration (for example against an application for cancellation
on the grounds of non-use)

Maintenance of a trade mark is dependent upon use. Under the Act there are provisions for
the removal of a trade mark from the Register for non-use.

Faced with a non-use application the onus rests upon the registered proprietor of the mark
to establish there has been use of the mark in the period ending 1 month before the filing of
the non-use application.

The non-use application may be made on the basis that during the three years ending on
the day which is one month before the date of the application there has been no use by the
registered proprietor.

Secondly, a non-use application may be made on the basis that at the date of the filing of
the trade mark the applicant for registration had no bona fide intention to use the mark and
up to the period expiring one month before the date of the filing of the non-use application
there had been no use of the trade mark.

In order to maintain the registration against a non-use application and rebut the application
for removal of the mark the proprietor or applicant as the case may be bears the onus of es-
tablishing that there has been use as a "trade mark" as defined in the Act (see above) so
that the mark has been used to distinguish the goods or services dealt with in the course of
trade by the proprietor or applicant from goods or services dealt with by others.

Establishing infringement

The Act provides that a person infringes a registered trade mark if the person uses as a
trade mark a sign that is substantially identical with or deceptively similar to the registered
trade mark in relation to the subject goods or services.

The expression "uses as a trade mark" is thus embodied in the infringement section.

It is also embodied in the extended infringement provisions, (introduced in order to comply
with the requirements of the TRIPS agreement), where the trade mark is used in relation to
goods of the same description as or closely related services to the subject goods or ser-
vices.

The words are also contained in the "well known marks" infringement provision.

It has been held that trade mark infringement consists in using the mark as indicating origin,
again, having regard to the definition of trade mark contained in the Act. It has also been
held that to determine whether the infringer's use of a mark was use as a trade mark, as
distinct from mere descriptive use, the affects on potential buyers is to be considered. Thus,
the Federal Court has held in the Kettle Chip case? that the word "kettle" (a registered mark
of Kettle Chip Co) used on the packaging of a Pepsi Co product could be seen by consum-
ers as being descriptive of the process by which thin potato chips achieved the qualities of
crunchiness and strong flavouring and that the word "kettle" would be taken to mean the
chips had been cooked in a vessel in which the liquid is boiled.

Accordingly, the position under the Act would seem to be that in the case of application,
maintenance and infringement of a mark there must be use of the mark as a mark within
the definition of "trade mark" as used in the Act.

PepsiCo Australia Pty Limited —v- Kettle Chip Co Pty Limited (1996) 33 IPR 161

7



Is there any definition of what is use "as a mark" either in statute or case law?
There is no definition in the Act of what is use "as a mark".

However, the Federal Court of Australia has held that the use of a word constituting a trade
mark will not amount to an infringement unless the word is use as a trade mark.

In a recent decision® the Federal Court remarked that use as a trade mark involved the no-
tion of a badge of origin and that this appeared from the definition in Section 17 of the Act.

In that case the court refused to find infringement of the trade mark "CHILL OUT" registered
in class 25 for goods including t-shirts where the words "CHILL OUT" were embossed on a
t-shirt of the alleged infringer.

The court found that these words were not used as a badge of the trade origin of the t-shirts
or of their provenance; they were a mere exhortation to the reader to relax.

The court was assisted by dictionary definitions indicating that "chill out" was a colloquial
usage meaning "relax, clam down; become less tense".

In other cases where the impugned mark was not of a descriptive character the court has
examined the purpose and nature of the use and particularly the context.

Thus in the case of a television advertisement the court considered whether a trade mark
purpose would have appeared to the television viewer.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

It would not appear that there is any difference.

Is any of the following considered to be use "as a mark"?
Use on the internet as a metatag, in linking or framing.
Metatags

Metatags are words hidden in the code of a website that act as a reference source to iden-
tify the content of that website for Internet search engines. It has become common for com-
petitors to embed a rival company's trade mark as metatags. When a trade mark is used as
a metatag, it issued in a way that is usually invisible to the human eye reading a web page
but is visible to a search engine searching for that web page. In order to 'see' the metatag in
most browsers one would select "view source" under menu.

Where the metatags are descriptive of the site's content, their use is not controversial.
However, where traders embed competitor's and other well-known trade marks into the
source code of their websites, without the consent of the owners of the marks, the question
of trade mark infringement arises. The issue is whether or not the use of a trade mark as a
metatag is the use of that trade mark "as a trade mark".

This issue has yet to be addressed by Australian courts but there are several US and UK
cases in which the issue has been considered and which are likely to be persuasive in any
Australian proceedings.

In Playboy Enterprises-Inc —v- Calvin Designer Label et al*, a federal judge in Virginia found
Hong King based companies AsiaFocus International and Internet Promotions liable for
trade mark infringement after they embedded the terms "Playboy" and "Playmate" within
the codes of their websites. Playboy sued on a number of grounds, including that the use of
the trade marks PLAYBOY and PLAYMATE as metatags constituted trade mark infringe-

Top Heavy —v- Killin 34 IPR 282
Civ No. C-97-3204 (NDCal, Sept 8, 1997)



ment and unfair competition, a false designation of origin and false representation. The
Plaintiff also claimed that the defendant's use of metatags diluted its trade marks. The
Plaintiff succeeded and was awarded $3million. This case suggests that a metatag hidden
within a web page can infringe a registered trade mark even though the mark is not visible
to viewers of the page.

More recently, in Brookfield Communications Inc —v- West Coast Entertainment Corp°. The
Ninth Circuit noted that "the few courts to consider whether the use of another's trade mark
in one's metatags constitutes trade mark infringement have ruled in the affirmative". The
court held that by including the word "MovieBuff" in the metatag to its website, the defen-
dant had infringed the plaintiff's registered trade mark "MovieBuff".

In England the first metatag case was heard in May this year in Road Tech Computer Sys-
tems Limited —v- Mandata (Management and Data Services) Limited®. The decision is not
particularly useful as a precedent in that the judgement was on an interlocutory application
before a Master of the High Court. The Master held that there could be "no doubt" that the
use made by the Defendant of the Claimant's trade mark (as a metatag) constituted in-
fringement he also went on to hold that in the absence of any positive defence being ad-
vanced Judgement should follow. Nevertheless, the decision is one which is likely to be fol-
lowed and does constitute therefore some persuasive authority on the point.

Analysis

Although trade mark legislation in the US and UK differs in a number of aspects from the
Trade Marks Act 1995, it is considered possible that use of metatags may be an infringing
act under the Australian legislation.

If a metatag operates to indicate the trade source or origin of goods or services rather than
serving merely as a description then such use will probably be considered to be "use as a
trade mark". The application of Australian principles would probably result in the same de-
cisions in the Brookfield, Playboy and Road Tech cases mentioned above. In those cases,
it has been argued by some that the words were being used to indicate, or draw a hit from,
the reputation of the plaintiff, i.e. the origin of the name.’

However, without a clear decision form the Australian Courts this issue has yet to be set-
tled. On the one hand it would no doubt be argued it is conceptionally dubious to contend
that an invisibly used trade mark can constitute a "badge of origin". It would be said that the
use of mark within a metatag by a search engine does not constitute use of that mark to
identify goods or services. On the other hand however, the use of a competitors trade mark
in a metatag could be said in the context of the internet to constitute trade mark infringe-
ment where its purpose fulfils the threshold requirements of Section 17 of the TMA the mark
having been incorporated as a metatag to attract websurfers searching for competitors
goods and services to their own website/pages.

Linking

The unauthorised use of a trade mark as a hyperlink may potentially constitute trade mark
infringement. However, to date there has not been any litigation over this type of trade mark
infringement. It has been suggested® that a reasonable approach would be that if a trade
mark is used on a web page as a hyperlink, but the context of use precludes the likelihood
of confusion, then it is not an infringing use for the purposes of TMA. If the link is used as a

sign which accurately and truthfully identifies the website location of the registered trade
mark owner, then infringement is unlikely to arise. Infringement would be likely to arise

174F.3d 1036 (1999) Ninth Circuit
(2000) (Ch.D.25™ May 2000) (also Cited Lawtel 22 June 2000)

Gilbert & Tobin "Hidden lIdentifiers in Websites: Metatags and Intellectual Property" 5-5-98 st
www.gtlaw.com.au
http://www.gtlaw.com.au/templates/categories/list_category publications/jsp?catid=129&menuid=1

McCarthy, T "McCarthy on Trade Marks and Unfair Competition" at para 25.70
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where the website owner used the hyperlink to indicate some connection with his or her
own goods or services.

Framing

The most recent case on framing was in the US case of The Washington Post —v- Total
News Inc® (Total News Case) Total News operated a Website which offered access to
news via a number of sources. When a user clicked on the appropriate icon, the trade mark
or logo of one of the news sources, the user accessed the corresponding website. How-
ever, the website thus accessed would be surrounded by the "Total News" frame. The
plaintiff alleged that the defendant's "framing" of its sites constituted misappropriation, trade
mark dilution, trade mark infringement and unfair competition. However, the case settled
almost immediately after it was filed and before any defences were lodged. Its value as a
precedent is therefore limited.

Should facts similar to the Total News Case arise in Australian Litigation one could well
imagine that two positions would be argued in relation to the trade mark issues. A Respon-
dent in such proceedings would no doubt wish to contend that the use being made of the
mark was one that fell within one of the categories identified in Section 122 (1) of the TMA.
Very probably sub-section (c¢) would be pressed into service as indicating that the trade
mark was simply being used in good faith to indicate the intended purpose of the goods or
services and nothing more. The difficulty however, which such a Respondent would have to
contend with is that the framing of the page may well suggest that the Respondent is using
the mark for the purpose of indicating a connection in the course of trade with the Appli-
cant's goods or services. Such a use would be a use "as a trade mark" justifying a finding of
infringement. As with metatags no clear guidance is presently available as to the likely ap-
proach to be taken by the Australian Courts. It is at least possible that so far as the issues
of metatags linking and framing are concerned there will be cases which on their facts fall
on one side or the other of the line demarking "use as a mark".

Use by fan clubs or supporters

To date there have not been any Australian trade mark infringement cases in relation to fan
clubs/supporters websites.

However, there has been some discussion in the US on this issue. In the US, generally,
fans may use a trade mark owner's marks on their sites as long as visitors to the site are
not likely from the manner of use of the mark to believe that the owner approves, sponsors
or has some other close connection to the site or its content."

Further, a hypertext link to the trade mark owner's 'official' site is likely to be permissible.
However, when no 'official' site yet exists, fans can confuse visitors into thinking that their
site is the 'official' site or that it is approved or sponsored by the trade mark owner."?

Infringement is even more likely to be found if there is an express or implied suggestion that
the owner of the logo used as the link is a co-sponsor or is affiliated with the linking site.

The generally recognised rule would appear to be that using someone else's trade name,
trade mark or protected logo as the icon for the hyperlink can constitute trade mark in-
fringement, whilst the use of a trade mark or trade name as a mere part of the URL of a hy-
perlink, standing alone should be excused as a fair and descriptive use of the mark. There
is however, as yet, no particularly compelling authority for this approach.

97 Civ 1190(PKL) United States District Court, Southern District of New York

Macgregor, M "Restraint of Trade and Business Reputation Rights- Effective Protection Strategies
for the Information Age" in The 5™ Annual National Conference Intellectual Property- Protection, En-
forcement & Commercialisation

See, Wendt —v- Host Int'l Inc., 25 Med. L. Rptr 2345 (9th Cir. 1997)

Koster, E "Set Phasers on Stun: Handling Internet Fan Sites" The Company Lawyer vol 15(1)
http://www.oppenheimer.com/intprop/news/fan_sites.shtml
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4.3

Parody sites

To date, the use of commercial parodies in websites has not been examined in the Austra-
lian Courts. Again there has been litigation in the US relating to use of parodies and the
protections afforded to owners in trade mark infringement and dilution suits.

Commercial parodies generally arise in two ways:"

a) The first arises when the parodist attempts to 'free ride' off the name and goodwill of
another company and uses the parody to sell its own products or services. For ex-
ample, in the case of Saks & Co —v- Hill'* the defendant parodied the plaintiff's fa-
mous 'Saks Fifth Avenue' mark in its stores using the name 'Sack's Thrift Avenue'.

b) The second kind of commercial parody is not intended to sell a product but make
jokes at another company's expense.

The most recent authority on parody sites in the US is in the case of PETA —v- Doughney"
in that case, the court noted that a parody must "convey two simultaneous and contradic-
tory messages: that is, the original, but also that it is not the original and is instead a par-
ody"'®. The case was essentially a domain name dispute which centred on whether Mr
Doughney's website "PETA.ORG" was a parody site or not. The court held in the negative
and Mr Doughney was forced to relinquish the domain name "PETA.ORG". Thus, he could
not rely on The First Amendment (which protects free speech under the US Constitution)"”
and fair use doctrines in trade mark law in the US which would operate to protect parody
sites.

However, there do not appear to have been any cases that have examined the content of
parody sites particularly in relation to trade mark issues.

The most recent case on a similar topic is Bally Total Fitness Holding Corp —v- Faber'®
which related to a protest website developed by a user, Faber, which was devoted to con-
sumer complaints and criticism of Bally Total Fitness. When a view visits Faber's site,
Bally's distinctive trade mark appears with the word "Sucks" emblazoned upon it and below
this, the site reads "Bally Total Fitness Complaints! Un-authorised".

The court rejected Bally's trade mark infringement claim. While the court found that Bally's
Federally registered marks were valid and protectable, it also found that there was no con-
sumer confusion created through Faber's use of the company's marks. The court found that
no reasonable consumer would be confused about the source or sponsorship of Faber's
site. In addition, the court rejected Bally's trade mark dilution claim because it found that
Faber's use of Bally's trade mark was non-commercial in nature and did not dilute Bally's
mark by lessening the capacity of the mark to identify and distinguish goods or services.

The court held that Faber did not use Bally's mark to identify goods in commerce nor to sell
his own services, and thus was not commercial.?°

Skoch, G "Commercial Trade Mark Parody: A Creative Device Worth Protecting" 9 Kan J L & Pub.
Po'y 357

Saks & Co —v - Hill 843 F Supp 620 (SD Cal 1993), as cited in Skoch, G "Commercial Trade Mark
Parody: A Creative Device Worth Protecting" 9 Kan J L & Pub. Po'y 357 at 360

(CA-00-1918)(4 Cir.23 August 2001) http://laws.ip.findlaw.com/4th/001918p.html

Cliff notes, Inc —v- Bantam Doubleday Dell Publ Group, Inc 886 F.2d 4909, 494 (2 Cir 1989)
Macgregor, M "Restraint of Trade and Business Reputation Rights- Effective Protection Strategies
for the Information Age" in the 5™ Annual National Conference Intellectual Property- Protection, En-
forcement & Commercialisation.

29F Supp 2d 1161 (CD Cal 1998)

Cisneros, O "Berkeley Technology Law Journal Annual Review of Law and Technology Intellectual
Property- Trade Mark Bally Total Fitness Holding Corp —v- Faber" (2000) 15 Berkeley Tech LJ 229

See note 24 at 241
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4.4

Furthermore, the court also authorised the use by Faber of Bally's marks in his site's meta-
tag as it was held that "prohibiting Faber from using Bally's name in the source code would
effectively isolate him from all but the most savvy of internet users". Thus the fair-non
commercial use of trade marks in metatags was recognised. This case affirms the First
Amendment right of US consumers to criticise companies using their own marks in this new
medium.

Analysis

From the above analysis, it appears that the use of another company's trade marks would
be acceptable and would not constitute trade mark infringement provided that:

. there was no consumer confusion created through the use of the company's trade
marks
. no reasonable consumer would be confused about the source or sponsorship of the

parody website
) use of the trade mark is non-commercial in nature.

As noted above, there are two types of commercial parodies. It would appear that the first
type of parody (where a competitor 'free rides' off another's trade mark) does have the po-
tential to amount to trade mark infringement. However, the second kind (i.e. using parody to
satirise, mock or make jokes at another company's expense) likely to be treated along simi-
lar lines to a "protest website" as in the Bally Case and is probably acceptable (at least form
the trade marks standpoint) under US Law. It is doubtful whether the Australian Courts
would take a different approach.

It should be noted that to an even greater extent than a 'protest website', parody is unlikely
to result in public confusion, as the average viewer is not likely to believe that a parody site
is either generated by the trade mark owner or appears with the trade mark owner's au-
thorisation.

Compatrative advertising

Comparative advertising is a form of advertising which involves an "implied or stated com-
parison between the advertiser's product and another product".?' It includes reference to a
trade mark of which the advertiser is not the owner in a way which does not impute proprie-
torship in the mark to the advertiser for the purpose of comparing the goods or services of
the advertiser to those of the owner of the mark.?

S122(1)(d) of the Trade Marks Act 1995 provides that a person does not infringe a regis-
tered trade mark when "the person uses the trade mark for the purposes of comparative
advertising". However, there has not been any attempt to define comparative advertising or
to impose a limit on the kinds of use which a comparative advertiser can make of another's
mark.

Analysis

It is questionable whether in Australia the use of a trade mark for the purposes of compara-
tive advertising is use of a trade mark "as a trade mark". The purpose of most comparative
advertising is to identify a product or service of a competitor and then to claim that the com-
parative advertiser's own product or service is superior. The use of the trade mark in such
cases is to identify that product or service of the owner of the trade mark and would be diffi-

cult to construe this as an 'infringing use'.?

21
22
23

Sidoti, C "Comparative Advertising" (1996) 4 Competition and Consumer Journal 15
See Murphy, M "Legal Aspects of Comparative Advertising" (1997) 12 QUTLJ 41 at 53
"Editorial" Australian Intellectual Property Journal Volume 7 August 1996 Number 2 at 125
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Only when the trade mark is used to create a link to the comparative advertiser, is it being
used "as a trade mark". On this analysis the scope of Section 122(1)(d) becomes of impor-
tance.

Thus, if the intention of the section is to permit a trade mark being 'used as a trade mark; in
the context of comparative advertising then, some restrictions (perhaps modelled on the UK
or US approaches) would be desirable to provide some protection to the owner of a trade
mark which is used unfairly.

If, under the Group's national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g. unfair competition or trade practice laws).

Australian law does protect the public and traders against unconventional uses of trade
marks. One aspect of this law is statutory (the Trade Practices Act) and the other arises
under the Common Law (the tort of passing off, developed originally by the English courts
and now adapted and refined by the Australian courts). The effect of these laws is to pro-
tect against trade mark use beyond the traditional indications of origin and identity. Whilst
there is no broad law of unfair competition in Australia, the Courts have been willing and
able to broadly apply the Trade Practice Act and the tort of passing off, such that Australian
consumer and trade law is in step with the laws of major industrialised nations.

The Trade Practices Act, from a legislative perspective, is primarily intended to protect the
public (in the trade mark arena this equates with consumers). It has, however, also evolved
as a legal mechanism for protecting traders' interests. The Act includes a broad provision
that prevents traders from engaging in "misleading or deceptive conduct" (or conduct that is
"likely to mislead or deceive"), with the intent being that the activities of a trader should not
mislead or deceive consumers (for example, into believing that one trader's use of a trade
mark is authorised or approved by another). The Act has proven, since its inception in
1974, to be very powerful and broad reaching. It does not require business presence in
Australia or even the proof of reputation but simply the establishment of misleading and de-
ceptive conduct or the likelihood thereof. As such, the Australian Courts have readily been
able to apply it to instances of trade mark use on the Internet, in parody and comparative
advertising.

The Common Law tort of passing off, which is almost always litigated in conjunction with
the Trade Practices Act, originally protected the interests of traders but has also developed
into protection for the consumer. The original English Common Law tort has been devel-
oped by the Australian courts to a modern and relevant application that accommodates the
changes in the way traders conduct business (including electronically and on the Internet).
The law originally required that both traders had a business presence in Australia, and fur-
ther required proof of a misrepresentation intended to injure the reputation or goodwill of
another trader. Recent developments no longer require business presence or the proof of
intention, but simply that of misrepresentation. As a common law action is usually run in
conjunction with a breach of the Trade Practices Act, the establishment of misleading and
deceptive conduct then establishes misrepresentation. Hence, in recent cases, the finding
of passing off has followed automatically from a finding of misleading and deceptive con-
duct.

In summary, unconventional uses of trade marks, such as on the Internet, in parody and in
comparative advertising may be objectionable and restrainable under Australian law.

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious" or "reputed” marks used on dissimilar goods
and services protected?

In summary, Australian Law protects trade marks which are "well-known", or have a reputa-
tion in Australia against use for dissimilar goods and services to some extent. A case by
case analysis will be required. However, protection will be limited to situations where the
use is likely to be taken as indicating a connection to the trade mark owner.
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Discussion
In relation to the question, article 16.3 TRIPS provides:

"Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to
goods or services which are not similar to those in respect of which trade
mark is registered, provided that use of that trade mark in relation to those
goods or services would indicate a connection between those goods or ser-
vices and the owner of the registered trade mark and provided that the inter-

ests of the owner of the registered trade mark are likely to be damage by
such use.”

Australian law implements this obligation in a number of ways: (1) through the Trade Marks
Act 1995 (Cth), (2) by statutory prohibition on unfair trade practices, and (3) by the common
law of passing off.

Trade Marks Act

First, the Trade Marks Act 1995 (Cth) makes provision for the registration of defensive
trade marks.? Section 185(1) requires a showing that, because of the extent of use of a
trade mark for goods or services for which it is registered, its use in relation to other goods
or services would be likely to be taken as indicating a connection to the trade mark owner.

To achieve registration as a defensive trade mark, it is not necessary for the owner to use
or intended to use the trade mark on the "other" goods or services.? The registration is lim-
ited, however, to goods or services for which a likelihood of connection can be shown. The
provision has not been used in practice to a very great extent because of the very stringent
approach taken by the Trade Marks Office before registration will be accepted.

Secondly, section 120(3) provides:
A person infringes a registered trade mark if:
a) the trade mark is well known in Australia; and

b) the person uses as a trade mark a sign that is substantially identical
with, or deceptively similar to, the trade mark in relation to:

i) goods (unrelated goods) that are not of the same descrip-
tion as that of the goods in respect of which that trade mark
is registered (registered goods) or are not closely related to
services in respect of which the trade mark is registered
(registered services); or

ii) services (unrelated services) that are not of the same de-
scription as that of the registered services or are not closely
related to the registered goods; and

c) because the trade mark is well known, the signs would be likely to
be taken as indicating a connection between the unrelated goods or
services and the registered owner of the trade mark; and

d) for that reason, the interests of the registered owner are likely to be
adversely affected.

(Use on goods or services which are the same or similar are covered by, respectively, sec-
tions 120(1) and 120(2).)

24
25

Sections 184-189. Under the 1955 Act, such trade marks were registered in Part D.
Section 185(2)
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This requires the trade mark owner to satisfy seven conditions to be successful:

1.

The owner must have a registered trade mark in Australia. This includes an interna-
tional registration under the Madrid Protocol for which protection has been extended
to Australia.?®

The trade mark must be well known in Australia.

Section 120(4) provides some further guidance on the concept of "well known" in
Australia for these purposes:

In deciding, for the purposes of paragraph (3)(a), whether a trade
mark is well known in Australia, one must take account of the ex-
tent to which the trade mark is known within the relevant sector of the
public, whether as a result of the promotion of the trade mark or for
any other reason.

Thus, it would appear that the criterion is that the trade mark is known in Australia"
to the relevant section of the public. This could be as a result of promotion or other
reasons. This standard does not appear to be as high as "famous" or "notorious". It
is not clear, however, what standard is required since the provision has been con-
sidered on one case only to date and that case concerned the Coca Cola bottle
shape.?’ The Working Party on whose recommendation this provision was intro-
duced seem to have envisaged that the reputation should be sufficiently substantial
that use on dissimilar goods or services should be prohibited.?

The alleged infringer must use the sign "as a trade mark". See responses to ques-
tions 1 and 2 above.

The sign used must so nearly resemble the registered trade mark as to be likely to
deceive or cause confusion.

The use must be on goods or services unrelated to those for which the trade mark is
registered. Goods or services would be related to those covered by the registration
if there was a realistic potential that the relevant public would regard them as being
part of the same trade and so likely to emanate from the same source.?

The use of the trade mark on the unrelated goods or services must be likely to be
taken as indicating a connection with the owner of the registered mark because the
trade mark is well know.

Because it is likely to be taken as indicating a connection, the interests of the owner
of the registered trade mark are likely to be adversely affected.

While this provision appears in substance to comply with Australia's obligations under
which 16.3 of TRIPS, requirement (6) above in particular can be an important limitation.
The only case to consider the provision approached the matter as requiring the alleged in-
fringement to misrepresent a trade connection with the trade mark owner, although this ap-
pears to include licence, sponsorship or other association.® It is arguable that Australian

26
27

28

29
30

Trade Marks Regulations, reg 17A.39

Coca Cola —v- All-Fect (1998) 43 IPR 47 AT 61 reversed on appeal on different grounds, (1999) 47
IPR 481, 498 at para 44.

Recommended Changes to the Australian Trade Marks Legislation (July 1992), Recommendation
13C. Recommendation 13A distinguishes, however, between the reputation of well-known marks
and other marks. The Discussion Paper had used the term "famous marks" instead of well known.
See MID Sydney —v- Australian Tourism (1998) 42 IPR 561, 567-9.

Coca-Cola —v- All-Fect above at first instance 43 IPR at 62-4
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courts are less likely than US courts to draw a likelihood of connection where the use is for
wholly unrelated goods or services. Each case, however, involves a weighing of the totality
of circumstances including not just the reputation of the trade mark, but also what it is used
for, how it is used, how the alleged infringer uses the mark, the goods or services for which
the use is made and the sophistication of the relevant public.®'

Thirdly, a trade mark which has required a reputation in Australia may provide the basis of
an opposition to an application for registration where, because of that reputation, use in re-
lation to the goods or services the subject of the application would be likely to deceive or
cause confusion.* The trade mark does not need to be registered in Australia to provide a
basis for opposition under section 60.% It is feasible, therefore, that an application to regis-
ter a mark for unrelated goods or services could be opposed where use for those goods or
services would be likely to misrepresent an association or, possibly, give rise to cause for
wonder.*

Unfair trade practices and passing off

Commonwealth and state and territory statutes include a general prohibition on engaging in
conduct in trade or commerce which is likely to mislead or deceive. The common law also
provides a remedy against passing off. For present purposes, both types of remedy require
three key aspects to be shown:

1. a reputation in a name or trade mark in Australia;*®

2. as a result, a likelihood that use of that or similar name by another would be likely to
misrepresent an association with the owner of that representation; and

3. damage.*

It is likely that the requirement of a risk of misrepresentation will be applied in similar fash-
ion to the principles discussed above.*

Proposals for harmonisation

Given the questions about whether or not "merely" registering a domain name is trade mark
use or use in trade or commerce, and the prevalence of cybersquatting, we would support
legislation along the lines of the Anti-Cybersquatting Protection Act. Dealing with cyber-
squatters imposes on companies heavy costs. While the UDRP can be an effective rem-
edy, it does not carry sanctions like injunctions, damages and costs which it would seem
are necessary to convince people that cybersquatting is not "just a lark".

Summary

It is apparent that the use of a trade mark as a mark is a sine qua non for the existence or
enforcement of most trade mark rights in Australia. The right to apply for a trade mark de-
pends upon existing use or intention to use the trade mark as a mark. Further, the rebuttal

31

32

33

34

35

36

37

Id citing Mcllhenney Co —v- Blue Yonder (1997) 39 IPR 187 ("Tabasco" used for design of exhibition
stands did not misrepresent trade association).

Trade Marks Act 1995 (Cth) section 60

As noted, above, recommendation 13A of the Working Party suggest that there may be a difference

between a trade mark having a reputation and one which is well known but the nature of that differ-
ence is not explained.

Sec e.g. Radio Corporation Pty Limited —v- Disney (1937) 57 CLR 448 at 459 per Dixon J

Reputation does not require use of the trade mark in Australia: ConAgra —v- McCain (1992) 23 IPR
193.

Where there is a reputation and misrepresentation, damage will be presumed: Mcllhenney (1997) 39
IPR 187 at 200

Mcllhenney Co —v- Blue Yonder (1997) 39 IPR 187
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of a non-use application, and accordingly maintenance of the registration of a mark, in-
volves proof of the use of the subject mark as a mark.

As far as infringement is concerned the requirement for use as a trade mark is embodied in
the relevant statutory provisions creating the right to sue for infringement.

The question of whether more exotic uses of a mark, such as use as a metatag or as a hy-
perlink or in framing or by fan clubs or in parodying the mark, constitute infringing use is not
settled. There is an absence of authority in Australia. The American cases provide opportu-
nities for persuasive arguments that may be made either way as to whether these activities
may constitute use as a trade mark. However, until there are local decisions, no conclusive
view can be advanced.

Comparative advertising is not unlawful in Australia. It is possible that the use of a mark as
a mark may still be protected by the relevant section in the Trade Marks Act and not consti-
tute infringement.

Whilst there is no general law of unfair competition, non-conventional uses of marks (for
example, use otherwise than as indications of origin) may be actionable under the common
law of passing-off or under the statutory tort of false or misleading conduct contained in the
Trade Practices Act.

Well-known or famous marks used on dissimilar (unrelated) goods or in respect of dissimi-
lar services are protected under the Trade Marks Act. However, to establish infringement
there must be proof that the signs alleged to infringe the well-known mark would be likely to
be taken as indicating a connection in the course of trade between unrelated goods or ser-
vices and the proprietor of the well-known mark.

Résumé

Il est apparent que l'usage de la marque "en tant que marque" est une condition “sine qua
non” c’est-a-dire une condition légale au regard de I'existence, du maintien et de la contre-
facon des droits de la plupart des marques en Australie. Le droit d’enregistrement d’'une
marque dépend de l'usage existent ou I'intention d’utiliser la marque en tant que marque.
De plus l'usage effectif de la marque n’est pas requis comme condition pour introduire un
dépdbt et en conséquence le maintien de I'enregistrement d’'une marque implique la preuve
de l'usage de la marque en tant que marque.

La condition expresse que l'usage soit un “usage de marque” en ce qui concerne la contre-
facon. est établi dans certaines juridictions, et ainsi crée le droit de poursuites légales
contre le contrefacteur.

La question: que les usages de marques qui sont utilisées a des fins pouvant étre décrites
comme “non conventionnelles” comme noms de domaine ou liens ou comme meta-tags
pour promouvoir un site web sur Internet; ou 'usage par des clubs de fans ou dans des pa-
rodies ou dans le cadre d’'un autre site web, constituent-ils ou non des contrefagons n’est
pas encore tranchée. ll-y-a un vide de Législation en Australie. Les procés américains nous
fournissent ainsi I'occasion de réfléchir a des arguments persuasifs qui peuvent étre inter-
prétés par les deux parties opposées quant a si ces activités constituent ou non un usage
en tant que marque. Cependant tant qu’il n’y a pas de jurisprudence australienne bien éta-
blie on ne peut pas avancer de conclusion sur cette question.

La publicité comparative n’est pas illégale en Australie. Il est bien possible que l'usage
d’'une marque en tant que marque peut bien étre protégée par la section en référenceaux
marques dans le Code de Commerce ou Trade Practices Act et ne constitue aucunement
une contrefagon.
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Tandis qu’il n’'y a pas de Loi générale sur la concurrence déloyale, les usages “non-
conventionnels “ des marques ( par exemple, 'usage sans indication de la source d’origine)
peuvent étre passives de poursuites lIégales dans le cadre de la loi commune de passing-
off ou dans le cas de conduite illicite ou d’acte délictuel contenu dans le code de Com-
merce.

Des marques de “haute renommée” ou jouissant d’'une réputation fameuse, qui sont utili-
sées pour des produits et services différents (non similaires a ceux de la marque) sont pro-
tégées par le code de Commerce. Cependant pour établir la contrefagon on doit prouver
que les signes incriminés qui contrefont la marque bien connue aurait entrainé de la confu-
sion en indiquant une connection dans la vie des affaires entre les biens et les services dif-
férents et le propriétaire de la marque bien connue.

Zusammenfassung

Es ist ersichtlich, dass der Benutzung eines Markenzeichens als “Marke” ein sine qua non
fur die Existenz oder die Durchsetzung der meisten Markenzeichenrechte in Australien ist.
Das Recht sich um ein Markenzeichen zu bewerben hangt von bestehendem Gebrauch
oder der Absicht zur Benutzung eines Markenzeichens als “Marke” ab. Weitergehend
schliesst die Zurlckweisung eines Nicht - Benltzungs - Antrages, und demnach der
Aufrechterhaltung der Registrierung einer Marke den Beweis der Benutzung der Marke als
eine “Marke” ein.

Was Verstdsse betrifft, sind die Bedingungen flir die Benutzung als Markenzeichen in den
relevanten gesetzlichen Verordnungen eingeschlossen und schaffen somit das Recht,
gegen Verstésse zu klagen.

Die Frage ob die etwas exotischeren Benutzungsweisen einer Marke, wie die Benutzung
als Metatag oder Hyperlink oder in “framing® oder durch fan clubs oder die Parodierung der
“Marke”, einen Benutzungsverstoss darstellen ist noch nicht geklart. Da besteht ein Mangel
an Autoritdat in Australien. Die Amerikanischen Falle liefern Gelegenheiten fir
Uberzeugende Argumente sowohl dafir als auch dagegen ob diese Aktivitatendie
Benutzung von Markennamen darstellen. Wie dem auch sei, solange es keine ortlichen
Entscheidungen gibt, kann keine schllssige Ansicht vorgebracht werden.

Vergleichende Werbung ist nicht ungesetzlich in Australien. Es ist moglich, dass der
Gebrauch einer Marke als “Marke” noch durch einen relevanten Absatz im Trade Marks Act
geschitzt ist und keinen Verstoss darstellt.

Wahrend es kein allgemeines Gesetz fur unfairen (unlauteren) Wettbewerb gibt kann die
unkonventionelle Benutzung von “Marken” (z.B. anderweitige Benutzung denn als
Herkunftsangabe) unter dem common law of passing off (Tauschungsgesetz) oder unter
dem gesetzlichen Delikt des falschen oder irrefihrenden Verhaltens (false or misleading
Conduct) die im Trade Practices Act enthalten sind, klagbar sein.

Bekannte oder berihmte “Marken” die auf ungleichartigen oder unverwandten Gitern oder
in Bezug auf ungleichartige Dienstleistungen benutzt werden, sind unter dem Trade Marks
Act geschiitzt. Wie auch immer, um eine Ubertretung nachzuweisen muss der Beweis
vorliegen, dass die Zeichen, die angeblich auf die wohlbekannte Marke Ubergreifen als auf
eine Verbindung im Handelsverlauf zwischen ungleichartigen Gitern oder Dienstleistungen
und dem Besitzer der wohlbekannten “Marke” hinweisend verstanden werden kdnnten.
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Belgium
Belgique
Belgien

Rapport Q168

au nom du Groupe belge
par Louis VAN BUNNEN, prés., Antoine BRAUN, Brigitte DAUWE,
Isabelle GOES, Emmanuel CORNU et Bemard VAN REEPINGHEN

L'usage de la marque "en tant que marque" comme condition légale au regard

Préambule
Les réponses

de I'acquisition, du maintien et de la contrefagon des droits

qui suivent se fondent sur le droit Benelux lequel a lui-méme transposé et intégré

I'ensemble de la directive européenne en ce compris les options facultatives.

1. Y a-t-il une nécessité d'utiliser la marque "en tant que marque" dans les cas sui-

vants:

b)

pour acquérir le droit;
pour le maintenir;
pour agir en contrefacon.

En substance, en droit Benelux, ce n'est pas l'usage d'une marque en tant que
marque, mais bien son dépét qui est une condition de son acquisition (caractére at-
tributif de droit du dépdt et non déclaratif).

Le simple usage, pourvu qu'il soit "fait de bonne foi" peut cependant permettre d'at-
taquer en nullité pour mauvaise foi le dépét d'une marque identique ou ressem-
blante qui aurait été effectué par un tiers, en connaissance de cet usage (article 4,
6° a) LAM).

L 'usage de la marque par son titulaire dans la vie des affaires est une condition du
maintien du droit et est seul de nature a faire échec a une action en déchéance, la-
quelle est prévue, sauf juste motif: en cas de non-usage "normal" au Benelux pen-
dant une période ininterrompue de cinq ans (article 5, 2° a) LBM).

La Cour Benelux, dans un arrét Turmac (Rec. 1980/8] 23) a précisé que cet usage
normal supposait que le signe en cause soit utilisé "... hors de l'entreprise du titu-
laire de son licencié ou de la personne agissant en leur nom, et que cet usage se
rapporte sans ambiguité a un produit déterminé que I'usager vend ou offre en vente
et qui par un tel usage se distingue des produits d'autrui”.

L 'usage de la marque "en tant que marque" par un tiers est également une condi-
tion de l'action en contrefacon au sens strict. En revanche, d'autres atteintes ne re-
quiérent pas cette condition (cfr ci-aprés).

Y a-t-il une définition de I'usage "en tant que marque”, dans la législation ou la juris-

prudence?

La loi Benelux ne contient pas de définition de I'usage de la marque en tant que marque
par le titulaire mais la Cour Benelux a précisé dans l'arrét Turmac précité que cet usage
"dans la vie des affaires" devait avoir un caractére externe "hors de | 'entreprise” en vue de
distinguer des produits ou des services (cfr ci-avant).
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En revanche, en ce qui concerne l'usage de la marque par un tiers, la loi uniforme Benelux,
article 13 A, alinéa 2 dispose ce qui suit: "On entend par usage d'une marque ou d'un signe
ressemblant, notamment:

a)
b)

c)
d)

l'apposition du signe sur les produits ou leur conditionnement;

I‘offre, la mise dans le commerce ou la détention des produits a ces fins sous le si-
gne;

I'importation ou | 'exportation des produits sous le signe;

l'utilisation du signe dans les papiers d'affairas et la publiciteé;. ..."

La jurisprudence est venue préciser cette définition 1égale en déterminant ce qui n'est pas
considéré comme un usage répréhensible d'une marque. Ainsi, par exemple:

1)

2)

3)

L’'usage qui ne tend pas a favoriser le commerce de ses propres biens ou services:

Dans son arrét HAGENS du 29 juin 1982 (Jur. 1981, 82, p.40), la Cour de justice
Benelux a dit pour droit que I'usage auquel le titulaire de la marque est en droit de
s’opposer "doit s'entendre de 'usage de cette marque ou de ce signe par une per-
sonne concernant ses propres marchandises ou services pour en favoriser le com-
merce ou la prestation ou pour désigner sa propre entreprise".

N'use donc pas de la marque de fagon répréhensible le transporteur de marchandi-
ses portant une marque contrefaisante, méme s' il en est conscient. La Cour Bene-
lux a toutefois précisé dans un arrét ultérieur (Daimler-Benz du 20.12.1993, Rec.
1993, p. 67) qu' il y a emploi de la marque d'autrui au sens de I'article 13A lorsque,
par la maniére dont le revendeur emploie la marque dans une annonce, il existe ré-
ellement une possibilité de susciter dans I'esprit du public I'impression qu'il fait de la
publicité en faveur de son entreprise comme telle, en suggérant une certaine qualité
(appartenance a un réseau officiel de distribution).

L'usage de la marque a titre purement informatif:

La loi Benelux (art. 13 A, 6°™) précise que le droit exclusif & la marque n'implique
pas le droit de s' opposer a | 'usage par un tiers dans la vie des affaires.

- de son nom et de son adresse;

- d'indications relatives notamment a la provenance géographique (par ex.:
"Bruxelles"), méme s'il existe une marque "Banque de Bruxelles");

- de la marque lorsqu'elle est nécessaire pour indiquer la destination d'un pro-
duit, notamment en tant qu'accessoire ou piéce détachée,

pour autant que cet usage soit fait conformément aux usages honnétes en matiére
industrielle et commerciale).

La jurisprudence a précisé que, sous le bénéfice de cette disposition, est admis
l'usage de la marque afin d'informer le public que I'annonceur répare et entretient
les produits revétus de cette marque, pourvu qu'il ne donne pas l'impression de
I'existence d'un contrat de distribution avec le titulaire de la marque (C. Benelux, 25
sept. 2000; BMW, Ing. Cons. 2001, p.3; C.J.C.E., 23 fév. 1999, BMW, Ing. Cons.,
1999, 311, obs. Cornu; C.J. Benelux, 20 déc. 1993; Daimler Benz; Ing. Cons. 1993,
349).

L 'usage du signe qui n'est pas pergu comme une marque par le public concerné:
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Il ne suffit pas de déposer une dénomination ou un signe pour en faire une marque,
il faut encore que le signe soit apte a distinguer les produits du titulaire et a étre
percu comme une marque par te public concerné, ce qui ne sera pas le cas de
usage d'un nom dans une fonction exclusivement linguistique et publicitaire:

Ex.: "Dormir sur Epeda vous procure un bon repos" par rapport a la marque "Au
bon repos".

Quid de l'usage, a titre d'enseigne ou de nom commercial?

L 'usage a titre d'enseigne ou de nhom commercial n'est en principe pas considéré
comme un usage "en tant que marque".

Sera néanmoins considéré comme répréhensible l'usage d'un nom commercial
identique a la marque, pour des produits ou services similaires, si cet usage de nom
commercial est pergu par Ic public comme un usage de marque. Cette atteinte sera
sanctionnée par une autre disposition de l'article 13, & savoir I'article 13 A.2 (actuel-
lement 13 A,1,d) de la loi Bénélux (affaire OMNISPORT, Cour de justice Benelux. 7
novembre 1988, J.T. 1989, 194, obs. Antoine Braun, voy. aussi C.J. C.E., 20 dé-
cembre 1996, Europabank, Rec., 1996. p. 41).

Quid de /'usage d 'un signe ressemblant a une marque déposée, a titre d ‘'ornement
et sans lui donner I' aspect d 'une marque ?

La marque constituée par plusieurs bandes colorées ne sera pas considérée
comme violée par un autre signe constitué de deux bandes colorées si celles-ci ne
sont employées qu'a titre d'ornement et accompagnées d'une dénomination diffé-
rente, écartant le risque de confusion (C.J.C.E., 22 juin 2000, MARCA MODE /
ADIDAS, Ing. cons. 2000, 239). Néanmoins, il faudra tenir compte en droit Benelux
de l'article 13 A d) qui prévoit que le titulaire peut s'opposer a "fout usage qui, dans
la vie des affaires et sans juste motif serait fait d 'une marque autrement que pour
distinguer des produits, lorsque | 'usage de ce signe tirerait indiment profit du ca-
ractére distinctif ou de la renommée de' la marque ou leur porterait préjudice”.

Y a-t-il une différence dans I'évaluation de I'usage "en tant que marque" entre I'ac-
quisition, le maintien et la contrefagon des droits?

Nous renvoyons, a ce sujet, a ce qui a été répondu a la premiére question.

Est-ce que I'un des faits suivants est considéré comme usage "en tant que marque™:
L'usage sur Internet, comme "meta-tag”, comme lien hypertexte ("linking") ou "framing"

L’'usage sur Internet d'une marque déposée comme "metatag”, c'est-a-dire comme mot clef
dans la version HTML d'un site, qui n'est pas vu par le visiteur dudit site mais détecté uni-
quement par des moteurs de recherche, n'est pas un usage a titre de marque mais est ré-
préhensible sur base de l'article 13A d précité, selon une décision néerlandaise (prés. ar-
rond. Dordrecht. 9 fevrier 1999, B.L.E., 1999, p.49, cité par Jean-Jo EVRARD et Philippe
PETERS '"La défense de la marque dans le Benelux", 2°™° éd., p.114; Pré. Com. Anvers.
16 mars 2000, confirmé par Anvers 9 oct. 2000, Auteurs et Média 2001, p. 285).

L 'usage par des clubs de supporters

Pareil usage sera généralement admis étant donné qu' il n' a pas lieu, dans la vie des affai-
res, ni en vue d'assurer des débouchés aux produits ou services couverts par la marque.

Exceptionnellement, il peut y avoir une faute répréhensible suivant le droit commun ou sur
base de l'article 13 A 1c¢) ou d) de la loi uniforme (cfr ci-aprés, réponse a la question 6).

L’ usage parodique
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En principe. I'usage d'un signe ressemblant dans une intention parodique, pour des pro-
duits identiques ou similaires est répréhensible, I'intention de parodie ne constituant pas un
obstacle a une action en nullité du dépdt ou a une action en contrefagon. Par exemple, la
marque "Beteman", parodie de (C Batman, a été condamnée (civ. Brux. .11 mai 1993, Ing.
cons. 1994, 108).

En pratique toutefois, dés lors que le juge constate que la marque parodiante ne peut pré-
ter & confusion avec la marque parodiée, malgré certaines similitudes voulues, il n'y aura
pas violation des droits et l'action en contrefagcon et en dommages-intéréts sera déclarée
mal fondée.

On peut citer comme exemple la marque constituée par le titre de journal "Vers L'Avenir",
imité par un petit journal électoral "L'Avenir vert". Dans cette espeéce, il a été jugé que le
risque d'association ou de rappel ne suffit pas, il faut qu'il y ait réellement possibilité de
confusion, ce qui n'était pas le cas en l'espéce (cass., 5 avril 2001, J.L.M.B., 2001, p.1420,
rejetant Je pourvoi contre I'arrét de ]Ja cour d'appel de Liége du 6 octobre 1997, "Journal
des procés" n° 336, p. 28).

En outre. L’imitation de marque ne sera pas considérée comme un usage a titre de marque
et échappera a toute sanction s'il n'y a pas concurrence entre les parties, ni recherche de
profit. Serait sans doute rejetée au Benelux comme elle I'a été en France, l'action de la so-
ciété MICHELIN qui voulait faire cesser I'usage du signe "Bibendum" parodié par un 'syndi-
cat d'employé de cette société (Riom, 15 octobre: 1994, D. 1995, J.p.428, note B. Edel-
man).

La publicité comparative

Il est maintenant admis en Belgique, en vertu d'une loi (LPC art. 23 bis, introduit par une loi
modificative du 2S mai 1999) qu'est licite la publicité comparative, moyennant un certain
nombre de conditions.

Pareille publicité est définie comme étant celle qui "identifie un concurrent ou des produits
ou services offerts par un concurrent", ce qui signifie qu'est également licite l'usage d'une
marque de produits ou de services concurrents, ainsi que des noms commerciaux et autres
signes distinctifs de ce concurrent, pourvu que soient remplies un certain nombre de condi-
tions:

a) que cette publicité n'engendre pas "la confusion" entre les marques, noms commer-
ciaux, autres signes distinctifs et les produits ou services de I'annonceur et ceux de
son concurrent (art. 23 bis, 4°™°);

b) n'entraine pas le "discrédit" ou le "dénigrement” des marques et nom commercial en
cause (art. 23 bis, 5°™);

c) ne tire pas "indiment profit de la notoriéte" attachée a une marque ou a un nom
commercial ou a d'autres signes distinctifs (art. 23 bis, 7°™°);

d) qgu'elle ne présente pas un produit ou un service comme une "imitation" ou une "re-
production" d'un produit ou d'un Service portant la marque.

Si, d'aprés le régime national du groupe, I'usage comme marque est confiné aux in-
dications traditionnelles d'origine ou d'identification, des usages non conventionnels
sont-ils néanmoins punissables de par la loi sur les marques ou d'autres lois (par
exemple les lois sur la concurrence déloyale ou sur les pratiques du commerce)?

La réponse a cette question se trouve dans l'art. 13 de la loi Benelux d'une part, le para-
graphe 1 a) et b) vjse les actes de contrefagcon proprement dite, ces actes de contrefagon
étant également interdits par le droit pénal (belge, néerlandais et luxembourgeois); d'autre
part, le paragraphe c) prévoit une protection élargie en faveur de la marque qui jouit d'une
renommée a lintérieur du territoire Benelux a des produits méme non similaires a ceux

22



pour lesquels la marque est enregistrée, lorsque | 'usage de ce signe tirerait inddment profit
du caractére distinctif ou de la renommée de la marque ou leur porterait préjudice. Le para-
graphe d) sanctionne tout usage d’une marque quelconque "autrement que pour distinguer
des produits, lorsque l'usage de ceux-ci tirerait indiment profit du caractére distinctif ou de
la renommée de la marque ou leur porterait préjudice".

En outre, I'an. 13A al. 1% fait référence au «droit commun" en disposant que c'est "sans
préjudice de l'application éventuelle du droit commun en matiére de responsabilité civile..."
que le droit exclusif a la marque permet au titulaire de s'opposer a l'usage de signes
contrefaisants. |l ouvre ainsi d'autres possibilités d'action (en responsabilité ou en concur-
rence illicite).

Si l'usage "en tant que marque” dans le sens traditionnel est requis pour établir la
contrefagon, est-ce que les marques "de haute renommeée", "célébres”, "notoires" ou
"jouissant d'une réputation” utilisées sur des produits et services différents sont

protégées?

L'art. 13.A.1 ¢) énonce en propres termes que le titulaire d'une marque peut s'opposer a
"tout usage qui dans la vie des affaires et sans juste motif serait fait d'une marque qui jouit
d'une renommeée a l'intérieur du territoire Benelux ou d'un signe ressemblant pour des pro-
duits non similaires a ceux pour lesquels la marque est enregistrée, lorsque l'usage de ce
signe tirerait indiment profit du caractére distinctif ou de la renommée de la marque ou leur
porterait préjudice".

L'art. 13 A 1 d) réprime tout usage qui, dans la vie des affaires et sans juste motif, serait fait
d'une marque ou d'un signe ressemblant "autrement que pour distinguer des produits lors-
que l'usage de ce signe tirerait indiment profit du caractére distinctif ou de la renommée de
la marque ou leur porterait préjudice".

La portée de ces dispositions protectrices est donc trés large.
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1.3

Brazil
Brésil
Brasilien

Report Q168

in the name of the Brazilian Group

by José Antonio B.L. FARIA CORREA, President, Esther M. FLESCH, General Reporter,
Lélio D. SCHMIDT, Assistant Reporter, Luis Fernando RIBEIRO MATOS Jr., Chairperson -

Trademark Committee, Hélio FABBRI Jr., Vice Chairperson - Trademark Committee

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law)?

Use is not a requirement for purpose of acquisition of rights. Exclusive rights in a mark de-
rive from registration at the Brazilian Patent & Trademark Office.

Even though the mere use of an unregistered trademark does not entitle the user to the
exclusive rights and to the various legal remedies available for the owner of a registration,
bona fide users enjoy the following rights:

a) the right of preference to obtain a registration. Such preference applies whenever
the mark has been in use for at least 6 (six) months prior to the filing date of a third
party’s application for the same or similar mark, in an identical, similar or related
class of activity;

b) the right to invoke the rules on unfair competition so as to prevent competi-
tors from using the mark, provided that such competitors are not vested
with any registration for the disputed mark.

As an exception, Brazilian law specifically provides that sports entities shall enjoy exclu-
sive rights in their marks without the need of a registration.

Maintaining of a trade mark registration (e.g. against an application for cancellation on
grounds of non-use)?

Yes, the use of the registered mark is required in order to maintain the registration in force
and avoid cancellation based on non-use upon request of third parties.

Case law and some decisions of the Brazilian Patent & Trademark Office consider that the
mark is duly used if it corresponds to the trade name of the registration owner. In this situa-
tion, use as a trade name is accepted as evidence of use as a mark. If the mark is printed
on invoices issued by the owner, it is also taken as enough evidence of the use as a mark.

In principle, the mark must be used as registered. Significant changes in the distinctiveness
of the mark are not accepted as valid use. However, it does not mean that changes are not
accepted at all. For instance, the modernization of the mark “HYARA” to “IARA” was ac-
cepted (in Portuguese, such words have the same sound).

Establishing infringement?

No. To establish the infringement, the owner of the mark does not need to show that it uses
the mark. The exhibition of the mark registration is sufficient to support his rights. However,
the lack of use might be used as defense or in a cancellation lawsuit.
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If the mark is used by a third party in a purely descriptive way, such use is not considered
infringement. No one, even the owner of the registration, can prevent third parties from us-
ing descriptive words as long as not registered as a trademark without limitations.

However, infringement can exist even when the mark is not used “as a mark”, but it is
used, for instance, as a trade name or a domain name.

Is there any definition of what is use "as a mark" either in statute or case-law?

Section 123 of Brazilian IP Law does not contain detailed provisions on the manner of use .
It just contains general definitions having regard to the type of mark concerned. We quote
section 123 of the law:

Section 123. Under this law, it is considered:

a) a product or service mark: the one used to distinguish a product or service from
other identical, similar or related, with a different origin;

b) a certification mark: the one used to affirm that a certain product or service is in
conformity with some technical rules or specifications, especially regarding quality,
nature, components and applied technology;

c) a collective mark: the one used to identify products or services of the members of a
certain entity”.

Is there any difference in the assessment of use "as a mark"” between the acquisition,
maintenance and infringement of rights?

Yes, the use of the mark is not required for the acquisition of rights, but necessary for the
maintenance of rights. The use of the mark by the infringer is also necessary to support an
infringement action.

As mentioned in topic 1.2, for the purpose of maintenance of rights, some changes in the
use of the registered mark are acceptable, whenever they are made by the owner. How-
ever, if such changes are made by a third party, they will be considered infringement of
rights.

Is any of the following considered to be use “as a mark”
Use on the Internet, as a metatag, in linking or framing

There exists no legal rule and no case law has so far developed on this issue. Doctrine is
not unanimous regarding “metatag”, “linking” and “framing”, although links might be under-
stood as a non-commercial citation, accepted by law. The analysis is made case by case.

Case law strongly considers that marks and domain names may conflict. The use as a do-
main name is understood as the use as a mark. If the distinctive formative element of the
domain name is identical to or similar with a registered mark, the owner of the trade mark
registration enjoys better rights.

Some commentators however sustain that such rule is not absolute: whenever the mark is
not highly reputed and is not well-known, some identity, similarity or link in the activities is
needed to establish infringement. Otherwise, the domain name owner could apply for a
mark registration, which would not conflict with the non-competitor’s registered mark. Thus,
no conflict would appear between the domain name and the non-competitor’'s registered
mark.

Use by fan clubs or supporters

Section 132 of Brazilian IP law establishes some exceptions, in which the trademark owner
cannot prevent third parties from using its registered mark. Due to their nature of exception,
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the cases described in such section do not accept analogy. Fan clubs or supporters are not
expressly mentioned in section 123.

Parody

The analysis must be made case by case. Parodies are contemplated by copyright law
(section 47). Section 132 of Brazilian IP Law rules in its item IV that the trademark owner
cannot bar the use of his trademark in speech, scientific or literary works or any other pub-
lication, provided that there is no commercial connotation or harm to the trademark distinct-
iveness.

However, the trademark owner is entitled to protect the reputation of his registered trade-
mark. Thus, if the parody is offensive, such aspect might be understood as a harm to the
trademark distinctiveness, entitling the owner to legal remedies.

Compatrative advertising

Yes, the citation of a third party’s mark in a comparative advertising is considered use as a
mark. As mentioned in AIPPI’s introduction guidelines for question Q 168, comparative ad-
vertising is still a controversial issue. Since such issue was already focused in AIPPI's
question Q 140, the Brazilian group understands that Q 168 only intended to discuss
whether comparative advertising is considered use as a mark.

If, under the Group’s national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g. unfair competition or trade practice laws).

Brazil protects trademarks not only because of their traditional functions, but also because
of their publicity power to build goodwill. Thus, unconventional use of the trademark (for
dissimilar goods and services, for instance) is objectionable, as it will be explained in topic
6 below.

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

Section 125 of Brazilian IP law establishes that reputed marks are protected in all classes
of products and services. Thus, the protection encompasses even dissimilar goods and
services, not produced or provided by the owner of the reputed trademark.

As a member of the Paris Convention and TRIPS(whose rules can be directly invoked by
nationals or foreigners in Brazil), Brazil protects well-known trademarks, even for dissimilar
goods and services, whenever there is a risk of association (section 16.3 of TRIPS).

Section 130 of Brazilian IP Law also enables the owner to protect the material integrity and
reputation of his trademark, which can be applied whenever the trademark is used for a
dissimilar but offensive good or service (for instance, the trademark of a fragrance used to
identify a non-competitor’s insecticide).

As well as stating the laws of their respective countries, the Groups are also invited, in re-
spect of each of the questions above, to:

make any proposals for harmonisation; and
offer any observations of interest on the topic above.

We have so far not worked out any concrete proposal for harmonisation. However, we take the
view that it is desirable to have international rules on links, metatags and frames.
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Bulgaria
Bulgarie
Bulgarien

Report Q168

in the name of the Bulgarian Group

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

According to the Bulgarian Law on Marks and Geographic Indications effective December
15, 1999 there is no requirement making the filing of trade mark application conditional on
the use - real or intended of the mark applied for registration.

The acquiring of a mark by its use only (without registration) is not possible now. The old
Law on Trade Marks and Industrial Designs (not valid any more) incorporated the institute
of "prior use". This possibility was denied by the new trade mark legislation that strictly con-
forms to the principle "first to file".

The validity of the trade mark registration is conditional on its use. However the Bulgarian
Patent Office does not require submitting proof of use in order to renew the registration.
The mark is vulnerable to attack by an interested third party on grounds of non-use during a
period of 5 years after the registration date of the trade mark (i.e. the date the mark was en-
tered into the Trademark Register.

There is no explicit requirement to prove use of the mark in order to be able to act against
an alleged infringer. However the alleged infringer can defend himself by filing an invalida-
tion action on grounds of non-use (provided the 5-year lawful term has expired).

The Law on Marks and Geographic Indications gives a legal definition of "use in the trade"
which is the main feature of the use "as a mark" - such use is: putting the sign on the goods
or on their packing; offering the goods bearing the mark for sale or putting these goods on
the market or their storage to these purposes as well as offering or rending services bearing
the mark; the export and import of goods bearing the mark; using the mark in trade papers
and in advertisements. The law is still new and there is no extensive court practice yet that
could interpret and precise further the provisions.

The term "use as a mark" is not used as such by the Law. The legal term is "use in the
trade" (or in the course of business activities). Along with the defined "use", an infringement
of the mark is also: "affixing of the mark to a material to be used for labeling or packing, for
business papers or for advertising of goods or services", as well as "manufacture of means
specially intended for pr adapted to reproduction of the mark, or possessing or storage of
such means".

The Law on Marks and Geographic Indications does not mention the use on the Internet, as
a metatag, in linking or framing; use by fan clubs or supporters; parody or comparative ad-
vertising as being use "as a mark" or valid use at all. The comparative advertising in par-
ticular cases is forbidden as unfair competition according to the Law on Protection of the
Competition.

The unconventional uses of a mark are not mentioned at all by the trademark legislation.
Any unauthorized use, which could be considered use under the Law on Marks and Geo-
graphic Indications is an infringement. If the unauthorized use is an act of unfair competition
it could be objected as such.
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The marks of renown are protected by the law not only for the identical goods and services
but also in relation to goods or services which are not identical with or similar to those for
which the mark is registered in the territory of Bulgaria and for which it is a mark of renown,
where the use without due cause of the mark takes unfair advantage of, or is detrimental to
the distinctive character or renown of the mark.
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Canada
Canada
Kanada

Report Q 168

in the name of the Canadian Group
by John BOCHNOVIC

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Introduction

Canadian trade-mark law is governed by a Federal statue, the Trade-marks Act, and Regulations
made thereunder. The essential structure of the Trade-marks Act as it is exists today dates from
the early 1950s, and generally speaking, the statute has worked very well in providing broad and
fluid protection for the developments of the last 50 years. In some respects it is a tribute to the
foresight of those government officials and practitioners who collaboratively prepared the statutory
law. Canada’s law is deeply rooted in the principle of use of a trade-mark being required to support
valid and enforceable trade-mark rights. Moreover, the use must be a commercial use in trade. It is
evident that a long established requirement of this kind may have difficulty in adapting to the vari-
ous kinds of activities which are now commonplace in the age of the Internet.

Questions:

1.
1.1

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law)

In order to acquire both a mark and the registration for a mark, use is required under Cana-
dian law. Under Section 2 of the Trade-marks Act, a "trade-mark" is defined as being a
mark that is

"used by a person for the purpose of distinguishing or so as to distinguish
wares or services manufactured, sold, leased, hired or performed by him
from those manufactured, sold, leased, hired or performed by others..."

Accordingly, one will not acquire a right in a mark unless that mark is being used in the
manner prescribed in the definition.

Moreover, use in respect of goods and services is specifically defined under Section 4 of
the Trade-marks Act in the following manner:

4(1) A trade-mark is deemed to be used in association with wares if, at the
time of the transfer of the property in or possession of the wares, in the nor-
mal course of trade, it is marked on the wares themselves or on the pack-
ages in which they are distributed or it is in any other manner so associated
with the wares that notice of the association is then given to the person to
whom the property or possession is transferred.

4(2) A trade-mark is deemed to be used in association with services if it is
used or displayed in the performance or advertising of those services.

4(3) A trade-mark that is marked in Canada on wares or on the packages in

which they are contained is, when the wares are exported from Canada,
deemed to be used in Canada in association with those wares.
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Thus, not only must the mark be used in order for rights in a trade-mark to arise, but the
use must be according to the definition, and this requires in essence, activity in the normal
course of trade which is associated with the sale or performance of the goods or services,
as the case may be.

In order to obtain a registration in Canada, and although Canadian application may be
based on intention to use in Canada, an applicant will have to demonstrate that it is has
used the mark in either Canada or another country, before a Canadian registration will is-
sue. If an applicant files on the basis of intention to use in Canada, the registration will not
issue until the applicant provides a declaration confirming use in Canada. If the applicant
relies on a foreign registration, the applicant must also include reference to use in a foreign
country. The applicant does not need to prove that use, but the registration if obtained on
this basis, will be open to challenge, and could be lost if the applicant does not commence
use in Canada within three years of the Canadian registration.

Maintaining of a trade mark registration (e.qg. against an application for cancellation on
grounds of non-use)

Use in accordance with the definitions set forth above must be shown in order to maintain a
trade-mark registration if it is challenged, either in a court proceeding or in administrative
proceedings before the Trade-marks Office (under Section 45 of the Trade-marks Act).

Establishing infringement

Strictly speaking, it could be said that there is no strict requirement for using a mark in order
that the mark could then be asserted against a third party alleged to be infringing the mark.
In particular, if the mark is registered, it is possible that the registration could be success-
fully enforced even if the mark were not at that point in time in use in Canada by the owner
or a licensee. Generally speaking however, enforcement of a trade-mark whether regis-
tered or not would as a practical matter require that the mark be in use in Canada. Certainly
if the mark is not registered, an action at common law based on the trade-mark would nor-
mally need to rely on use of the mark and the reputation or goodwill attaching to it as a re-
sult of that use.

With respect to the activity of an alleged infringer, generally speaking, the infringer will need
to be performing acts which would constitute a use of a mark as a mark in order for in-
fringement to be established. This would normally require that the activity of the alleged in-
fringer with respect to the allegedly infringing mark, be a kind of activity in the trade, which
would normally be required to constitute "use". It can be seen that this will tend to limit the
ability of a trade-mark owner to successfully enforce its trade-mark registration rights
against activity which falls short of being trade-mark "use".

While there is no developed and identifiable "dilution" principle in Canadian trade-mark law,
the owner of a registered trade-mark does have the right under Section 22 of the Trade-
marks Act to prevent depreciation of the goodwill in its registered trade-mark by another
person. This however, does require that the other person "use" the trade-mark and once
again, the ability to rely on this provision has been circumscribed, depending upon the par-
ticular nature of the activity.

Finally the Trade-marks Act does provide under Section 7 for remedies against activities of
another person which may fall short of being actual "use" of a trade-mark, but which are
nonetheless objectionable. Such activities include passing-off and the use of false or mis-
leading statements and descriptions.

Is there any definition of what is use "as a mark" either in statute or case law?

"Use" of a mark is defined by Section 4 of the Trade-marks Act. In addition, case law over
the years has addressed different kinds of activities and factual situations.
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4.2

4.3

4.4

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

There is in essence no difference in the assessment of use "as a mark" as amongst the ac-
quisition, maintenance and infringement of rights. This results from the well-established
definition and requirement in the Trade-marks Act, as noted above (Sections 2 and 4 of the
Trade-marks Act). Basically, all activity is evaluated against the definitional requirements.

As noted above, where infringement is concerned, activity which does not constitute use in
accordance with the definitions may nonetheless be objectionable, even if it is not neces-
sarily trade-mark infringement.

Is any of the following considered to be use "as a mark"
Use on the Internet, as a metatag, in linking or framing

In order for the use of a mark on the Internet as a metatag to constitute use for the
purposes of acquiring or maintaining trade-mark rights in Canada, the use of it as a
metatag would itself have to meet the definitional requirements of Section 4. In effect, it
would in all likelihood have to be part of a commercial transaction relating to a sale (or
leasing) of goods or, with respect to services, an offering or advertising of the services or a
performance of the services. Thus, such use as a metatag could constitute use "as a mark"
under Canadian requirements and be sufficient to support the acquisition and maintenance
of trade-mark rights. However, it is important to note that this is unlikely to be supportable
unless the use on the Internet is related directly to that activity which is required under
Section 4 of the Trade-marks Act.

With respect to infringement, use of a mark as metatag, in order to constitute an infringing
use, would need to be associated with activity which corresponds to the definitional
requirements of Section 4 for use of a trade-mark. In a recent decision of a very high-level
appellant court in Canada (the Court of Appeal for Ontario in Pro-C Ltd. v. Computer City,
Inc. 55 O.R. (3d) 577), the Court confirmed that adherence to the traditional requirements
of use set forth by Section 4 of the Trade-marks Act must be established in order to
successfully object to a use of a mark on a web site where no sales are actually being
made directly to Canada or in Canada.

Use by fan clubs or supporters

As explained with respect to Item 4.1, use by fan clubs or supporters, with respect to any
acquisition, maintenance and infringement of marks, will be evaluated on the basis of the
use requirement of Section 4 of the Trade-marks Act. Depending upon the specific activity,
it is possible that this activity could constitute use of a mark as a mark under Section 4, but
in general, it is not likely to constitute use, except in those situations where commercial sale
of the product is taking place or advertising and/or performance of services is taking place.

Parody

In comparison to the activity under Items 4.1 and 4.2 above, it seems far less likely that ac-
tivity which constitutes a parody could meet the definitional requirements under Section 4 of
the Trade-marks Act, whether for acquisition, maintenance or infringement of marks. While
the factual background of such cases must be carefully considered, there is case law in
Canada and in one case it has been held that a trade union’s parody of a well-known de-
sign trade-mark (the Michelin Tire Man logo or "Bibendum”) did not constitute a use of the
mark as a trade-mark.

Comparative advertising

It is possible that comparative advertising could constitute use of a mark as a mark in order
to both support acquisition and maintenance of a trade-mark and in order to constitute in-
fringing use of a trade-mark. This would very much depend on the factual background and
the context in which the advertising appears, and as indicated above, would require refer-
ence back to the requirements of Section 4 of the Trade-marks Act. Much of the case law
relating to comparative advertising has arisen from interlocutory injunction applications, and
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there is very little case law resulting from considered trial decisions and from which instruc-
tive principles can be drawn. An analysis of comparative advertising would depend very
much upon the extent to which (if any) the products and services were competitive, and the
extent to which the information and respective trade-marks are clearly and fairly repre-
sented so as to properly inform the consumer of the different ownership of the respective
marks.

In general, it would not seem that most comparative advertising would constitute the kind of
activity required under Section 4 of the Trade-marks Act for use as a mark to support ac-
quisition and maintenance of a trade-mark and registration therefor, or to constitute activity
which is use as a mark so as to be an infringement.

5. If, under the Group’s national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g. unfair competition or trade practice laws).

As noted above, it may be possible to object to any of the activity outlined in Items 4.1 to
4.4 on the basis of Section 7 of the Trade-marks Act or the common law action of passing-
off (which is available also in the Province of Quebec, whose laws are largely governed by
a Civil Code). The law of unfair competition in Canada is not well developed and unlike
some countries, is not codified.

It is also important to recall that such remedies may support an application for an interlocu-
tory injunction, where the focus is on the irreparable damage which may result to the trade-
mark owner, rather than the legal right and its violation. As a result, there are factual situa-
tions in which an interlocutory injunction might be obtained on the basis of Section 7 or Sec-
tion 22 of the Trade-marks Act or on the basis of a common law passing-off action.

6. If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

It has been well recognized in Canadian trade-mark law and in the Trade-marks Act for
many decades that use of a mark on dissimilar goods or services is protected and more-
over, the mark does not necessarily need to be well known, etc. However, the extent to
which the mark is known and has been used is an important factor in extending the protec-
tion of the mark to dissimilar goods and services.

As well as stating the laws of their respective countries, the Groups are also invited, in re-
spect of each of the questions above, to:

- make any proposals for harmonisation; and
- offer any observations of interest on the topic above.

No further comment.

Summary

Canadian trade-mark law is deeply rooted in the requirement for use of the mark. The definition of
use of a mark is set forth in the Trade-marks Act (Section 4) and requires transfer of the property in
or possession of goods in the normal course of trade, with the mark appearing on the goods or on
packaging for the goods or in some other manner which associates it with the goods. Trade-mark
use for services requires that the mark be used or displayed in the performance or advertising of
the services. Canadian law requires that a mark be used as a mark in order to acquire rights to the
mark, to maintain the registration of the mark, and to establish infringement. The assessment of
this use as a mark does not in essence differ as amongst acquisition, maintenance and infringe-
ment of the right. Canadian trade-mark law has historically extended protection of trade-mark rights
beyond the specific goods or services in the registration where this is appropriate, and in this re-
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spect has historically offered a greater degree of protection for well-known or famous trade-marks.
The relatively limited jurisprudence to date appears to be adopting a rather conservative and tradi-
tional approach to trade-mark use, based on the statutory requirements and the need for commer-
cial activity with respect to goods or services required to establish that there has been use of a
trade-mark.

Résumé

La loi sur les marques de commerce du Canada est profondément ancrée dans l'exigence relative a
l'utilisation de la marque. L'utilisation de la marque de commerce est définie dans la Loi sur les
marques de commerce (article 4). Une marque de commerce est réputée employée en liaison avec
des marchandises si, lors du transfert de la propriété ou de la possession de ces marchandises, dans
la pratique normale du commerce, elle est apposée sur les marchandises mémes ou sur les colis
dans lesquels ces marchandises sont distribuées, ou si elle est, de toute autre maniére, liée aux
marchandises. Une marque de commerce est réputée employée en liaison avec des services si elle
ist employée ou montrée dans l'exécution ou I'annonce de ces services. La loi canadienne exige
qu'une marque soit utilisée comme une marque afin d'acquérir des droits a I'égard de la marque, de
maintenir I'enregistrement de la marque et d'établir une violation a son égard. L'évaluation de I'emploi
d'une marque ne différe pas essentiellement qu'il s'agisse d'acquisition, de maintien et de la violation
du droit. La Loi sur les marques de commerce du Canada a, par le passé, étendu la protection des
droits relatifs aux marques de commerce au-dela des marchandises ou des services spécifiques dans
l'enregistrement, le cas échéant, et, a cet égard, a historiquement offert un degré supérieur de
protection aux marques de commerce bien connues ou célébres. La jurisprudence relativement
limitée jusqu'a présent semble adopter une approche plutdt prudente et traditionnelle a I'endroit de
l'utilisation des marques de commerce, sur la base des exigences réglementaires et de la nécessité
de l'activité commerciale en ce qui concerne les marchandises ou les services requis pour établir qu'il
y a emploi d'une marque de commerce.

Zusammenfassung

Markenrecht in Kanada ist tief in der Voraussetzung fur die Benutzung einer Marke verwurzelt. Der
Begriff von Markenbenutzung ist ausfihrlich in dem kanadischen Markengesetz (Artikel 4) dargelegt
und erfordert, dass - wahrend der Ubergabe von dem Eigentum oder dem Besitz dieser Waren im
ublichen Handelsverkehr - die Marke auf den Waren selbst oder auf deren Packung erscheint oder in
irgendeiner anderen Weise auf eine Verbindung mit der Marke hinweist. Die Benutzung einer
Dienstmarke erfordert, dass die Marke bei der Leistung oder bei der Werbung dieser Dienste benutzt
oder gezeigt wird. Kanadisches Recht fordert, dass eine Marke wie eine Marke benutzt wird, um
Rechte an dieser Marke zu erwerben, die Eintragung der Marke aufrechtzuerhalten und um die
Rechtsverletzung zu beweisen. Die Beurteilung Uber die Benutzung einer Marke unterscheidet sich im
wesentlichen nicht von der Erwerbung, Aufrechterhaltung und Verletzung eines Rechtes. In der
Vergangenheit hat das kanadische Markenrecht den Schutz Uber die spezifischen Waren und
Dienstleistungen in der Eintragung hinaus erweitert, wo dies angemessen erschien, und demgemass
bekannten oder berthmten Marken einen breiteren Schutzumfang geboten. Die bisherige relativ
begrenzte Jurisprudenz scheint eher eine konservative und traditionelle Auffassung uber die
Benutzung einer Marke zu haben, die auf gesetzlich vorgeschriebenen Bedingungen und dem Bedarf
an Handelsaktivitdten bezuglich Waren oder Dienstleistungen beruht, die zum Nachweis der
Benutzung einer Marke erforderlich sind.
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Chile
Chile
Chile

Report Q168

in the name of the Chilean Group
by Andrés ECHEVERRIA

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark"?

In Chile there are no requirements of use of trademarks to have the right to apply or obtain
its registration or renewal, nor to maintain a trademark in force.

In certain cases, however, there are rights that may be acquired by using the trademark "as
a trademark".

Consequently, it is possible to successfully base an opposition and a cancellation action
against a registered trademark, based in the circumstance that a certain mark that is being
applied or is registered lacks the requirements of novelty or leads to error or deceit, due to
its similarity with another unregistered mark that has been previously used in the market.

We are unaware of cases in which jurisprudence may have established that a certain use of
a sign was not effected “as a trademark”. It could exist in the case of conflicts between la-
beling elements and trademarks.

Under the former Chilean legislation, that required use of trademarks for the prescription of
the cancellation action of a registration, the last jurisprudence that existed in respect of this
issue which must be understood as subsisting for the effects of the interpretation of the
concept “use as a trademark” within our juridical arraignment, required use in industry or
commerce to be effective, continuous, in good faith and with the purpose of ownership.

In cases of penal infringements the situation is different, since the Law penalizes as
infringement the simple use of a trademark that is identical or similar to a registered mark;
deceit through the use of a registered trademark; advertising that uses or imitates a
registered sign and the use of packages or containers with a registered mark that belongs
to another party, even if said use is not customary by the infringer.

Use of a mark in the Internet, may only be considered use as trademark for administrative
and civil purposes when directly leading to the advertising of the product or service it covers
and in the supposition that it exists or will be introduced really and effectively in the immedi-
ate future in national commerce. The same occurs in the case of comparative advertising.

From the viewpoint of infringements, use in the Internet may be considered as infringement
when it has commercial purposes and tends to promote, within the national territory, a
product or service covered by a trademark registered in Chile.

Protection granted in Chile to trademarks that are “well known”, “famous”, “notorious” or
“with reputation” is that the law prevents the registration of said marks in the name of third
parties who are not their legitimate owners, but their legitimate owners must register them
in Chile as a previous condition in order to prevent third parties’ use of the marks in com-
merce.
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Traduction francgaise

Y a-t-il une nécessité d'utiliser la marque "en tant que marque"?

Au Chili il n’y a pas de conditions pour 'usage des marques, pour avoir droit & demander
ou obtenir son enregistrement ou renouvellement, ni pour garder la vigueur d’'une marque.

Par contre, dans certains cas, il y a des droits qui peuvent s’acquérir par 'usage d’'une
marque "comme marque".

En conséquence, il est possible de fonder avec succés une opposition et méme une de-
mande de nullité pour une marque déposée, se basant sur le fait qu'une marque détermi-
née qui est en train d’étre demandée ou qui se trouve déposée, manque des conditions de
nouveauté ou elle est inductive a erreur ou tromperie, de par sa similitude avec un autre si-
gne préalablement utilisé sur le marché, qui n’a pas été enregistré.

On ne connait pas de cas pour lesquels la jurisprudence se soit prononcée dans le sens
que l'usage déterminé d’un signe ne soit pas "comme marque". Il pourrait exister le cas de
conflit entre éléments de composition d’'un texte et marques.

Sous I'ancienne législation chilienne, qui exigeait 'usage des marques pour que l'action de
nullité d’un registre soit prescrite, la jurisprudence finale qui a existé sur ce point et qui doit
s’entendre subsistante pour les effets de linterprétation du concept usage comme marque
dans le cadre de notre ordonnance juridique, demandait un usage effectif, continuel, de
bonne foi et avec I'esprit de maitre dans I'industrie ou le commerce.

Dans le cas d’une infraction pénale la situation est différente, puisque la Loi puni comme in-
fraction le simple usage d’'une marque pareille ou semblable a une autre déja déposée; la
publicité qui utilise ou imite un signe déja déposé et I'utilisation de récipients ou emballages
avec une marque déposée d’autrui, méme s’il n’existe pas une habitude dans l'usage de la
part du transgresseur.

L’'usage d’un signe dans Internet pourra seulement étre considéré usage comme marque
pour les objets administratifs et civils quant il sera dirigé directement a la publicité du pro-
duit ou service qu’il protége et en supposant que celui-ci existe ou qu’il aille étre introduit
réelle et effectivement dans un futur immédiat dans le commerce national. Il arrive de
méme dans le cas de la publicité comparative.

Du point de vue des infractions, il peut étre considéré comme infracteur dans l'usage en In-
ternet, quand il aura une fonction commerciale et avec une tendance a promouvoir, dans le
territoire national, un produit ou service protégé par une marque déposée au Chili.

La protection qui est offerte au Chili aux marques "bien connues", "renommeées", "notoi-
res" ou "avec réputation" consiste a empécher que ces marques soient déposées au nom
de tiers qui ne soient pas ses légitimes titulaires ; mais ces légitimes titulaires doivent les
déposer dans le pays comme condition préalable pour pouvoir empécher que de tierces
personnes les utilisent de fagon commerciale.

Deutsche Ubersetzung

Gibt es ein Erfordernis, das die Benutzung einer Marke "als Marke" verlangt?

In Chile gibt es keine Markengebrauchserfordernisse, um das Recht einer Eintragung oder
einer Erneuerung einer Marke zu erbitten oder zu erhalten und man kann damit auch nicht
auf ihrer Gultigkeit bestehen.
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Immerhin kann man gegebenenfalls Rechte erwerben, um eine Marke “als Marke” zu
benutzen.

So ist es denn maoglich, erfolgreiche Widerspriche zu begrinden und auch die Ungultigkeit
einer Schutzmarke zu verlangen, falls eine gewisse Marke die angemeldet wird oder
eingetragen ist den Neuigkeitserfordernissen nicht entspricht oder weil sie wegen
Ahnlichkeit oder anderen vorher am Markt bestehenden aber nicht frilher eingetragenen
Zeichen zu Irrtum oder Betrug fuhrt.

Wir selbst kennen keinen Fall in welchem die Rechtsprechung ausgesagt hatte, dass ein
gegebener Gebrauch eines Zeichens nicht “wie Marke” sei. Es mdégen wohl solche Konflikte
etwa zwischen Etiketten und Markelementen vorhanden sein.

Nach vorjahriger Chilenischer Gesetzgebung, welche den Gebrauch der Marke verlangte
um erlédschende Verjahrung einer Eintragung ungiltig zu erklaren, und der letztmalige
Rechtspruch in dieser Hinsicht, welchen man noch als gultig ansehen muisste und welcher
in Auslegung des Gebrauchskonzeptes als Marke binnen unserer Gesetzordnung
entspricht, verlangte einen tatsachlichen Gebrauch welcher stetig, glaublich und im Geist
des Besitzers der Industrie vollstreckt wurde.

Im Fall einer strafbestimmten Verletzung ist die Situation eine andere, da das Gesetz die
einfache Benutzung einer gleichen oder ahnlichen schon eingetragenen Marke bestraft;
sowie die Veruntreuung bei Gebrauch einer eingetragenen Marke; so wie die
Bekanntmachung durch ein eingetragenes Zeichen oder die Gefasse oder Packung mit
fremder eingetragener Marke, ware auch deren Gebrauch nicht gewdéhnlich.

Der Gebrauch eines Internet Zeichens, wird nur als Markenzeichengebrauch angesehen im
Fall von Verwaltungs- und Zivil-Gegenstanden, wenn das Zeichen genau auf die
Bekanntmachung eines Produktes oder Service (Dienstleistung) die es schitzt hinweist und
dieses schon existiert oder in kurz zukUnftlicher Zeit wirklich im inldndischen Handel
eingefuhrt wird. Dasselbe gilt im Fall vergleichartiger Bekanntmachung.

In Hinsicht auf Verletzungen wird jemand als Internetlbertreter angesehen wenn er auf
einer Handelstelle arbeitet und im Inland ein eingetragenes Produkt oder Service férdern
will.

Den Schutz welchen Chile den “gut bekannten”, “berihmten”, “6ffentlich bejahten” oder
“‘beachteten” Marken anbieten kann besteht darin dass das Gesetz verbietet jene Marken,
auf Nahmen dritter Personen einzutragen; aber jene rechtméassigen Inhaber missen die
Marken im Land im Voraus eingetragen haben, um zu verhindern, dass Dritte sie
kommerziell benttzen.
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Czech Republic
République Tchéque
Tschechische Republik

Report Q168

in the name of the Czech Group

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

A ground for cancellation of a trade mark is its non-use for at least five years prior to the initiation
of the cancellation proceeding and its proprietor failed to present cogent reasons for its non-use.
Its use in the last three months prior to the filing a request for cancellation is considered as
insufficient. Use of a trade mark by a third party based on an agreement is considered to be a

proper use. It is also considered to be a proper use if the trade mark is used in a form not
substantially different from the registered form.
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1.2

1.3

Denmark
Danemark
Danemark

Report Q168

in the name of the Danish Group
by Claus HYLLINGE and Nicolai LINDGREEN

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law);
Yes.

Maintaining of a trade mark registration (e.qg. against an application for cancellation on
grounds of non-use); or

Yes.

Establishing infringement
Yes.

Is there any definition of what is use "as a mark" either in statute or case law?
There is no statutory definition of use "as a mark" in Danish trademark law.

However, Section 3 of the Danish Trademarks Act provides that a trademark right may be
acquired through "commercial use" of the mark. Section 4(3) further provides that "com-
mercial use" includes, but is not limited to, affixing the mark to goods or their packaging, of-
fering goods or services for sale using the mark, marketing or storing them with the purpose
of offering them for sale, importing or exporting goods using the mark, or using the mark on
business papers or in advertising.

The Trademarks Act does not contain specific definitions of the nature of trademark use re-
quired for acquisition, maintenance and infringement of rights. However, in respect of main-
tenance, it is emphasized in Section 25 that the mark must have been "genuinely" used in
order to be upheld under the user requirement.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

As stated above, the Trademarks Act does not distinguish specifically between the nature
of use required in respect of acquisition, maintenance and infringement.

In case law, it has been established that as regards acquisition, it is a condition that use of
the mark has taken place externally, ie outside the proprietor's own business or organisa-
tion. There is no specific requirement as to the extent and duration of the use. The nature of
use establishing infringement corresponds with the requirement for use necessary for es-
tablishing a trademark right.

Regarding maintenance, a recent decision concerning the trademark HOME (UfR

2001.2094 SH) indicates that the courts are inclined to uphold a broader specification of
goods than that for which use has, strictly speaking, been proven, at least in respect of well-
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known marks. As the user requirement is new in Danish law, it is too early to say whether a
real difference will occur.

4. Is any of the following considered to be use "as a mark"
4.1 Use on the internet, as a metatag, in linking or framing

Use of a trademark on the internet as a metatag, in linking and in framing is considered
trademark use under Danish trademark law, at least in relation to infringement. In general,
use on the internet can establish trademark rights and can be relied upon in cancellation
matters, provided that goods have been available on the Danish market.

4.2 Use by fan clubs or supporters

The use by fan clubs or supporters of a mark as the name of the fan club or supporter
group will not normally amount to use as a mark. However, depending on the circum-
stances such use may be a violation of other rules, including the Marketing Practices Act.

4.3  Parody

Trademark parody which takes place in connection with the marketing of goods or services,
is trademark use under Danish trademark law.

4.4 Comparative advertising

If necessary, please differentiate between acquisition, maintenance and infringement of
marks.

In relation to infringement, comparative advertising using the trademarks of a competitor is
trademark use under Danish law, but may be lawful under the rules regulating this form of
marketing (Section 2a of the Marketing Practices Act). Use of a mark in comparative adver-
tising cannot, however, form the basis of acquisition or maintenance of trademark rights.

5. If, under the Group's national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g. unfair competition or trade practice laws).

Not applicable.

6. If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

Not applicable.

Summary

There is no statutory definition of use "as a mark" in Danish trademark law, and case law has not
provided a clear definition. Under Danish law, trademark use necessary for acquiring, maintaining
or infringing a trademark right is normally not confined to use on goods or their packaging, and
untraditional uses, including use on the internet may amount to use as a mark sufficient to acquire,
maintain or infringe a trademark right.

Résumé

Il n'y a aucune définition leégale de l'usage "en tant que marque" selon la loi sur les marques de
fabrique et de commerce, et aucune définition univoque n'est développée dans la jurisprudence.

Selon la loi Danoise, l'usage da la marque, I'établissement de la marque et la contrefacon de la

marque ne sont pas généralement limités a l'usage de la marque sur la marchandise ou de I'em-
ballage de celle-ci. L'usage non conventionnel, I'usage sur l'Internet inclus, sera suffisant pour éta-
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blir, former la base de et I'usage de la marque, d'établissement de la marque, d'entrainer une
contrefagon de la marque.

Zusammenfassung

Es gibt keine gesetzmafRige Definition von der Benutzung "als Marke" im danischen
Warenzeichengesetz, und durch Rechtssprechung ist keine eindeutige Definition entwickelt
worden.

Nach danischem Gesetz ist die Warenzeichenbenutzung, Warenzeichenstiftung und
Warenzeichenverletzung in der Regel auf die Benutzung der Marke auf der Ware oder deren
Verpackung nicht beschrankt. Unkonventionelle Benutzungsformen, einschlielich der Benutzung
im Internet, kdnnten als Benutzung "als Marke" genligend fur die Stiftung, Aufrechterhaltung und
Verletzung eines Warenzeichenrechtes beurteilt werden.
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Egypt
Egypte
Agypten

Report Q168

in the name of the Egyptian Group by
Hamdy GABER, Nadia HAROUN, Magda SAAD

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Introduction

In accordance with the provisions of the Egyptian Trade Mark Act 57/1939 article 3:-

“The person registering a trade mark is presumed to be the sole owner of
such trade mark. A person having registered a trade mark who has made
uninterrupted use of such mark for a period of five years from the date of its
registration shall, in the absence of any admitted claim, be considered the
exclusive proprietor of such a mark”

From such provision we realize the importance of use of a trademark. However such use of a mark
can be sustained by registration, while the registration per se of a mark does not establish or con-
firm use.

The answers to Question Q168 will be based on the above provisions:

1.
1.1

1.2

1.3

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark if rights may be acquired by use according to national law)

According to the presently applied Egyptian Law, acquiring a mark is achieved by registra-
tion and use of such trademark (article 3). Prior use, in case of litigation, is taken into con-
sideration to prove the right in the mark.

Maintaining of a trademark registration (e.g. against an application for cancellation on
grounds of non-use)

Though proof of use is not a prerequisite for the renewal procedure yet maintaining a
trademark registration requires the use of such mark. In accordance with the provisions of
the law, if such trademark registration is not in use for 5 consecutive years, the court may
order the removal thereof from the register on application of any party interested, in accor-
dance with Article 22 of the said Egyptian act Trademark stipulating:

“The court may order the removal of a mark from the register on application
of any party interested, on proof that no use has been made of the mark dur-
ing five consecutive years, unless failure to use the marks can be justified by
the proprietor”.

Establishing infringement

For establishing infringement, both registration and use of a mark are required, in order to
have sound grounds for initiating an infringement action against a third party.

Is there any definition of what is use "as a mark" either in statute or case law?

The National law does not have a specific definition for use “as a mark®, it applies what is
mentioned in this respect in the Paris Convention.
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4.1
4.2
4.3

4.4

However, use “as a mark® is always referred to in the traditional sense i.e. on the product
or paper work relating to the service.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

As indicated above, use as a mark is referred to in the traditional sense, therefore, there is
no difference in the assessment of use “as a mark” between the acquisition maintenance
and infringement of rights, bearing in mind that the value of the mark is taken into
consideration. Besides, all other procedures taken by the proprietor to prevent dilution of
his trademark are also related to the assessment of use “as a mark”.

Assessment of use in court, in case there is a cancellation action against a registered
trademark on the grounds of non-use requires providing proof of said use e.g. vouchers,
brochures, ads in the local newspapers, or any other official channels.

Is any of the following considered to be use "as a mark"
Use on the internet, as a metatag, in linking or framing

Use by fan clubs or supporters

Parody; and

Neither of the first 3 points constitutes a valid use for protecting a trademark against any
opposition raised by a third party. In addition, there are no court decisions issued regarding
same, and the law has not specify such cases yet.

Compatrative advertising.
It is strictly forbidden by the Egyptian law (civil or criminal).

If, under the Group’s national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trademark or other laws (e.g. unfair competition or trade practice laws).

Use of a mark according to the presently applied trademark law in Egypt is confined to tra-
ditional indications of origin or identity.

To prove unconventional uses in an infringement act, one has to refer to other laws (Civil,
Commercial, Paris Convention, TRIPS agreement as soon as applied).

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious" or "reputed” marks used on dissimilar goods
and services protected?

The well-known marks are protected under article 6 bis of the Paris Convention and the
TRIPS agreement. The Egyptian Trade Mark Act does not include a provision relating to
the protection of well-known marks. However, the draft of the new trademark law, which is
presently debated in Parliament, does include such clause in accordance with the TRIPS
agreement.

The Paris Convention, to which Egypt is a country member, only addresses the protection
of well-known marks when the recently filed mark relates to same or similar goods.

However, there are rare cases where it was decided to reject the registration of a mark filed
in respect of goods which are completely dissimilar to those covered by the well-known
mark. The said decisions are either based on the risk of association or distortion of the im-
age of the mark. The owners of the well-known mark must prove that they have a legiti-
mate right in stopping the use of the same mark in respect of dissimilar goods.
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On the other hand, according to article 5 of the aforementioned Trade Marks Act, the
marks which are likely to deceive the consumers are irregistrable, and this article is very
broad as to include the grounds for rejecting an application for the registration of a mark
which is identical to a well-known mark and filed in respect of different goods.

Conclusion

Egypt is presently revising IP laws and a new law is expected to be enacted in the near future.
Such law will comprise new provisions that are compatible with the TRIPS agreement regarding
plant varieties and utility models etc.

However, such law does not include provision relating to the electronic commerce. The Egyptian
Group expressed readiness, to the authorities, to cooperate in drafting a new electronic commerce
law.

Regarding the use "as a mark", it is suggested to bring about a harmonization of the definition of
use "as a mark" in its broader sense; in order to include use on the internet and other similar mod-
ern uses.

Summary

Registration of a mark should be followed by use. Failure to use the mark for five consecutive
years renders it vulnerable to attack in accordance with the provisions of the Egyptian Trademark
Law no. 57/1939 Use of a mark is referred to in the traditional sense i.e. as applied or fixed on the
products or the paperwork with regard to goods and/or services.

Use on the internet, by fan clubs or supporters or as parody does not constitute a valid use of a
mark.

The well-known, famous, notorious or reputed marks are protected under the provisions of the
Paris Convention.
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1.2

1.3

Finland
Finlande
Finnland

Report Q168

in the name of the Finnish Group
Marja TOMMILA (Chairman), Maria CARLSSON (Secretary), Kukka ANTILA,
Petteri HAKKANEN, Merja KOMULAINEN, Mia PAKARINEN, Jaana PELTOLA,
Jan SANDSTROM, R. Kenneth WREDE and Peter AKERLUND

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark

According to Sections 1 and 2 of the Trademark Act (10 January 1964/7, as amended), the
right to a trademark may be acquired either by registration or by establishment through use.
A trademark shall be regarded as established if it has become generally known in the rele-
vant business or consumer circles in Finland as a symbol specific to its proprietor's goods
or services. Use of a trademark “as a mark” for the purpose of acquiring trademark rights
through establishment is thus required. No use “as a mark” is required to obtain trademark
rights to distinctive marks through registration.

Trademark rights can normally be obtained for non-distinctive marks only through estab-
lishment. According to Section 13 of the Trademark Act, a right to a non-distinctive trade-
mark may be obtained by registration if it can be proved that the trademark has acquired
secondary meaning through extensive use.

Maintaining of a trade mark registration

According to Section 26 of the Trademark Act, the registration of a trademark can be re-
voked at the request of a third party if the mark has not been used during the last five years
after the registration of the mark, or if the use thereafter has been suspended during an un-
interrupted period of five years, and the proprietor is unable to give a proper reason there-
for. The use of a trademark with the proprietor’s consent, for instance by an affiliated com-
pany or licensee, is considered equal to use by the proprietor.

According to the third Subsection of Section 26 of the Trademark Act, the trademark has to
be used in connection with all the registered goods, otherwise the trademark rights will be
revoked in respect of the goods in connection with which the mark has not been used.

In Finnish case law and doctrine it has been considered that in order to maintain a trade-
mark registration, actual use “as a mark” must have taken place in the scale of the com-
mercial activity pursued by the proprietor of the trademark. Preparation for use, for instance
the printing of packaging material and preliminary marketing research, has in case law not
been considered sufficient in order to constitute actual use, where the preparations have
not been directed to the general public (Helsinki Court of Appeal, decision S91/1000 of 18
March 1992 "BOSS”).

Establishing infringement

The exclusive right to a trademark is defined in Section 4 of the Trademark Act, according
to which in the course of trade, only the proprietor of a mark (or another party with the pro-
prietor’s consent) may use an identical or confusingly similar symbol for identical or similar
goods or services, on the goods themselves or their packaging, in advertising or in com-
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mercial documents, or in any other way, including orally. The provision applies regardless
of whether the goods are offered for sale or intended to be offered for sale in Finland or
abroad, or of whether they are imported for commercial use, preservation, storage, or
transport to a third country.

Use of a trademark “as a mark” is thus required in order for the use to constitute infringe-
ment of an identical or similar mark. There is, however, no requirement that the earlier reg-
istered mark must have been used “as a mark” in order for the proprietor to be able to sub-
mit infringement claims against the use of an identical or confusingly similar mark.

Is there any definition of what is use “as a mark” either in statute or case law?

Regarding definitions in statute law, please see Sections 1.1 — 1.3 above. In addition to
those Sections it should be mentioned that use “as a mark” is defined in Section 1 of the
Trademark Act as use of a mark in the course of trade to distinguish goods or services from
those of others. Non-commercial use is thus not considered to be use “as a mark”.

The Group has not been able to find any comprehensive definitions of use “as a mark” in
case law, but only definitions of what does or does not constitute use “as a mark” under cer-
tain specific circumstances. A case-by-case interpretation of what is to be considered use
“as a mark” must therefore be made according to the individual circumstances of the case,
and the evidence of use must be weighed in an overall assessment. The cases found indi-
cate, however, what kind of evidence can be used to prove use “as a mark”. Different kinds
of evidence have been admitted by the Patent Office and the courts quite liberally. For in-
stance printed matter, affidavits of use, commercials and use on the Internet have been
admitted as evidence of use “as a mark”.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

Use “as a mark” is, according to the opinion of the Group, in principle assessed according
to the same criteria in all cases. The required intensity and quality of the use does, how-
ever, differ between acquisition, maintenance and infringement of rights.

In respect of the acquiring of trademark rights through establishment the required intensity
of use “as a mark” is the most extensive. In respect of maintenance, use “as a mark” by the
proprietor or with his consent must have taken place in relation to the normal scale of com-
mercial activity pursued by the proprietor of the trademark. In respect of infringement it is
sufficient that the goods are intended to be offered for sale.

Is any of the following considered to be use "as a mark™:
Use on the internet, as a metatag, in linking or framing
General issues

Use on the Internet alone, or combined with other kinds of use, can under certain circum-
stances be considered to be use “as a mark” for the purpose of establishment or mainte-
nance of marks.

In case of an infringement related to use on the Internet, the rules of Finnish trademark law
are applied as in any other case of infringement.

According to the Trademark Act, any commercial use of a trademark identical or confus-
ingly similar to another’s trademark for identical or similar goods or services, is prohibited.
Use as a metatag, in linking or framing is thus not excluded from the consideration of
whether there has been use “as a mark”.

Use as a metatag

The question of whether or not use as a metatag can be considered to be use “as a mark”
in Finland is unsettled.
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4.2

4.3

4.4

There is one recent decision of the Market Court (1999:015 of 1 November 1999 “VIA-
GRENE”), in which the use of metatags was considered to constitute unfair trade practice.
The defendant had used the plaintiff's registered trademark and tradename VIAGRA in
plain text on its site and as metatags and keywords leading to the site. The Market Court
gave a ruling based on the Unfair Trade Practices Act (22 December 1978/1061, as
amended), in which the Market Court i.a. prohibited the defendant from using the marks in
connection with the site.

The Group considers that the commercial use of a competitor's trademark as a metatag
may also constitute trademark infringement under certain circumstances.

Use in linking or framing

The question of whether or not linking or framing can constitute use “as a mark” in Finland
is unsettled. There is no case law on the subject.

Trademark infringement through linking and framing can be prohibited under the Unfair
Trade Practices Act if the use is misleading or takes unfair advantage of the goodwill of an-
other’s trademark. However, in most cases linking or framing may be considered informa-
tive use, which is allowed under the Unfair Trade Practices Act.

Use by fan clubs or supporters

Use by fan clubs or supporters can, together with other kinds of use (interpreted on a case-
by-case basis), be considered to be use “as a mark” for the acquiring of trademark rights
through establishment. There is no case law on the subject.

Use by fan clubs or supporters cannot constitute use “as a mark” for the maintenance of a
mark unless it is a question of an official fan club managed by the trademark proprietor. The
criterion, according to which use for the purposes of maintaining of a trademark registration
must be undertaken by the trademark proprietor or with his express consent, applies here
as well.

As commercial use is a criterion for trademark infringement, use by private fan clubs or
supporters does not usually constitute trademark infringement. If, however, the fan club ex-
pands to merchandising by e.g. printing T-shirts in order to gain profit from this activity,
such activity might constitute trademark infringement, usually provided that the trademark is
reputed or well known or that the goods and services provided are the same or similar to
those of the trademark proprietor.

Parody

Even parodying use of a trademark can, together with other kinds of use (interpreted on a
case-by-case basis), be considered to be use “as a mark” for the acquiring of trademark
rights through establishment. For the maintenance of marks the use should be undertaken
by the proprietor or with his express consent in order for it to be considered use “as a
mark”. There is no case law on the subject.

As commercial use is a criterion for trademark infringement, non-commercial parodies can-
not constitute infringement (for instance shows, cabarets etc.). Commercial use of a trade-
mark by competitors may probably be seen as use “as a mark” and prohibited as trademark
infringement provided that the goods or services are similar or that the trademark is reputed
or well known. There is, however, no case law on the subject. Parodying use can also be
prohibited as unfair trade practice under the Unfair Trade Practices Act if the use is mis-
leading or takes unfair advantage of the goodwill of another's trademark.

Comparative advertising

Comparative advertising can, together with other kinds of use (interpreted on a case-by-
case basis), be considered to be use “as a mark” for the acquiring of trademark rights
through establishment. For the maintenance of marks the use should be undertaken by the
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proprietor or with his express consent in order for it to be considered use “as a mark”. There
is no case law on the subject.

The use of another’s trademark in comparative advertising has in case law normally not
been considered infringing when the trademark has been used for identification or informa-
tion purposes. The criteria for when comparative advertising is allowed in general have re-
cently been taken into the Consumer Protection Act (20 January 1978/38, as amended).

Comparative advertising which is misleading or which takes unfair advantage of the good-
will of another’s trademark can be prohibited as unfair trade practice under the Unfair Trade
Practices Act or the Consumer Protection Act.

5. If, under the Group’s national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws

As can be read from the above, the concept of use “as a mark” has been interpreted
broadly in Finland. Unconventional use may thus fall under the Trademark Act when the in-
fringed trademark is registered or established and the trademark is used by a competitor in
the course of trade.

Unconventional use can, however, also be considered objectionable as unfair trade practice
under the Unfair Trade Practices Act, providing that the use is misleading or that it takes
unfair advantage of the goodwill of another’s trademark. According to Section 1 of the Un-
fair Trade Practices Act, a practice that is in contradiction with fair trade practice or other-
wise unfair towards other tradesmen is forbidden in trade. According to Section 2 of the Un-
fair Trade Practices Act forbidden in trade is also a) an untruthful or misleading statement
concerning one’s own or another’s trade which is likely to have an influence on the demand
or supply of a commodity or to injure the trade of another; and b) a statement that is im-
proper with regard to its contents or manner or form of presentation and which is likely to in-
jure the trade of another.

6. If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

According to Section 6, Subsection 2 of the Trademark Act, confusing similarity can be re-
ferred to regardless of the similarity of goods in favour of a trademark which is reputed in
Finland, if the use of the symbol of another without due cause would take unfair advantage
of, or be detrimental to, the distinctive character or the repute of the earlier trademark.

Summary

The Group has not been able to find any comprehensive definitions of use “as a mark” in case law,
but only definitions of what does or does not constitute use "as a mark" under certain specific
circumstances. A case-by-case interpretation of what is to be considered use “as a mark” must
therefore be made according to the individual circumstances of the case.

The Group is of the opinion that the concept of use “as a mark” has been interpreted broadly in
Finland. Different kinds of evidence has been admitted by the Patent Office and the courts quite
liberally. For instance printed matter, affidavits of use, commercials and use on the Internet has
been admitted as evidence of use “as a mark”.

Use “as a mark” is, according to the opinion of the Group, in principle assessed according to the
same criteria irrespective of whether the question is of acquisition, maintenance or infringement of
rights. The required intensity and quality of the use may, however, differ.

In respect of acquisition by establishment the required intensity of use “as a mark” is the most ex-
tensive. In respect of maintenance, use “as a mark” by the proprietor or with his consent must have
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taken place in relation to the normal scale of commercial activity pursued by the proprietor of the
trademark. In respect of infringement it is sufficient that the goods are intended to be offered for
sale.

Unconventional use may fall under the Trademark Act when the infringed trademark is registered
or established and the trademark is used by a competitor in the course of trade.

The Group has especially noted the following:

- Use on the internet alone, or combined with other kinds of use, can under certain
circumstances be considered to be use “as a mark” for the purpose of establishment or
maintenance of marks.

- In case of an infringement related to use on the Internet, the rules of Finnish trademark law
are applied as in any other case of infringement.

- The Group considers that the commercial use of a competitor's trademark as a metatag
may constitute trademark infringement under certain circumstances.

- Trademark infringement through linking and framing can be prohibited under the Unfair
Trade Practices Act if the use is misleading or takes unfair advantage of the goodwill of an-
other’s trademark. However, in most cases linking or framing may be considered informa-
tive use, which is allowed under the Unfair Trade Practices Act.

- As commercial use is a criterion for trademark infringement, use by private fan clubs or
supporters does not usually constitute trademark infringement. If, however, the fan club ex-
pands to merchandising, such activity might constitute trademark infringement.

Résumé

Le groupe n'a pas pu trouver une définition définitive de lI'usage de marque "en tant que marque"
dans la jurisprudence, mais seulement des définitions de ce que constitue ou ne constitue pas un
usage "en tant que marque" dans certaines circonstances spécifiques. Ainsi, une interprétation au
cas par cas de l'usage "en tant que marque" doit étre faite selon les circonstances particuliéres de
chaque situation.

Le groupe est d’avis que la notion de I'usage de marque "en tant que marque" a été interprétée de
facon extensive. Différents types d'évidences ont été acceptés de fagon assez ample par l'office
des brevets et les tribunaux. Par exemple, les oeuvres imprimées, les affirmations d'usage (écri-
tes), les annonces publicitaires et l'usage sur l'lnternet ont été admises comme des évidences
d'usage "en tant que marque".

Pour le groupe, 'usage "en tant que marque" est en principe décelé selon les mémes critéres sans
différence entre l'acquisition, le maintien et la contrefacon de droits. Cependant, l'intensité et la
qualité exigés pour l'usage peut varier.

En ce qui concerne l'acquisition par utilisation de la marque, Il'intensité exigée pour l'usage "en tant
que marque" est la plus ample. En ce qui concerne le maintien de l'usage "en tant que marque"
par la propriétaire ou avec son autorisation, une condition est que l'usage aie eu lieu dans le cadre
de l'activité commerciale ordinaire réalisée par la propriétaire de la marque. En ce qui concerne la
contrefagon, il est suffisant que les marchandises soient destinées a étre vendues.

La loi des marques peut étre appliquée dans des cas d'usage non-conventionnel, quand la marque
contrefaite est enregistrée ou établie et la marque est utilisée par un concurrent dans le cadre de
son activité.

Le groupe particulierement note comme il suit:

- L'usage seul sur Internet, ou combiné avec d'autres modes d'usage, peut sous certaines

conditions étre considéré comme un usage "en tant que marque" qui a pour objet établir ou
maintenir des marques.
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- En cas de contrefagon concernant l'usage sur Internet, la |égislation finnoise de marques
est appliquée de fagon identique qu’aux autres cas de contrefacon.

- Le groupe considére que I'usage commercial de la marque d'un concurrent comme un me-
tatag peut étre constitutif de contrefagon sous certaines conditions.

- La contrefagon de marque a travers les links et les frames peut étre interdite sous la Loi
des pratiques déloyales si 'usage peut tromper ou profite de fagon injuste de la clientéle
d’'une autre marque. Nonobstant, dans la plupart des cas, les links et les frames sont
considérés comme d’usage purement informatif, ce qui est permis sous la Loi des pratiques
déloyales.

- Etant donné que I'usage commercial est une des conditions pour qu'il existe contrefacon,
'usage par des clubs privés de fans ou des supporters ne constitue pas un acte de contre-
facon de marque. Ceci dit, si le club de fans entreprend une activités commerciale comme
le merchandising, cette activité peut étre constitutive d’'un acte de contrefacon.

Zusammenfassung

Die Gruppe konnte flr die Rechtspraxis keine umfassenden Definitionen fir eine ,waren-
zeichenartige” Benutzung finden, sondern nur definieren, was unter gewissen spezifischen
Umstanden eine ,warenzeichenartige® Benutzung darstellt und was nicht. Daher muss in jedem
Einzelfall gesondert beurteilt werden, was unter den bestimmten Umstanden des betreffenden
Falles als ,warenzeichenartige“ Benutzung anzusehen ist.

Nach Auffassung der Gruppe wird der Begriff der ,warenzeichenartigen“ Benutzung in Finnland
breit interpretiert. Das finnische Patentamt und die finnischen Gerichte stehen verschiedenen
diesbezlglichen Nachweisen recht liberal gegenlber. So sind als Nachweise fir eine ,waren
zeichenartige® Benutzung z.B. Drucksachen, eidesstattliche Erklarungen von stattgefunden
Benutzungen, Werbungen sowie eine Benutzung im Internet anerkannt worden.

Eine ,warenzeichenartige“ Benutzung wird nach Ansicht der Gruppe im Prinzip nach denselben
Kriterien beurteilt, handelt es sich denn um Einburgerung, Aufrechterhaltung oder Verletzung von
Rechten. Die Intensitat und Qualitat der Benutzung kann jedoch unterschiedlich sein.

Fir die durch Einblirgerung erzielten Rechte wird die umfassendste Intensitdt einer
,warenzeichenartigen® Benutzung gefordert. Fur die Aufrechterhaltung einer registrierten Marke
muss eine ,warenzeichenartige” Benutzung durch den Inhaber, oder mit seiner Zustimmung im
Verhaltnis zum normalen Umfang der kommerziellen Aktivitat des Inhabers des Warenzeichens
stattgefunden haben. Fur Verletzungen gentigt die Absicht, die Waren fur den Verkauf anzubieten.

Eine unkonventionelle Benutzung kann unter dem Warenzeichengesetzt fallen, wenn das verletzte
Warenzeichen registriert worden ist oder sich eingebirgert hat und das Warenzeichen von einem
Konkurrenten gewerblich benutzt worden ist.

Die Gruppe hat insbesondere folgendes festgestellt:

- Eine Benutzung im Internet allein, oder zusammen mit Benutzungen anderer Art, kann
unter gewissen Umstanden als eine ,warenzeichenartige” Benutzung zum Zweck einer
Einburgerung oder Aufrechterhaltung des Schutzrechts angesehen werden.

- Im Fall einer infolge einer Benutzung im Internet erfolgten Verletzung werden die
Bestimmungen der finnischen Warenzeichengesetzgebung in der gleichen Weise wie in
jedem anderen Verletzungsfall angewandt.

- Die Gruppe ist der Ansicht, dass die kommerzielle Benutzung eines Warenzeichens eines
Konkurrenten in Form eines Metatags unter gewissen Umstanden eine
Warenzeichenverletzung darstellen kann.

- Eine in Form von linking und framing im Internet erfolgte Verletzung kann nach dem Gesetz
Uber unlauteres Verhalten im Gewerbe verboten werden, falls die Benutzung irrefihrend ist
oder einen unlauteren Missbrauch des Geschéaftswertes eines Warenzeichens eines
anderen darstellt. In den meisten Fallen werden linking und framing jedoch als eine
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informative Benutzung angesehen, die nach dem Gesetzt Uber unlauteres Verhalten im
Gewerbe zugelassen ist.

Wahrend eine kommerzielle Benutzung ein Kriterium fur die Verletzung eines
Warenzeichens darstellt, wird eine Benutzung durch private Funklubs oder private
Anhanger in der Regel nicht als eine Warenzeichenverletzung angesehen. Falls der
Funklub jedoch seine Tatigkeit auf Handel erweitert, kdnnte eine solche Aktivitat eine
Warenzeichenverletzung darstellen.
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France
France
Frankreich

Rapport Q168

au nom du Groupe francgais
par Grégoire TRIET, Président. Michel ABELLO, Yves BIZOLLON, Delphine Brunet STOCLET,
Charles DE HAAS, Eléonore GASPAR, Stéphane GUERLAIN et Emmanuel LARERE

L'usage de la marque "en tant que marque" comme condition légale au regard
de I'acquisition, du maintien et de la contrefagon des droits

Position de la question

Le développement des échanges sur Internet a vu apparaitre de nombreuses techniques desti-
nées a augmenter la capacité des sites a attirer les visites des internautes.

Parmi ces techniques, on distingue notamment le "linking" qui, par I'existence de liens hypertextes,
permet de passer d'un site a un autre, le "framing" qui permet d'insérer dans une fenétre ("frame")
ouverte dans la page d'un site, la page d'un autre site, ou encore les "meta-tag" ou mots-clés insé-
rés dans les codes-sources des sites dans le but de se faire référencer par les moteurs de recher-
che.

Ces procédés propres au web, et la plupart du temps indispensables a la communication, sont
porteurs de risques juridiques.

En effet, les marques sont les premiéres utilisées a titre de "link", de "framing" ou de "meta-tag" et
se pose donc la question de la qualification de ces usages, notamment lorsqu'ils ne sont pas auto-
risés.

Ces nouveaux usages bouleversent les fonctions traditionnelles connues de la marque d'indication
d'origine ou d'identification.

Comment doivent-il étre analysés au regard des conditions classiques d'usage de la marque en
tant que marque, qui sont exigées aux différents stades de I'acquisition du droit sur la marque, de
son maintien pour éviter la déchéance ou de la contrefagon?

C'est I'objet de la présente question qui nous demande également de réfléchir a I'application de
ces critéres a l'usage de la marque par des clubs de fans ou de supporters, a titre de parodie ou
dans la publicité comparative.

1. Y a-t-il une nécessité d'utiliser la marque "en tant que marque" dans les cas sui-
vants:

1.1 l'acquisition d'une marque (si, d'aprés la loi nationale, des droits peuvent étre acquis par
l'usage);
a) Sous I'empire de la loi de 1857 qui n'est plus en vigueur depuis le 1* aolt 1965, il

était possible d'acquérir des droits de marque par I'usage. En effet, s'il était néces-
saire de déposer la marque pour étre opposable aux tiers, ce dépbt n'était que deé-
claratif et l'usage était générateur de droit, a la condition qu'il s'agisse d'un usage a
titre de marque, c'est-a-dire pour identifier et distinguer un produit ou service.

b) Aujourd'hui, le droit frangais ne connait plus I'acquisition du droit de marque par
'usage.
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1.2

d)

L'article L.712.1 du code de la propriété intellectuelle dispose que "la propriété de la
marque s'acquiert par I'enregistrement”.

Il n'y a donc pas nécessité d'utiliser la marque en tant que marque pour acquérir des
droits sur cette marque.

L'usage est toutefois pris en compte par le droit frangais pour conférer un caractére
distinctif a une marque qui en aurait été dépourvue lors de son enregistrement (arti-
cle L.711-2 in fine du code précité), sauf dans le cas des signes constitués exclusi-
vement par la forme imposée par la nature ou la fonction du produit, ou conférant a
ce dernier sa valeur substantielle.

Aucune définition de la notion d'usage n'est donnée par la loi. La jurisprudence a eu
l'occasion de préciser que le signe devait avoir été utilisé a titre de marque et non,
par exemple, comme titre d'un ouvrage fut-il publié depuis prés de 30 ans. (Paris, 7
mars 1995 - Tout Lyon Annuaire PIBD n° 588 - 15/05/1995).

Enfin, sans que cela constitue un mode d'acquisition d'une marque en France, le
droit frangais combinant l'article 6 bis de la Convention d'Union de Paris, l'article
L.713-5 et l'article L.714-4 du code de la propriété intellectuelle et l'article 16.3 des
accords ADPIC attribue un effet en France a l'usage de la marque notoire (qui n'est
pas une marque déposée et/enregistrée contrairement a la marque de renommée).
Ainsi la protection de la marque notoire est-elle une exception a la régle selon la-
quelle I'enregistrement est seul constitutif de droit.

le maintien d'un enregistrement de marque (par exemple contre une action en déchéance
pour non-usage)

a)

b)

Renouvellement

Le droit frangais dispose que "l'enregistrement produit ses effets a compter de la
date de dépdt de la demande pour une période de 10 ans indéfiniment renouvela-
ble" (article L.712-1 du code précite).

Les conditions du renouvellement, énoncées aux articles L.712-9 et R.712.24 et
R.712-25 du code précité, ne prévoient pas la nécessité de rapporter la preuve de
l'usage de la marque au cours de la période écoulée comme c'est le cas dans cer-
tains pays (Etats-Unis notamment).

Déchéance

En revanche, d'une fagon plus générale, la loi frangaise impose l'usage sérieux de
la marque "pour les produits et services visés dans l'enregistrement” pendant une
période ininterrompue de cing ans pour échapper a la perte du droit sur la marque
que constitue la déchéance des droits de son propriétaire.

La loi exige un "usage sérieux" mais cette notion n'est pas définie.

La jurisprudence parait plutot définir la notion d'usage par référence aux fonctions
traditionnelles de la marque:

"Il est constant que la marque sert a identifier le produit ou le service au-
prés de la clientéle et qu'un usage du signe a un titre autre que celui
attaché a la fonction de la marque ne peut étre retenu comme consti-
tuant un usage sérieux a titre de marque" (Paris, 15 janvier 1999, PIBD
1999 n° 674 111 172).

Ou encore:

"il ne saurait y avoir exploitation d'une marque que si le signe dépo-
sé comme tel remplit sa fonction qui est de distinguer des produits
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1.3

offerts en vente soit qu'il soit apposé sur eux soit que tout au moins il ac-
compagne la mise a disposition du public dans des conditions ne laissant
aucun doute sur ladite fonction". (Paris, 25 mai 1989, PIBD n° 466-I1I-
599).

A contrario, une utilisation seulement a titre d'enseigne ou de nom commercial,
c'est-a-dire pas en relation avec les produits ou services, est insuffisante.

On précisera enfin que, dans le cadre de la procédure frangaise d'opposition, le titu-
laire de la demande d'enregistrement contesté peut "inviter I'opposant a produire
des pieces propres a établir que la déchéance de ses droits pour défaut d'exploita-
tion n'est pas encourue” (Article R.712-17).

Toutefois, I'NPI n'examine pas la réalité de cet usage.

Au contraire, I'OHMI (sur la base de l'article 43(2) et (3) du Réglement n° 40/94 et
de l'article 22 (2) du Réglement n° 2868/95) se livre a une analyse rigoureuse des
preuves d'usage qui lui sont communiquées pour chacun des produits et services et
rejette I'opposition si elle est basée sur une marque non exploitée depuis plus de
cing ans (décision n° 118/2000 du 28/01/2000). L'OHMI se référe a la fonction tradi-
tionnelle de la marque de désignation des produits et services.

Tolérance

Enfin, l'article L 716-5 du Code de la Propriété Intellectuelle dispose qu'est "irrece-
vable toute action en contrefagon d'une marque postérieure enregistrée dont l'usage
a été toléré pendant cinq ans a moins que son dépoét n‘ait été effectué de mauvaise
foi. Toutefois, l'irrecevabilité est limitée aux seuls produits et services pour lesquels
l'usage a été toléré".

Cette disposition permet a la marque seconde qui n'était pas disponible au moment
de son dépbt, d'acquérir une validité.

L'usage exigé dans ce cas constitue également un usage en tant que marque.

La condition pour qu'il y ait contrefagon

La contrefagon est définie en France de fagon trés générale par "l'atteinte portée aux droits
du propriétaire de la marque" (article L.716-1).

a)

Pas de définition légale de I'usage

La loi fait référence a la notion d'usage lorsqu'elle énumére les violations des inter-
dictions constitutives de la contrefagcon.

Ainsi, tout d'abord, l'article L.713-2 utilise par deux fois le terme "usage":
"Sont interdits, sauf autorisation du propriétaire:

a) la reproduction, I'usage ou l'apposition d'une marque, méme avec
l'adjonction de mots tels que: "formule, fagon, systeme, imitation,
genre, méthode", ainsi que I'usage d'une marque reproduite pour
des produits ou services identiques a ceux désignés dans l'enregis-
trement."”

L'article L.713-3 relatif, d'une part a la reproduction de la marque pour des produits

et services similaires de la marque et, d'autre part, a l'imitation, est formulé fagon
tout a fait comparable puisque sont interdits:
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b)

"a) La reproduction, l'usage, ou l'apposition d'une marque, ainsi que
l'usage d'une marque reproduite, pour des produits ou services si-
milaires a ceux désignés dans l'enregistrement;

b) L'imitation d'une marque et l'usage d'une marque imitée, pour des
produits ou services identiques ou similaires a ceux désignés dans
I'enregistrement.”

La loi frangaise ne définit pas l'usage. Elle n'a notamment pas transposé littérale-
ment l'article 5 de la Directive n°® 89-104 du 21 décembre 1988 qui caractérisait de
facon plus précise la notion d'usage par référence a la vie des affaires.

"Art. 5 - Droits conférés par la marque

1. La marque enregistrée confére a son titulaire un droit exclusif. Le titu-
laire est habilité a interdire a tout tiers, en I'absence de son consen-
tement, de faire usage, dans la vie des affaires:

a) d'un signe identique a la marque pour des produits et services identi-
ques a ceux pour lesquels celle-ci est enregistrée;

b) d'un signe pour lequel, en raison de son identité ou de sa similitude
avec la marque et en raison de l'identité ou de la similitude des pro-
duits ou des services couverts par la marque et le signe, il existe,
dans l'esprit du public, un risque de confusion qui comprend le risque
d'association entre le signe et la marque”.

Quant a la marque de renommée, la loi frangaise differe de la Directive dans les
mémes conditions que celles vues plus haut pour la contrefagon. Alors que la Direc-
tive prévoit que le titulaire de la marque de renommée est habilité a interdire a tout
tiers, en I'absence de son consentement "de faire usage dans la vie des affaires" de
sa marque de renommée (Directive précitée article 5-2), l'article frangais, qui ne re-
prend d'ailleurs pas le terme "usage" mais lui préfere celui d'emploi, ne le qualifie
pas mieux.

Une conception jurisprudentielle extensive de la notion d'usage

En l'absence de référence a la vie des affaires, la jurisprudence frangaise tradition-
nelle sanctionne de fagon trés large I'usage d'une marque contrefaite, sans exiger
que celle-ci soit utilisée en tant que marque. Cette attitude est la conséquence de la
conception frangaise du caractére absolu du droit de marque.

C'est ainsi que la jurisprudence francaise traditionnelle considére que le simple dé-
p6t de marque, méme si celle-ci n'a jamais été exploitée, constitue un acte de
contrefagon.

L'usage peut étre écrit ou oral.

L'usage de la marque a titre de nom commercial ou d'enseigne constitue également
un usage interdit. Pour autant, cet usage n'est pas assimilé juridiqguement a un
usage "a titre de marque".

De la méme fagon, la reproduction d'une marque dans un dictionnaire ou dans un
article de journal, c'est-a-dire dans un contexte non commercial, est susceptible
d'entrainer une condamnation, lorsque son emploi est générique (exemple: "un jean
de type 501" Paris 1 juillet 1998 - PIBD 662.111.486 et a propos d'un article intitulé
"Le caddie est responsable de 7.000 accidents par an” TGI Paris 29 octobre 1997 -
PIBD 1998 n° 648.111.119.Caddie)
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Dans ces cas particuliers, la responsabilité de I'auteur de I'article ou de la définition
pourrait étre recherchée, non pas sur le terrain de la contrefagon, mais sur celui de
la responsabilité civile pure dans la mesure ou son article ou sa définition risque
d'entrainer la dégénérescence de la marque. Cependant, le groupe francgais a jus-
qu'a présent considéré que la contrefagon était plus appropriée car elle dispensait le
titulaire de la marque de démontrer la faute.

En revanche, la loi frangaise permet l'usage d'une marque comme référence néces-
saire pour indiquer la destination d'un produit ou service (art. 713-6 du CPI). Ce
principe a été récemment appliqué au nom de domaine "jeboycottedanone.com”
(TGI Paris 3° ch. 1° s. 4 juillet 2001).

Par ailleurs, un important mouvement jurisprudentiel décide que n'est pas considéré
comme un usage a titre de marque I'usage d'un mot déposé a titre de marque lors-
que ce mot est employé dans son sens courant: "le droit des marques pour étendu
qu'il soit, ne saurait cependant conduire a prohiber I'usage normal par des tiers de
mots du langage courant” (Versailles 13 juillet 1994 et Cassation - 26 novembre
1996 Philip Morris/Action).

Y a-t-il une définition de I'usage "en tant que marque”, dans la législation ou la juris-
prudence?

La loi frangaise ne définit pas l'usage en tant que marque.

La jurisprudence utilise fréquemment cette expression, la plupart du temps pour évoquer
les fonctions traditionnelles de la marque.

On peut par exemple citer la décision suivante de la Cour d'appel de Paris:

"Il ne saurait y avoir exploitation d'une marque que si le signe dépo-
sé comme tel remplit sa fonction qui est de distinguer des produits
offerts en vente soit qu'il soit apposé sur eux soit que tout au moins il ac-
compagne la mise a disposition du public dans des conditions ne laissant
aucun doute sur ladite fonction" (Paris, 25 mai 1989; BIBD 1989 n° 466 Il
599).

Ainsi, I'usage "en tant que marque”, s'il n'exige pas nécessairement que la marque soit re-
produite sur le produit lui-méme implique cependant qu'il soit employé pour présenter ou
accompagner l'offre ou la vente de ce produit ou service.

Il en va ainsi par exemple des actes de publicité pour les produits ou services.
Y a-t-il une différence dans I'évaluation de I'usage "en tant que marque" entre I'ac-

quisition, le maintien et la contrefagon des droits?

La notion d'usage en tant que marque n'étant pas prise en compte pour l'acquisition des
droits, nous nous contenterons d'examiner les différences susceptibles d'exister entre le
maintien et la contrefagon des droits.

a) Evaluation de I'usage "en tant que marque" pour le maintien des droits

Il ressort de I'examen de la jurisprudence frangaise que l'usage requis pour qu'un ti-
tulaire de marque puisse conserver ses droits sur son titre combine les trois élé-
ments suivants:

- la marque doit avoir été utilisée effectivement pour chacun des produits et
services visés a l'enregistrement; la notion de similarité utilisée en matiére
de contrefagon ne s'applique pas en matiére de déchéance;

- cet usage doit avoir été sérieux et la jurisprudence examine la matérialité et
la réalité de I'utilisation invoquée; l'article 12.1 de la Directive admet que le
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commencement d'usage ou les préparatifs pour le commencement prouvés
avant la demande en déchéance peuvent constituer des actes d'usage.

- ledit usage doit étre intervenu "a titre de marque", la jurisprudence faisant ré-
férence a la fonction traditionnelle de la marque (voir jurisprudence précitée
1.2).

b) Evaluation de I'usage "en tant que marque" pour la contrefagon de droits

Comme on I'a vu plus haut (supra 1.3), la jurisprudence frangaise appréhende de
facon trés extensive la notion d'usage lorsqu'elle aborde la question de la contrefa-
con.

Deux différences apparaissent avec la notion d'usage abordée sous I'angle du main-
tien des droits:

- la notion d'usage seérieux n'est pas prise en compte pour caractériser la
contrefacon; un acte unique, isolé, suffit;

- l'usage ne doit pas nécessairement avoir eu lieu "en tant que marque”, ainsi
que le démontre la jurisprudence relative aux articles de journaux et aux dic-
tionnaires. Un usage a titre d'enseigne ou de dénomination sociale est éga-
lement pris en compte.

Est-ce que I'un des faits suivants est considéré comme usage "en tant que marque"
l'usage sur Internet, comme "meta-tag”, comme lien hypertexte ("linking") ou "framing”
4.1.1 Meta-tag

a) Définitions

Un site Internet peut étre interrogé soit directement en composant son adresse lorsque
celle-ci est connue, soit par I'utilisation d'annuaires thématiques, également appelés por-
tails, ou de moteurs de recherches. Dans la pratique, ces moteurs de recherche jouent un
réle essentiel. Techniquement, ces derniers sont des robots qui effectuent leurs recherches

par mots-clés. Les internautes les interrogent en indiquant un ou plusieurs termes en rap-
port avec le sujet qui les intéresse.

Le succés d'une entreprise présente sur Internet dépend donc de la qualité des informa-
tions qu'elle intégre dans ses pages web pour lui permettre d'obtenir un référencement op-
timum par le plus grand nombre de moteurs de recherches et de générer ainsi vers son site
du trafic.

Ce référencement est notamment obtenu par les meta-tags ou meta-name.

Un meta-tag est une donnée, ou un ensemble de mots-clés, invisibles pour le public, insé-
rés dans le contenu d'une page web du titulaire du site, c'est-a-dire dans son code source,
permettant le référencement automatique du site pour les utilisateurs. En général, le titu-
laire d'un site utilise comme mots-clés non seulement ses propres marques, mais aussi tout
un vocabulaire rappelant l'univers de son activité.

Certains n'hésitent pas a utiliser comme mots-clés des marques appartenant a des tiers.
Lorsqu'une requéte est adressée au moteur de recherche, celui-ci va faire référence au site
du titulaire de la marque, mais aussi au site tiers reproduisant la marque en tant que meta-
tag dans son code source.

b) Un tel usage constitue-t-il un usage a titre de marque?
a Maintien des droits

La loi frangaise ne répond pas a cette question.
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Dans la mesure ou le meta-tag est invisible pour le consommateur, le groupe frangais est
d'avis qu'il ne peut, seul, permettre de maintenir les droits sur la marque.

B La contrefagon

Sans répondre explicitement a la question, la jurisprudence a sanctionné, au titre de la
contrefagon de marque, 'usage du signe a titre de meta-tag. On peut citer ainsi un juge-
ment récent de la 3°™® Chambre du Tribunal de grande instance de Paris:

"e  Sur la contrefagcon par meta-tags reproduisant les marques de la
société Levi Strauss & Co.:

Attendu que pour améliorer la lisibilité de son site, la société Discom utilise
des "meta-tags” constituant la reproduction ou l'imitation des marques appar-
tenant a la société Levi Strauss & Co. tels que: "Levi's”, "Lewis", "501",
"505"’ "551"’ "525"’ "515"’ "595"’.

Attendu que ces "meta-tags” sont des mots-clés invisibles, intégrés par le
concepteur du site dans ses pages web, et qui sont explorés par les moteurs
de recherche, afin de leur permettre de procéder a l'indexation des sites;

Que lorsqu'un internaute effectue une recherche sur un moteur en tapant le
mot clé "LEVI'S", le moteur de recherche le connectera automatiquement sur
le site "levisdiscount” ou "lewisdiscount" dont les pages contiennent de nom-
breux meta-tags "LEVI'S";

Attendu que l'utilisation sous cette forme des termes "LEVI'S" et du nom-
bre "501" non autorisée par la société LEVI STRAUSS & CO. constituent Ila
contrefacon desdites marques protégées au sens de l'article L.713.2 du
Code de la propriété intellectuelle;” (TGl Paris, 3° ch. 1° s. 27 septembre
2000, Levi Strauss/Discom).

Un autre jugement du Tribunal de grande instance de Paris a jugé dans le méme sens en
précisant:

"Attendu que le fait d'utiliser ces marques a titre de mots-clés sur sa page
source pour faire en sorte que tout internaute consultant le réseau Internet et
effectuant une recherche a partir de ces mots se voit nécessairement propo-
ser le site de la société SFR implique que cette reprise des marques Iti-
néris ou Mobicarte permet I'accés a un site Internet et donc sa désigna-
tion;

[-]

Attendu qu'aucune considération relative a I'informatique, la téléphonie
ou la télématique ne justifie 'usage de ces vocables par la société SFR;
qu'aucune nécessité technique n'impose de faire figurer ceux-ci a titre de
mots-clés; que les marques ltinéris ou Mobicarte ne sont en aucun cas de-
venues descriptives ou génériques;". (TGl Paris, 3° ch. 3° s., 16/11/1999
France Telecom/SFR).

c) Le groupe frangais considére que I'utilisation de marques tierces a titre de meta-tag
doit pouvoir étre poursuivie selon les critéres habituels de la contrefacon.

Tout usage non autorisé de la marque doit par principe constituer un acte de contrefacon.
Par exception sont licites, I'usage d'un terme dans son sens courant, fut-il déposé a titre de
marque, l'usage par le distributeur de la marque des produits qu'il vend et, en application

de la régle de spécialité, I'usage d'une marque non notoire pour des produits et services ni
identiques, ni similaires, a ceux couverts par la marque.
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La premiere et la derniére exceptions sont bien évidemment applicables aux meta-tags. La
deuxiéme, relative a la libre utilisation que le distributeur d'un produit peut faire de la mar-
que apposée sur le produit est plus discutable.

En effet, contrairement a I'utilisation de la marque dans la publicité, qui est admise en juris-
prudence, le meta-tag n'est pas directement visible par le consommateur.

Par ailleurs, compte tenu de la spécificité du réseau Internet, il est probable que sera plus
largement prise en compte pour échapper a la contrefacon l'absence de caractére com-
mercial ou l'utilisation de la marque a des fins d'information.

4.1.2 Les liens hypertextes ("linking"”)

a) Définitions

Les liens hypertextes permettent de naviguer ou de surfer d'un document a un autre. Pour
cela, il suffit de cliquer sur le lien. Cette technique differe fondamentalement du meta-tag
puisque, d'une part, le lien est visible (généralement le signe utilisé a titre de lien est d'une
couleur différente de celle de I'ensemble du texte, ou réagit difféeremment lorsque la fleche
de la souris se positionne dessus) et, d'autre part, il suppose une démarche volontaire de
l'internaute qui ne clique sur le lien que s'il est intéressé.

Il existe principalement deux catégories de liens:
- le lien hypertexte simple
- le lien hypertexte en profondeur.

Le lien hypertexte simple relie une page quelconque d'un site a la page d'accueil d'un autre
site. La visibilité du transfert sur le deuxiéme site est donc totale.

Le lien hypertexte en profondeur, en revanche, entraine l'internaute vers une page se-
condaire du deuxiéme site sans passer par la page d'accueil.

b) De tels usages constituent-ils un usage a titre de marque?

La loi frangaise ne répond pas non plus a cette question.

a Maintien des droits

Le groupe frangais distingue selon que le lien est autorisé ou non par le titulaire de la mar-
que.

S'il est autorisé, le groupe est d'avis que cette utilisation peut permettre de maintenir les
droits sur la marque a la condition que cette utilisation réponde a la définition classique
d'usage sérieux a titre de marque pour désigner une offre réelle de produits ou services.

Dans le cas contraire, le groupe frangais considére que I'usage non autorisé ne permet pas
au titulaire de maintenir ses droits.

B La contrefagon

La jurisprudence, sans répondre positivement a la question, a sanctionné au titre de la
contrefagon de marque l'usage du signe a titre de lien. Le Tribunal de grande instance de
Paris vient en effet de juger:

"Attendu que la société Keljob reproduit sur son site, qui sélectionne selon
certains criteres des offres provenant d'autres sites, la marque Cadrem-
ploi;
[-]

58



Attendu qu'en reproduisant ainsi sans autorisation, dans le cadre de son
service de sélection d'offres d'emploi, la marque dont la société cadrem-
ploi est titulaire, la société Keljob commet des actes de contrefagon prohi-
bés par l'article L.713-3 du Code de la Propriété Intellectuelle;

Que cette exploitation est bien effectuée a des fins commerciales, et
non dans le seul but désintéressé d'informer l'utilisateur;

Que la société Keljob tire ainsi profit de la réputation de sérieux de la
marque Cadremploi;

[-]

qu'elle ne se borne pas a citer la marque comme elle pourrait I'étre
dans un guide, mais l'utilise dans le cadre d'une activité de recensement
et de sélection d'offres d'emploi directement concurrente de celle exercée
par la demanderesse, et couverte par l'enregistrement de la marque invo-
quée”. (TGl Paris, 3° ch. 1° s. 5 septembre 2001 - Cadremploi/Keljob).

La distinction qui semble étre opérée par le Tribunal est la suivante:

On mentionnera que plusieurs décisions rendues en référé ont refusé d'entrer en voie de
condamnation en considérant que les principes de fonctionnement d'Internet impliquaient
nécessairement que des liens hypertextes et intersites puissent étre effectués librement, en
particulier lorsque ce lien aboutit sur la page d'accueil du deuxiéme site. (Tribunal de

le lien hypertexte permettant la reproduction d'une marque tierce est constitutif de
contrefagon lorsqu'il participe d'un objectif commercial,

ce méme lien hypertexte ne serait pas illicite lorsqu'il serait mis en place dans le
seul but d'informer I'utilisateur.

Commerce de Nanterre, 8 novembre 2000, Stepstone/Ofir).

Le point d'arrivée du lien hypertexte parait avoir une certaine importance. Ainsi la décision
Cadremploi précitée n'a pas suivi le demandeur sur le terrain connexe de la concurrence
déloyale au motif que le site auquel le lien permettait d'aboutir était clairement identifiable:

c)

"Attendu qu'en l'espéece I'utilisateur [du lien hypertexte] est averti par une
page écran intermédiaire qu'il est mis en relation avec le site Cadremploi,
qui est clairement identifié;

Qu'il se retrouve ensuite sur le site Cadremploi sur lequel il peut poursui-
vre sa havigation si bon lui semble;

[]

Qu'il n'existe aucun risque de confusion dans l'esprit de l'utilisateur entre
les deux sites”.

En conclusion, le groupe frangais est d'avis que l'usage a titre de lien hypertexte

d'une marque tierce est répréhensible notamment lorsque:

4.1.3
a)

le lien utilisant la marque tierce s'inscrit dans la vie des affaires;
le lien porte atteinte a la marque tierce.

"Framing”
Le "framing" consiste a insérer dans l'un des cadres d'un site une page d'un

deuxiéme site.

Ainsi, les informations d'un deuxiéme site sont en quelque sorte intégrées dans un premier.
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Cette pratique est une variante de l'insertion par lien déja étudiée. Toutefois, en I'espece,
une page entiére d'un deuxiéme site apparait dans une fenétre du premier site en dehors
du cadre normal. L'utilisateur verra sur son écran une portion du site second intégrée dans
le site premier, sans qu'il puisse réaliser qu'il s'agit de deux sites distincts.

b) Un tel usage constitue-t-il un usage a titre de marque?
La encore, la loi frangaise ne répond pas a la question.

c) A la connaissance du groupe frangais, la jurisprudence ne s'est pas penchée sur la
question.

Les mémes conditions que celles examinées pour les liens hypertextes devraient toutefois
étre appliquées.

L'usage par des clubs de "fans" ou de supporters
L'usage d'une marque par un club de fans ou de supporters ne fait I'objet d'aucune disposi-
tion dans la Loi et n'a pas, a la connaissance du groupe francgais, donné lieu a des déci-
sions en France.

a maintien des droits
Si l'usage de la marque par un club de fans ou de supporters est autorisé par le titulaire de
la marque, et si celle-ci est effectivement utilisée pour désigner les produits et services vi-
sés a l'enregistrement, le groupe frangais est d'avis que cet usage peut permettre le main-
tien des droits du titulaire.

B La contrefagon

Le groupe frangais est d'avis que l'usage de la marque par des clubs de fans ou de suppor-
ters devrait pouvoir échapper a la qualification d'usage a titre de marque répréhensible no-
tamment lorsque, au minimum, les deux conditions suivantes sont réunies:

- la marque est utilisée en dehors de la vie des affaires,

- et 'usage est limité a une référence nécessaire au club, a la personne ou au produit
(film, etc ...) auquel est consacré le site.

La parodie

Contrairement au droit d'auteur, qui connait I'exception de parodie, reconnue a l'art L.122-
5-4 du Code de la propriété intellectuelle, la loi frangaise relative aux marques l'ignore. La
solution est logique. En effet, la parodie trouve plus facilement vocation a s'appliquer a une
ceuvre de l'esprit qu'a une marque.

La jurisprudence dominante refuse d'admettre cette exception de parodie en matiére de
marque.

Toutefois, le groupe francgais est d'avis que l'exception de parodie pourrait étre opposée au
droit de marque lorsque, notamment:

- l'usage a lieu en dehors de la vie des affaires,
- l'usage n'est pas constitutif d'un abus,
- l'intention de I'utilisateur est effectivement humoristique.

La publicité comparative
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b)

La publicité comparative a été admise en France par l'article 10 de la Loi du 18 jan-
vier 1992 codifiée ensuite aux articles L.121-8 a L.121-14 du Code de la Consom-
mation.

Une directive européenne d'harmonisation est ensuite intervenue le 6 octobre 1997.

La France vient tout juste de transposer les termes de cette Directive en droit in-
terne par une Ordonnance du 23 ao(t 2001, modifiant les dispositions du Code de
la Consommation.

L'article L.121-9 modifié du Code de la Consommation dispose dorénavant:

"La publicité comparative ne peut:

1° Tirer indGiment profit de la notoriété attachée a une marque de
fabrique, de commerce ou de service, a un nom commercial, a d'autres
signes distinctifs d'un concurrent ou a I'appellation d'origine ainsi qu'a l'in-
dication géographique protégée d'un produit concurrent;

2° Entrainer le discrédit ou le dénigrement des marques, noms
commerciaux, autres signes distinctifs, biens, services, activité ou situa-
tion d'un concurrent;

3° Engendrer de confusion entre I'annonceur et un concurrent ou en-
tre les marques, noms commerciaux, autres signes distinctifs, biens
ou services de I'annonceur et ceux d'un concurrent;

4° Présenter des biens ou des services comme une imitation ou une re-
production d'un bien ou d'un service bénéficiant d'une marque ou d'un
nom commercial protégé”.

Le nouveau texte apparait donc plus protecteur des intéréts du propriétaire de la
marque par rapport a l'ancien texte qui exigeait que la comparaison n'est pas "pour
objet principal de tirer avantage de la notoriété attachée a une marque".

L'article L.121-14 du Code de la Consommation, sur les sanctions applicables, ren-
voie directement, outre a l'article 1382 du Code Civil, aux sanctions pénales pré-
vues en cas de contrefagcon de marque par les articles L.716-9 et L.716-12 du Code
de la Propriété Intellectuelle.

De l'article L.121-9, il résulte que ne sont pas seulement visés les usages en tant
que marque mais toute atteinte susceptible d'étre portée aux différents signes dis-
tinctifs du concurrent.

Si, d'aprés le régime national du groupe, I'usage comme marque est confiné aux in-
dications traditionnelles d'origine ou d'identification, des usages non conventionnels
sont-ils néanmoins punissables de par la loi sur les marques ou d'autres lois (par
exemple les lois sur la concurrence déloyale ou sur les pratiques du commerce)?

Comme on l'a vu plus haut, le droit frangais ne se limite pas a une sanction de l'usage
d'une marque "4 titre de marque”, confiné aux indications traditionnelles d'origine ou d'iden-
tification.

C'est notamment le cas lorsque sont sanctionnés:

l'utilisation illicite d'une marque dans un article du journal, une définition de diction-
naire, un meta-tag;

une imitation dans un site Internet appelant a boycotter une marque, dés lors qu'au-
cune exception ne peut étre invoquée;

un simple dép6t de marque, sans aucun usage;

l'usage d'une marque a titre d'enseigne ou de nom commercial.
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Cette approche extensive de la notion d'usage de la marque constitutif de contrefagon
n'exclut pas le recours a d'autres notions juridiques.

Ainsi, la jurisprudence a eu l'occasion de sanctionner I'utilisation non autorisée des informa-
tions contenues dans un site sur le terrain de la protection des bases de données (juge-
ment Cadremploi précité page 13).

Par ailleurs, les principes relatifs a la concurrence déloyale restent pleinement applicables
pour faire sanctionner les atteintes qui ne relévent pas du droit des marques.

Si l'usage "en tant que marque™ dans le sens traditionnel est requis pour établir la
contrefagon, est-ce que les marques "de haute renommeée", "célébres”, "notoires" ou
"jouissant d'une réputation” utilisées sur des produits et services différents sont

protégées?

Comme on I'a vu, l'usage "en tant que marque" n'est pas nécessaire pour établir la contre-
facon.

Le champ de protection de la marque notoire et de renommée est plus large que celui des
seuls produits ou services identiques ou similaires (sans pour autant étre illimité) pour les-
quels la marque non notoire est protégée.

Au-dela de cette différence de champ de protection, la matérialité de I'emploi injustifié de la
marque notoire et de renommeée n'est pas appréhendée de facon différente de celle de
l'usage de la marque non notoire.

Il convient toutefois de souligner que le texte francgais relatif aux marques notoires et de re-
nommeée n'utilise pas le terme "usage" mais celui d'emploi.

Cette différence de vocabulaire a eu un impact redoutable et au demeurant critiquable sur
I'appréciation de I'atteinte a la marque notoire, la jurisprudence frangaise ayant récemment
décidé que seule la reproduction a l'identique de la marque notoire serait illicite, mais pas
son imitation (Olymprix Cass. Com. 29 juin 1999 - Dalloz 24 février 2000 p. 186; Paris, 1°
ch. aud. sol. 8 novembre 2000 JCP 2001, n ° 5, p. 228).

Le groupe frangais est d'avis que la notion d'emploi d'une marque notoire et de renommée
ne devrait pas différer de celle d'usage utilisée pour les marques non notoires. En d'autres
termes, I'emploi injustifié d'une marque notoire et de renommeée devrait permettre de répri-
mer tant sa reproduction que son imitation.

Résumé

Y a-t-il une nécessité d'utiliser la marque "en tant que marque" dans les cas sui-
vants:

L'acquisition d'une marque (si, d'aprés la loi nationale, des droits peuvent étre acquis par
l'usage);

. Le droit frangais ne connait plus I'acquisition du droit de marque par l'usage. L'arti-
cle L.712.1 du code de la propriété intellectuelle dispose que "la propriété de la
marque s'acquiert par l'enregistrement”. Il n'y a donc pas nécessité d'utiliser la mar-
que en tant que marque pour acquérir des droits sur cette marque.

. Par exception, I'usage est pris en compte pour conférer un caractére distinctif a une
marque qui en aurait été dépourvue lors de son enregistrement et pour attribuer un
effet en France a une marque notoire.

Le maintien d'un enregistrement de marque (par exemple contre une action en déchéance
pour non-usage)
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. Au moment du renouvellement de la marque, l'usage n'est pas pris en compte.

. En revanche, la loi frangaise impose au propriétaire de la marque un usage sé-
rieux de la marque "pour les produits et services visés dans l'enregistrement”
pendant une période ininterrompue de cing ans pour échapper a la perte du droit
sur la marque.

La jurisprudence parait plutét définir la notion d'usage par référence aux fonctions tradition-
nelles de la marque. Une utilisation a titre d'enseigne ou de nom commercial est insuffi-
sante.

. Enfin, le titulaire d'une marque ne peut agir en contrefagon a I'encontre d'une mar-
que postérieure dont il a été toléré l'usage pendant cing ans, a moins que le
deuxiéme dépét n'ait été effectué de mauvaise foi. L'action est limitée aux seuls
produits et services pour lesquels I'usage a été toléré. L'usage exigé dans ce cas
constitue également un usage en tant que marque.

La condition pour qu'il y ait contrefagon

. La contrefagon est définie de fagon trés générale par "l'atteinte portée aux droits du
propriétaire de la marque". La loi fait référence a la notion "d'usage" lorsqu'elle
énumeére les violations des interdictions constitutives de la contrefagon.

. La jurisprudence sanctionne de fagon trés large I'usage d'une marque contrefaite,
sans exiger que celle-ci soit utilisée en tant que marque.

Ainsi, le simple dépét de marque, méme si celle-ci n'a jamais été exploitée, constitue un
acte de contrefacon. L'usage peut étre écrit ou oral. L'usage de la marque a titre de nom
commercial ou d'enseigne constitue également un usage interdit.

La reproduction d'une marque dans un dictionnaire ou dans un article de journal, c'est-a-
dire dans un contexte non commercial, est susceptible d'entrainer une condamnation, lors-
que son emploi est générique.

En revanche, la loi frangaise permet l'usage d'une marque comme référence nécessaire
pour indiquer la destination d'un produit ou service. De méme, l'usage d'un mot déposé a ti-
tre de marque est licite lorsque ce mot est employé dans son sens courant.

Y a-t-il une définition de I'usage "en tant que marque”, dans la législation ou la juris-
prudence?

La loi francaise ne définit pas l'usage en tant que marque. La jurisprudence utilise fré-
quemment cette expression, la plupart du temps pour évoquer les fonctions traditionnelles
de la marque. L'usage "en tant que marque", s'il n'exige pas nécessairement que la marque
soit reproduite sur le produit lui-méme implique cependant qu'il soit employé pour présenter
ou accompagner l'offre ou la vente de ce produit ou service.

Y a-t-il une différence dans I'évaluation de I'usage "en tant que marque" entre I'ac-
quisition, le maintien et la contrefagon des droits?

La notion d'usage en tant que marque n'étant pas prise en compte pour l'acquisition des
droits, nous nous contenterons d'examiner les différences susceptibles d'exister entre le
maintien et la contrefagon des droits.

. Evaluation de l'usage "en tant que marque" pour le maintien des droits
L'usage requis pour qu'un titulaire de marque puisse conserver ses droits sur son titre sup-
pose que la marque ait été utilisée effectivement pour chacun des produits et services visés

a l'enregistrement, que cet usage soit sérieux, et qu'il soit intervenu "a titre de marque”", la
jurisprudence faisant référence a la fonction traditionnelle de la marque.
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. Evaluation de I'usage "en tant que marque" pour la contrefagon de droits

Comme on I'a vu plus haut (supra 1.3), la jurisprudence francaise appréhende de fagon trés
extensive la notion d'usage lorsqu'elle aborde la question de la contrefagon. Deux différen-
ces apparaissent avec la notion d'usage abordée sous I'angle du maintien des droits:

- la notion d'usage sérieux n'est pas prise en compte pour caractériser la contrefacon;
un acte unique, isolé, suffit;

- l'usage ne doit pas nécessairement avoir eu lieu "en tant que marque";

Est-ce que I'un des faits suivants est considéré comme usage "en tant que marque":
L'usage sur Internet, comme "meta-tag”, comme lien hypertexte ("linking") ou "framing"
4.1.1 L'usage a titre de meta-tag constitue-t-il un usage a titre de marque?

a Maintien des droits. La loi francaise ne répond pas a cette question. Dans
la mesure ou le meta-tag est invisible pour le consommateur, le groupe fran-
cais est d'avis qu'il ne peut, seul, permettre de maintenir les droits sur la
marque.

B La contrefagon. La jurisprudence a sanctionné, au titre de la contrefagon de
marque, l'usage du signe a titre de meta-tag.

Le groupe frangais considére que I'utilisation de marques tierces a titre de meta-tag doit
pouvoir étre poursuivie selon les critéres habituels de la contrefacon.

4.1.2 L'usage a titre de lien hypertexte ("linking") constitue-t-il un usage a titre de
marque?

La loi frangaise ne répond pas non plus a cette question.

a Maintien des droits. Le groupe frangais distingue selon que le lien est auto-
risé ou non par le titulaire de la marque. S'il est autorisé, le groupe est d'avis
que cette utilisation peut permettre de maintenir les droits sur la marque a la
condition que cette utilisation réponde a la définition classique d'usage sé-
rieux a titre de marque pour désigner une offre réelle de produits ou servi-
ces. Dans le cas contraire, le groupe frangais considére que I'usage non au-
torisé ne permet pas au titulaire de maintenir ses droits.

B La contrefagon. La jurisprudence a sanctionné au titre de la contrefagon de
marque l'usage du signe a titre de lien hypertexte.

Le groupe frangais est d'avis que l'usage a titre de lien hypertexte d'une marque tierce est
répréhensible notamment lorsque le lien utilisant la marque tierce s'inscrit dans la vie des
affaires et/ou le lien porte atteinte a la marque tierce.

4.1.3 L'usage a titre de "framing"” constitue-t-il un usage a titre de marque?

La loi francaise ne répond pas a la question et la jurisprudence ne s'est pas penchée sur la
question. Les mémes conditions que celles examinées pour les liens hypertextes devraient
toutefois étre appliquées.

L'usage par des clubs de "fans" ou de supporters

L'usage d'une marque par un club de fans ou de supporters ne fait I'objet d'aucune disposi-
tion dans la Loi et n'a pas donné lieu a des décisions en France.

a Maintien des droits. Si 'usage de la marque par un club de fans ou de sup-
porters est autorisé par le titulaire de la marque, et si celle-ci est effective-
ment utilisée pour désigner les produits et services visés a l'enregistrement,
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le groupe frangais est d'avis que cet usage peut permettre le maintien des
droits du titulaire.

B La contrefagon. Le groupe francais est d'avis que I'usage de la marque par
des clubs de fans ou de supporters devrait pouvoir échapper a la qualifica-
tion d'usage a titre de marque répréhensible notamment lorsque, au mini-
mum, les deux conditions suivantes sont réunies: la marque est utilisée en
dehors de la vie des affaires, et I'usage est limité a une référence nécessaire
au club, a la personne ou au produit (film, etc ...) auquel est consacré le site.

La parodie

Contrairement au droit d'auteur, qui connait I'exception de parodie, la loi francgaise relative
aux marques l'ignore. La jurisprudence dominante refuse d'admettre cette exception de pa-
rodie en matiére de marque.

Toutefois, le groupe francgais est d'avis que I'exception de parodie pourrait étre opposée au
droit de marque lorsque, notamment:

- l'usage a lieu en dehors de la vie des affaires,
- l'usage n'est pas constitutif d'un abus,
- l'intention de I'utilisateur est effectivement humoristique.

La publicité comparative

Selon une directive européenne d'harmonisation du 6 octobre 1997 et une Ordonnance du
23 aolt 2001, la publicité comparative ne peut tirer indiment profit de la notoriété attachée
a une marque, entrainer le discrédit ou le dénigrement des marques ou engendrer de
confusion au détriment d'une marque tierce.

Ne sont pas seulement visés les usages en tant que marque mais toute atteinte susceptible
d'étre portée aux différents signes distinctifs du concurrent.

Si, d'aprés le régime national du groupe, I'usage comme marque est confiné aux in-
dications traditionnelles d'origine ou d'identification, des usages non conventionnels
sont-ils néanmoins punissables de par la loi sur les marques ou d'autres lois (par
exemple les lois sur la concurrence déloyale ou sur les pratiques du commerce)?

L'approche frangaise extensive de la notion d'usage de la marque constitutif de contrefagon
n'exclut pas le recours a d'autres notions juridiques. Notamment, les principes relatifs a la
concurrence déloyale restent pleinement applicables pour faire sanctionner les atteintes qui
ne relévent pas du droit des marques.

Si l'usage "en tant que marque” dans le sens traditionnel est requis pour établir la
contrefagon, est-ce que les marques "de haute renommeée", "célébres”, "notoires" ou
"jouissant d'une réputation” utilisées sur des produits et services différents sont

protégées?

Comme on I'a vu, l'usage "en tant que marque" n'est pas nécessaire pour établir la contre-
facon.

Le champ de protection de la marque notoire et de renommée est plus large que celui des
seuls produits ou services identiques ou similaires pour lesquels la marque non notoire est
protégée. Cependant, la matérialité de I'emploi injustifié de la marque notoire et de renom-
mée n'est pas appréehendée de fagon différente de celle de l'usage de la marque non no-
toire.

Le groupe frangais est d'avis que la notion d'emploi d'une marque notoire et de renommée
ne devrait pas différer de celle d'usage utilisée pour les marques non notoires. En d'autres
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termes, I'emploi injustifié d'une marque notoire et de renommée devrait permettre de répri-
mer tant sa reproduction que son imitation.

Summary

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law)

o French Law no longer recognises the acquisition of trademark rights by use. Arti-
cle L.712.1 of the Intellectual Property Code states that "ownership of the trade-
mark is acquired by registration”. There is therefore no longer the need to use a
trademark as a mark in order to acquire the rights to this mark.

o Exceptionally, use is taken into account to confer a distinctive character on a
trademark which was devoid of one on registration or to recognize an effect in
France of a notorious trademark.

Maintaining a trademark registration (e.g. against an application for cancellation on grounds
of non-use)

) When the trademark is renewed, use is not taken into account.

o On the other hand, French law requires the owner of the trademark to make genu-
ine use of it "for the products and services defined in the registration” for an unin-
terrupted period of five years, in order to avoid the loss of rights to the trademark.

Case law prefers to define the concept of use by referring to the traditional functions of a
trademark. Use as a shop sign or corporate name is insufficient for this.

o Finally, the holder of a trademark cannot take action on infringement against a
later trademark, the use of which has been tolerated for five years, unless the
second registration was performed in bad faith. Action is limited only to the prod-
ucts and services for which use was tolerated. The use required in this case is
also use as a mark.

Establishing infringement

. Infringement is broadly defined as "injury to the trademark owner's rights". The law
refers to the concept of "use" when it lists violations of prohibitions constituting in-
fringement.

. Case law broadly punishes the use of an infringed trademark, without requiring it

to be used as a mark.

Therefore, simply registering a trademark, even if it has never been used, is an act of in-
fringement. Its use can be written or oral. Use of a trademark as a corporate name or shop
sign is also prohibited.

Reproduction of a trademark in a dictionary or press article, i.e. in a non-commercial con-
text, is liable to lead to conviction when it is used generically.

On the other hand, French law allows a trademark to be used as a necessary reference to
indicate the purpose of a product or service. In the same way, the use of a word registered
as a trademark is licit when this word is used in its normal sense.

Is there any definition of what is use "as a mark" either in statute or case law?

French law does not define use as a mark. Case law frequently uses this expression, usu-
ally in terms of the traditional functions of the trademark. Use "as a mark”, although it does
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not necessarily require the trademark to be reproduced on the product itself, nevertheless
implies that it must be used to present or accompany the offer or sale of this product or ser-
vice.

Is there any difference in the assessment of use "as a mark"” between the acquisition,
maintenance and infringement of rights?

The concept of use as a mark is not taken into account for the acquisition of rights, so we
shall simply examine the differences likely to exist between maintaining and infringing
rights.

o Assessment of use "as a mark" for maintenance of rights

The required use for a trademark owner to maintain its right to the trademark assumes that
the mark has been used for each of the products and services defined on registration, that
this use has been genuine and applied "as a mark", i.e. case law referring to the traditional
function of the trademark.

o Assessment of use "as a mark" for infringement of rights

As was noted above (supra 1.3), French case law gives a very broad understanding of the
concept of use when it deals with the question of infringement. Two differences can be
noted with the concept of use approached from the maintenance of rights angle:

- The condition of genuine use is not taken into account for characterizing infringe-
ment; a single, isolated act is enough;

- Use need not imply use "as a mark";

Are any of the following considered to be uses "as a mark"
Use on the internet, as a metatag, in linking or framing
4.1.1 Is use as a metatag considered to be use as a mark?

a Maintenance of rights. French law does not address this question. In so far
as the metatag is invisible to consumers, the French group feels that this
alone cannot be used to maintain the rights to a mark.

B Infringement. Case law has punished the use of a sign as a metatag as a
trademark infringement.

The French group considers that using third party trademarks as metatags must be sued
under the standard criteria for infringement.

4.1.2 Is use for linking considered to be use as a mark?
French law does not address this question either.

a Maintenance of rights. The French group makes a distinction between
whether or not the link is authorized by the holder of the trademark. If it is au-
thorized, the group feels that this use should maintain the rights to the
trademark so long as it meets the standard definition of genuine use as a
mark to designate a real offer of products or services. Otherwise, the French
group feels that unauthorized use does not allow the holder to maintain its
rights.

B Infringement. Case law has penalized use of the trademark as a hypertext
link under the heading of infringement.
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The French group feels that use of a third party trademark in this type of linking is condem-
nable, particularly when the link using the third party link is part of business activity and/or
the link is injurious to the third party trademark.

4.1.3 Is use for framing considered to be use as a mark?

French law does not address this question and case law has not considered the matter.
The same conditions as those examined for hypertext links should be applied however.

Use by fan clubs or supporters

The use of a trademark by a fan club or supporters is not provided for in the Law and has
not given rise to decisions rendered in France.

a Maintenance of rights. If use of the trademark by a fan or supporters club is
authorized by the holder of the trademark, and it is used to designate the
products and services defined in registration, the French group feels that this
use should maintain the holder's rights.

B Infringement. The French group feels that use of the trademark by fan or
supporters clubs should not be qualified as condemnable, particularly when
at least the following two conditions are met: the mark is used outside busi-
ness activities and is limited to a necessary reference to the club, person or
product (film, etc ...) to which the site is devoted.

Parody

Unlike copyright which permits the exception of parody, French law concerning trademarks
does not take it into consideration. Case law largely refuses to accept this exception of par-
ody with respect to trademarks.

However, the French group feels that the exception of parody could be defended against
trademark rights, particularly when:

- it is used outside business activity;
- its use is not abusive;
- the user's intention is really humorous.

Comparative advertising

According to the European harmonization directive of 6 October 1997 and to the French
Order of 23 August 2001, comparative advertising cannot benefit from a trademark'’s repu-
tation, lead to discredit or denigration of a trademark or lead to confusion to the detriment of
a third party trademark.

This does not only target use as a mark but any injury likely to be suffered by the various
distinctive competing signs.

If, under the Group's national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g. unfair competition or trade practice laws)?

The broad French approach to the concept of the trademark use generating infringement
does not exclude recourse to other legal concepts, particularly principles relative to unfair
competition which remain fully applicable to penalize injury which cannot be judged by
trademark law.
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1.2

1.3

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

As we have seen, use "as a mark" is not necessary to establish infringement.

The field of protection of a notorious or a well-known trademark is broader than the one for
identical or similar products or services for which the trademark, which is not notorious, is
protected. However, the question of unjustified use of a notorious or well-known trademark
is not treated differently from that of a trademark which is not notorious.

The French group feels that assessment of the use of a notorious or well-known trademark
should not differ from that applied to trademarks which are not notorious. In other words,
unjustified use of a notorious or well-known trademark should be enough to repress both its
reproduction and its imitation.

Zusammenfassung

Gibt es ein Erfordernis, das die Benutzung einer Marke "als Marke" verlangt

Um eine Marke zu erwerben (falls Rechte durch Benutzung geméss dem nationalen Recht
erworben werden kénnen)

. Das franzésische Recht kennt den Erwerb des Markenrechtes durch Benutzung
nicht mehr. Artikel L.712.1 des Gesetzes Uber geistiges Eigentum bestimmt, dass
"das Eigentum an einer Marke durch die Eintragung erworben wird". Es ist daher
nicht erforderlich, die Marke als Marke zu benutzen, um Rechte an dieser Marke
zu erwerben.

. In Ausnahmeféllen wird die Benutzung berucksichtigt, um einer Marke ein
Unterscheidungsmerkmal zu verleihen, das dies bei seiner Eintragung nicht
gehabt hatte, und um einer notorischen Marke in Frankreich Wirkung zu verleihen.

Um eine Markenregistrierung aufrechtzuerhalten (d.h. gegen einen Antrag auf Léschung
wegen Nichtbenutzung)

. Zum Zeitpunkt der Erneuerung der Marke wird die Benutzung nicht beriicksichtigt.

o Jedoch verlangt das franzosische Recht vom Eigentimer einer Marke eine
ernsthafte Benutzung der Marke "fiir die bei der Eintragung angegebenen
Produkte und Dienstleistungen” wahrend eines ununterbrochenen Zeitraumes von
funf Jahren, um dem Verlust der Rechte an der Marke zu entgehen.

Das Fallrecht scheint den Begriff der Benutzung eher in Bezug auf die traditionellen
Funktionen der Marke zu definieren. Eine Benutzung als Firmenzeichen oder Firmenname
ist unzureichend.

o Schliesslich kann der Inhaber einer Marke nicht gegen eine spater eingetragene
Marke Klage erheben, deren Benutzung er finf Jahre lang geduldet hat, es sei
denn, dass die zweite Anmeldung boswillig erfolgt ist. Die Klage ist auf die
Produkte und Dienstleistungen beschrankt, fur die die Benutzung toleriert worden
ist. Die in diesem Fall geforderte Benutzung stellt auch eine Benutzung als Marke
dar.

Um eine Verletzung zu begriinden?

. Die Verletzung von Rechten wird sehr allgemein als "Verstoss gegen die Rechte
des Eigentumers der Marke" definiert. Das Gesetz bezieht sich auf den Begriff der
"Benutzung" bei der Aufzahlung derjenigen Verstdsse, die eine Verletzung von
Rechten begriinden.
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. Das Fallrecht sanktioniert in einem sehr weiten Sinn die Benutzung einer
gefalschten Marke, ohne zu fordern, dass diese als Marke benutzt wird.

So stellt die einfache Anmeldung einer Marke, auch wenn diese nie benutzt worden ist,
eine Falschungshandlung dar. Die Benutzung kann schriftlich oder mundlich erfolgen. Die
Benutzung der Marke als Firmennamen oder Firmenzeichen stellt ebenfalls eine verbotene
Benutzung dar.

Der Nachdruck einer Marke in einem Lexikon oder Zeitungsartikel, d. h. in einem nicht
kaufmannischen Kontext, kann eine Verurteilung nach sich ziehen, wenn sie dem
Allgemeingebrauch zukommit.

Jedoch erlaubt das franzdsische Recht die Benutzung einer Marke als notwendige
Referenz, um die Bestimmung eines Produktes oder einer Dienstleistung anzugeben.
Desgleichen ist die Benutzung einer als Marke eingetragenen Bezeichnung statthaft, wenn
diese Bezeichnung in ihrer gelaufigen Bedeutung benutzt wird.

Gibt es eine Definition dessen, was die Benutzung "als Marke" ist, entweder im
Gesetzesrecht oder im Fallrecht?

Das franzdsische Gesetz definiert die Benutzung als Marke nicht. Das Fallrecht benutzt
diesen Begriff haufig, meist um die traditionellen Funktionen der Marke anzusprechen. Die
Benutzung "als Marke", wenn sie auch nicht notwendigerweise erfordert, dass die Marke
auf dem Produkt selbst reproduziert wird, impliziert jedoch, dass es benutzt wird, um das
Angebot oder den Verkauf dieses Produktes oder dieser Dienstleistung zu prasentieren
oder zu begleiten.

Gibt es einen Unterschied in der Beurteilung der Benutzung "als Marke" zwischen
dem Erwerb, der Aufrechterhaltung und der Verletzung von Rechten?

Da der Begriff der Benutzung als Marke beim Erwerb der Rechte keine Berucksichtigung
findet, begnigen wir uns damit, die Unterschiede zu untersuchen, die zwischen der
Aufrechterhaltung und der Verletzung der Markenrechte bestehen kénnen.

o Beurteilung der Benutzung "als Marke" fur die Aufrechterhaltung der Rechte

Die erforderliche Benutzung, damit der Inhaber einer Marke Rechte an seinen Urkunden
bewahren kann, setzt voraus, dass die Marke tatsachlich fur jedes der bei der Anmeldung
angegebenen Produkte und Dienstleistungen benutzt worden ist, dass diese Benutzung
ernsthaft ist und dass sie "als Marke" erfolgt ist, wobei Das Fallrecht auf die traditionelle
Funktion der Marke verweist.

. Beurteilung der Benutzung "als Marke" bei der Verletzung von Rechten

Wie wir bereits weiter oben gesehen haben (Punkt 1.3), erfasst das franzésische Fallrecht
den Begriff der Benutzung sehr extensiv, wenn es die Frage der Verletzung von Rechten
behandelt. Zwei Unterschiede tauchen zum Begriff der Benutzung unter dem Gesichtspunkt
der Aufrechterhaltung von Rechten auf:

- der Begriff der seridsen Benutzung wird nicht berucksichtigt, um die Verletzung von
Rechten zu charakterisieren; eine einmalige, isolierte Handlung ist ausreichend;

- die Benutzung muss nicht notwendigerweise "als Marke" erfolgt sein;

Wird eine der folgenden Nutzungsformen als Benutzung "als Marke" beurteilt:
Benutzung im Internet, als Metagag, in "linking" oder "framing”
4.1.1 Stellt die Benutzung als Metatag eine Benutzung als Marke dar?
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4.2

a Aufrechterhaltung der Rechte. Das franzosische Recht beantwortet diese
Frage nicht. So lange das Metatag flr den Verbraucher unsichtbar ist, ist die
franzOsische Gruppe der Ansicht, dass es allein nicht erlauben kann, die
Rechte an der Marke aufrechtzuerhalten.

B Die Verletzung von Rechten. Das Fallrecht hat die Benutzung des
Zeichens als Metatag als Verletzung der Markenrechte sanktioniert.

Die franzdsische Gruppe meint, dass die Benutzung von Drittmarken als Metatag nach den
gewohnlichen Kriterien der Falschung verfolgt werden kdnnen muss.

4.1.2 Stellt die Benutzung als Hypertext-Verbindung ("linking") eine Benutzung als
Marke dar?

Das franzdsische Recht beantwortet auch diese Frage nicht.

a Aufrechterhaltung der Rechte. Die franzésische Gruppe unterscheidet
danach, ob die Verbindung von dem Eigentimer der Marke genehmigt ist
oder nicht. Wenn sie genehmigt ist, ist die Gruppe der Auffassung, dass
diese Benutzung ermdglichen kann, die Rechte an der Marke unter der
Bedingung aufrechtzuerhalten, dass diese Benutzung der klassischen
Definition der seriosen Benutzung als Marke entspricht, um ein reales
Angebot an Produkten oder Dienstleistungen zu bezeichnen. Im
gegenteiligen Fall ist die franzésische Gruppe der Ansicht, dass die nicht
genehmigte Benutzung dem Eigentimer nicht erlaubt, seine Rechte
aufrechtzuerhalten.

B Die Verletzung der Rechte. Das Fallrecht hat die Benutzung des Zeichens
als Hypertext-Verbindung als Falschung einer Marke sanktioniert.

Die franzdsische Gruppe ist der Meinung, dass die Benutzung einer Drittmarke als
Hypertext-Verbindung insbesondere dann strafbar ist, wenn die Verbindung, die die
Drittmarken benutzt, Teil des Geschéaftslebens ist und/oder die Verbindung, die die
Drittmarken schadigt.

4.1.3 Stellt die Benutzung als "framing” eine Benutzung als Marke dar?

Das franzésische Recht beantwortet diese Frage nicht, und das Fallrecht hat sich nicht mit
der Frage auseinandergesetzt. Es sollten jedoch die gleichen Bedingungen wie die in
Hinblick auf die Hypertext-Verbindungen untersuchten angewendet werden.

Benutzung durch Fan-Clubs oder Anhénger

Die Benutzung einer Marke durch einen Fanclub ist nicht Gegenstand irgendeiner
gesetzlichen Bestimmung und hat in Frankreich keinen Anlass zu gerichtlichen
Entscheidungen gegeben.

a Aufrechterhaltung der Rechte. Wenn die Benutzung der Marke durch
einen Fanclub von dem Inhaber der Marke genehmigt ist, und wenn diese
tatsachlich benutzt wird, um Produkte und Dienstleistungen zu bezeichnen,
die bei der Eintragung angegeben wurden, so ist die franzdsische Gruppe
der Ansicht, dass diese Benutzung die Aufrechterhaltung der Rechte des
Inhabers ermdglichen kann.

B Die Verletzung der Rechte. Die franzdsische Gruppe ist der Meinung, dass
die Benutzung der Marke durch Fanclubs von der Einstufung als strafbare
Benutzung als Marke ausgenommen werden kdnnen musste, insbesondere
dann, wenn mindestens die folgenden zwei Bedingungen erflllt sind: die
Marke wird ausserhalb des Geschéaftslebens benutzt, und die Benutzung ist
auf eine fur den Club, die Person oder das Produkt (Film, etc. ...) notwendige
Referenz beschrankt, der die Website gewidmet ist.
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4.3

4.4

Parodien

Im Gegensatz zum Urheberrecht, das die Ausnahme der Parodie kennt, kennt das
franzosische Markengesetz diese nicht. Das dominierende Fallrecht weigert sich, diese
Ausnahme der Parodie bezlglich der Marken zuzulassen.

Jedoch ist die franzosische Gruppe der Meinung, dass die Ausnahme der Parodie der
Markenrecht entgegengestellt werden kdnnte, insbesondere wenn

- die Benutzung ausserhalb des Geschéaftslebens erfolgt,
- die Benutzung keinen Missbrauch begrindet,
- die Absicht des Benutzers tatsachlich humoristischer Art ist.

Vergleichende Werbung?

Nach einer europaischen Richtlinie tUber die Harmonisierung vom 6. Oktober 1997 und
einer Verordnung vom 23. August 2001 darf die vergleichende Werbung nicht unberechtigt
Profit aus dem mit einer Marke verbundenen Bekanntheitsgrad schlagen, den Verruf oder
die Verunglimpfung der Marke nach sich ziehen oder zur Verwechslung zum Nachteil einer
Drittmarke flhren .

Es ist nicht nur die Benutzung als Marke, sondern jede Schadigung gemeint, die an den
verschiedenen Erkennungszeichen des Konkurrenten verursacht werden kann.

Wenn im nationalen Recht der Gruppen die Benutzung als Marke auf die
traditionellen Angaben der Herkunft oder Identitat beschrankt ist, sind
unkonventionelle Benutzungsformen gestiitzt auf Markenrecht oder andere Gesetze
(z.B. unlauterer Wettbewerb oder Handelsrecht) trotzdem klagbar?

Der extensive franzosische Ansatz zum Begriff der Benutzung der Marke, die eine
begriindet, schliesst den Rickgriff auf andere juristische Begriffe nicht aus. Insbesondere
bleiben die Prinzipien bezlglich des unlauteren Wettbewerbs unbeschrankt anwendbar, um
die Schadigungen zu sanktionieren, die nicht dem Markenrecht unterliegen.

Wenn die Benutzung "als Marke" im traditionellen Sinn notwendig ist, um eine
Verletzung nachzuweisen, sind "bekannte", "beriihmte", "notorische" oder
"angesehene"” Marken, die fiir undhnliche Waren oder Dienstleistungen benutzt
werden, geschitzt?

Wie wir bereits gesehen haben, ist die Benutzung "als Marke" nicht notwendig, um die
Verletzung von Rechten zu begrinden.

Der Bereich des Schutzes einer notorischen Marke mit gutem Ruf ist weiter als derjenige
der identischen oder ahnlichen Produkte oder Dienstleistungen, fur die die notorische
Marke geschutzt ist. Jedoch wird der Sachverhalt der ungerechtfertigten Benutzung einer
notorischen Marke mit gutem Ruf nicht anders gehandhabt als derjenige der Benutzung
einer nicht notorischen Marke.

Die franzdsische Gruppe ist der Meinung, dass der Begriff der Benutzung einer notorischen
Marke von gutem Ruf sich nicht von demjenigen der Benutzung unterscheiden dirfte, der
fur eine notorische Marke verwendet wird. Mit anderen Worten, die ungerechtfertigte
Benutzung einer notorischen Marke mit gutem Ruf sollte es ermdglichen kénnen, sowohl
ihre Reproduktion als auch ihre Imitation zu ahnden.
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Germany
Allemagne
Deutschland

Bericht Q168

im Namen der Deutschen Langesgruppe
von Franz HACKER

Beniitzung einer Marke "als Marke" als rechtliche Voraussetzung beziiglich
Erwerb, Aufrechterhaltung und Verletzung der Rechte

Vorbemerkung

Das geltende deutsche MarkenG, durch das u.a. die Vorgaben der europaischen Markenrechts-
Richtlinie vom 21.12.1988 (im folgenden: MarkenRL) in nationales Recht umgesetzt wurden, ist
seit 1.1.1995, somit seit annahernd sieben Jahren, in Kraft. In vielen zentralen Bereichen des
reformierten und (teil-)harmonisierten Markenrechts kann bereits auf eine gesicherte
hochstrichterliche Rechtsprechung zurtickgegriffen werden. Dies gilt jedoch nicht uneingeschrankt.
Insbesondere zu dem in der Frage Q168 angesprochenen Begriff der Benutzung als
Voraussetzung fur den Erwerb, die Aufrechterhaltung und die Verletzung von Marken liegen bisher
nur ganz vereinzelte hochstrichterliche Entscheidungen vor. Deshalb bestimmen die nicht immer
einheitliche Spruchpraxis der Instanzgerichte und die AuRerungen im Schrifttum das zum Teil sehr
vielfaltige Meinungsbild. Dabei geht der Streit hdufig darum, in welchem Umfang Grundsatze, die
unter der Geltung des frilheren Rechts' als gesicherte Erkenntnis gelten konnten, auch bei der
Auslegung und Anwendung des MarkenG zu beachten sind.

Vor diesem Hintergrund kann der vorliegende Bericht nicht fir sich in Anspruch nehmen, die in
Deutschland geltende Rechtslage nach Art eines festgefigten Kanons darzustellen. Vielmehr kann
es weitgehend nur darum gehen, trotz der aus Raumgrinden gebotenen Vereinfachung und
Zusammenfassung ein moglichst zutreffendes Bild des gegenwartigen Diskussionsstandes
nachzuzeichnen. Daruber hinaus soll auRerhalb des vorgegebenen Fragenkatalogs in einem
zusatzlichen Abschnitt 3a. versucht werden, die Debatte in einigen Punkten weiterzufuhren.

1. Die Benutzung einer Marke "als Marke" als Voraussetzung fiir den Erwerb, die
Aufrechterhaltung und die Verletzung von Rechten

1.1 Schutzrechtserwerb
a) Nicht registrierte Marken

Neben dem Erwerb des Markenschutzes durch Registrierung kennt das deutsche
Recht seit langem auch den Schutz nicht registrierter Marken.? Die MarkenRL
befal3t sich nur mit registrierten bzw. zur Registrierung angemeldeten Marken, hat
es den Mitgliedstaaten aber ausdrticklich freigestellt, durch Benutzung erworbene

Dr. iur., Richter am Bundespatentgericht, Lehrbeauftragter fir Gewerblichen Rechtsschutz, Urheber-
und Wettbewerbsrecht an der Universitat Augsburg

Bis zum 31. Dezember 1994 galt in Deutschland das Warenzeichengesetz von 1936 (WZG) i.d.F.
vom 2. Januar 1968, das in wesentlichen Teilen auf das Gesetz zum Schutz der
Warenbezeichnungen vom 12. Mai 1894 zurlckging.

Bereits im 19. Jahrhundert war in einigen deutschen Staaten der Schutz nicht registrierter Marken
anerkannt. Das erste flr ganz Deutschland geltende MarkenschutzG von 1874 sah demgegeniber
nur den Schutz registrierter Marken vor. Erst das WZG von 1894 (vgl. o. Fu3n. 1) hat den Schutz
nichtregistrierter Marken in Form des sog. Ausstattungsschutzes wieder eingefuhrt (§ 15 WZG 1894,
spater § 25 WZG).

73



b)

Marken nach MaRgabe des nationalen Rechts weiterhin zu schiitzen.® Von dieser
Maoglichkeit ist in Deutschland in § 4 Nr.2 MarkenG Gebrauch gemacht worden.
Nach dieser Vorschrift entsteht der Markenschutz durch Benutzung eines Zeichens
im geschéftlichen Verkehr, soweit das Zeichen innerhalb beteiligter Verkehrskreise
,als Marke“ Verkehrsgeltung erworben hat. Die Benutzung allein genlgt somit nicht.

Nach dem Wortlaut des Gesetzes ist die Formulierung ,als Marke“ auf die
Verkehrsgeltung, nicht auf die Benutzung bezogen. Die Verkehrsgeltung ist jedoch
nur die tatsachliche Folge einer gesteigerten Benutzung des Zeichens. Insoweit
setzt eine Verkehrsgeltung ,als Marke* zwingend eine Benutzung ,als Marke®
voraus.

Registermarken

Auch bei Marken, die im Wege der Registereintragung geschutzt werden sollen (§ 4
Nr. 1 MarkenG), kann die Frage einer Benutzung als Marke Bedeutung erlangen.
Die Eintragung setzt zwar grundsatzlich keine vorgangige Benutzung voraus.
Anders verhalt es sich aber, wenn der angemeldeten Marke ein absolutes
Schutzhindernis nach §8 Abs.2 Nr.1 bis3 MarkenG (fehlende
Unterscheidungskraft, beschreibende Angabe, iblich gewordene Bezeichnung)
entgegensteht. Fur diesen Fall sieht § 8 Abs. 3 MarkenG in Umsetzung von Art. 3
Abs. 3 Satz 1 MarkenRL vor, dal3 eine Eintragung gleichwohl erfolgen kann, wenn
die Marke sich infolge ihrer Benutzung fur die Waren oder Dienstleistungen, fur die
sie angemeldet worden ist, in den beteiligten Verkehrskreisen durchgesetzt hat.
Insoweit wird hier ebenso wie im Rahmen des § 4 Nr. 2 MarkenG eine Benutzung
,als Marke*“ vorausgesetzt.”

1.2 Aufrechterhaltung des Schutzes

a)

b)

Nicht registrierte Marken

Nicht registrierte Marken verlieren ihren Schutz — quasi spiegelbildlich zu ihrer
Entstehung — mit dem Verlust der Verkehrsgeltung ,als Marke®. Das ist nicht
gesetzlich geregelt, aber allgemein anerkannt.® Der Verlust der Verkehrsgeltung tritt
meist nicht zeitgleich mit der Beendigung der Benutzung ein, folgt ihr aber in der
Regel alsbald nach. Die Aufrechterhaltung des Schutzes setzt insoweit ebenso wie
die Schutzbegrindung eine Benutzung ,als Marke* voraus.

Registermarken
aa) Marken, die im Wege der Verkehrsdurchsetzung eingetragen worden sind:

Ist eine Marke nach § 8 Abs. 3 MarkenG aufgrund ihrer Durchsetzung im
Verkehr in das Register eingetragen worden, so finden im weiteren die
allgemeinen Vorschriften flr registrierte Marken Anwendung. Der
nachtragliche Verlust der Verkehrsdurchsetzung laf3t daher — anders als bei
nicht eingetragenen Marken — den Fortbestand der Marke unberuhrt. Die
Marke unterliegt lediglich den Vorschriften des Benutzungszwangs (s. bb)).

bb)  Benutzungszwang:

Vgl. den 4. Erwédgungsgrund. Dabei handelt es sich nicht nur, was der Wortlaut (,erworbene

Marken®) nahelegen konnte, um einen Bestandsschutz; vielmehr ist auch der Schutz neuer Marken
kraft Benutzung maéglich, s. auch Art. 16 Abs. 1 Satz 3 TRIPS-Ubereinkommen.

Val. Art. 3 Abs. 1 lit. b, c und d MarkenRL

Im friheren Recht ist dies deutlicher zum Ausdruck gekommen. Nach § 4 Abs. 3 WZG war es
erforderlich, dal® sich das angemeldete Zeichen im Verkehr ,als Kennzeichen“ der Waren des
Anmelders durchgesetzt hat. Mit der Neuformulierung des Verkehrsdurchsetzungstatbestandes in
§8 Abs.3 MarkenG war indessen keine sachliche Anderung gegeniiber §4 Abs.3 WZG
beabsichtigt.

Althammer/Klaka, Markengesetz, 6. Aufl. (2000), § 4 Rn. 44; Ingerl/Rohnke, Markengesetz (1998),

§ 4 Rn. 20; Fezer, Markenrecht, 3. Aufl. (2001), § 4 Rn. 214, jeweils m.w.N.
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1.3

In Ubereinstimmung mit Art. 10 bis 12 MarkenRL sieht das MarkenG vor,
dafR aus einer Marke keine Rechte geltend gemacht werden kénnen (§§ 25,
43, 55 Abs.3 MarkenG) bzw. die Marke wegen Verfalls der Ldschung
unterliegt (§ 49 Abs. 1 MarkenG), wenn sie nicht innerhalb bestimmter — je
nach Verfahrensart unterschiedlich zu berechnender — Funfjahreszeitrdume
nach MaRgabe des § 26 MarkenG rechtserhaltend benutzt worden ist. Das
Gesetz — wie auch die MarkenRL — verlangt insoweit nicht wortlich eine
Benutzung ,als Marke®. Die Bundesregierung ist davon aber in der
Begriindung zum Entwurf des MarkenG ausgegangen.’

Markenverletzung

Die Frage, ob der Verletzungstatbestand die Benutzung des angegriffenen Zeichens ,als
Marke® voraussetzt, wird in Deutschland unter dem Stichwort des ,markenmaRigen
Gebrauchs* diskutiert. Diese besondere Terminologie ist historisch dadurch zu erklaren,
dall im frGheren Recht (§ 16 WZG) bestimmte Benutzungshandlungen Dritter vom
Schutzbereich der Marke ausgenommen waren (insoweit vergleichbar § 23 MarkenG bzw.
Art. 6 MarkenRL), dies aber nur, sofern bei den privilegierten Handlungen nicht ein
,warenzeichenmaliger Gebrauch“ vorlag. Daraus und aus der dominierenden
Herkunftsfunktion der Marke hatte man nahezu einhellig geschlossen, dal® nur die
warenzeichenmalige (markenmafige) Benutzung einer Marke markenrechtliche
Anspriiche ausléste.® MarkenméaRiger Gebrauch in diesem Sinne wurde angenommen,
wenn eine Bezeichnung zur Kennzeichnung einer Ware oder in Beziehung auf eine Ware in
einer Weise verwendet wird, dall der Durchschnittsbetrachter annehmen kann, die
Bezeichnung diene zur Unterscheidung der so gekennzeichneten Ware von gleichen oder
gleichartigen Waren anderer Herkunft.® Diese Voraussetzungen wurden im allgemeinen
groRziigig bejaht.”® Insbesondere sollte in dem Gebrauch einer Bezeichnung als Firma in
der Regel zugleich eine zumindest mittelbare Herkunftskennzeichnung der unter der Firma
vertriebenen Waren liegen."" Dariiber hinaus wurde bei der Anbringung fremder Marken auf
den eigenen Waren ein zeichenmaBiger Gebrauch sogar vermutet."

Ob diese Grundsatze unter der Geltung des MarkenG weiterhin anzuwenden sind, ist
Gegenstand einer lebhaften Kontroverse. Das MarkenG regelt die Frage nicht explizit. § 14
Abs. 2 Nr. 1 bis 3 MarkenG fordert, soweit hier von Interesse, in Ubereinstimmung mit Art. 5
Abs. 1 Satz 2 und Abs. 2 MarkenRL lediglich die Benutzung des angegriffenen Zeichens im
geschaftlichen Verkehr. Auch die Regierungsbegrindung zum MarkenG verhalt sich nicht
eindeutig hierzu. In der Regierungsbegrindung zum Entwurf eines Gesetzes zur
vergleichenden Werbung™, mit dem die Richtlinie 97/55/EG umgesetzt wurde, ist allerdings
ausdrucklich ausgefuhrt, daR das MarkenG nur den kennzeichenmalligen Gebrauch von
Marken erfasse.™

Begrindung zum Entwurf des MarkenG (§ 26), BI. f. PMZ 1994, Sonderheft, S. 77

Vgl. statt aller Baumbach/Hefermehl, Warenzeichenrecht, 12. Aufl. 1985, § 15 Rn. 22 m.w.N.; a.A.
Heydt, GRUR 1976, 7 ff.; ders., GRUR 1971, 253 ff. (Anm. zu BGH GRUR 1971, 251 — Oldtimer);
ders., Mitt. 1969, 319 ff.; ihm folgend Fezer, GRUR 1977, 616, 618 (Anm. zu BGH GRUR 1977, 614
— Gebaudefassade).

Z.B. BGH GRUR 1985, 41, 43 — REHAB; GRUR 1961, 280, 281 — Tosca; GRUR 1960, 126 —
Sternbild; GRUR 1955, 484, 485 — Luxor/Luxus; GRUR 1953, 175, 176 — Kabel-Kennzeichnung.

Vgl. BGH GRUR 1998, 830, 834 - Les-Paul-Gitarren, GRUR 1995, 57, 60 -
Markenverunglimpfung Il (Nivea) m.w.N.

Z.B. BGH GRUR 1977, 789, 790 — Tina-Spezialversand; GRUR 1975, 257 — Buddelei; GRUR 1954,
123, 124 — NSU-Fox/Auto-Fox; Baumbach/Hefermehl, aaO (Ful’n. 8), § 15 Rn. 27 m.w.N.

BGH GRUR 1998, 830, 834 — Les-Paul-Gitarren; GRUR 1995, 57, 60 — Markeverunglimpfung Il
(Nivea); GRUR 1961, 280, 281 — Tosca.

Abgedruckt in WRP 2000, 555; s. dazu auch unten 4.4.

AaO S. 557.
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Die hdchstrichterliche Rechtsprechung ist zunachst in einigen obiter dicta vom Erfordernis
eines kennzeichenmaRigen Gebrauchs im traditionellen Sinne ausgegangen'®, hat die
Frage aber in spateren Entscheidungen offen gelassen, teils weil ein markenmaliger
Gebrauch jedenfalls vorlag™, teils weil angenommen worden war, die beanstandete
Verwendung sei nach § 23 MarkenG (Art. 6 MarkenRL) von markenrechtlichen Ansprichen
freigestellt.” Die Rechtsprechung der Instanzgerichte verlangt hingegen, soweit sie die
Frage nicht ebenfalls dahingestellt sein 14Rt'®, ganz lberwiegend, daR das angegriffene
Zeichen markenmaRig im traditionellen, auf die Herkunftsfunktion bezogenen Sinne benutzt
worden ist." Das OLG Diisseldorf indessen hat hierzu den Europdischen Gerichtshof um
eine Vorabentscheidung ersucht.”® Der Beklagte des Ausgangsverfahrens hatte Dritten
Edelsteine mit einem ,Spirit-Sun-Schliff* angeboten. Der Begriff ,SPIRIT SUN" war fir den
Klager als Marke fir Edelsteine eingetragen. Aus dem Verkaufsgesprach war jedoch nach
den Feststellungen des Gerichts zweifelsfrei hervorgegangen, dall es sich bei den
angebotenen Steinen nicht um solche aus der Produktion des Klagers, sondern des
Beklagten handelte.

Im Schrifttum ist die Frage umstritten wie kaum eine andere. Einigkeit besteht lediglich
darin, dal} jedenfalls in den Fallen von einer rechtsverletzenden Benutzung auszugehen ist,
in denen ein Zeichen im herkdmmlichen Sinne markenmalfig, d.h. zur betrieblichen
Herkunftsindividualisierung von Waren und Dienstleistungen verwendet wird. Im Ubrigen
lassen sich im wesentlichen zwei grol3e Meinungsgruppen feststellen. Die eine Auffassung
will den Tatbestand der rechtsverletzenden Benutzung wie im alten Recht auf
markenmafige Benutzungshandlungen beschranken und beruft sich hierfur vor allem auf
Art. 5 Abs.5 MarkenRL.2" Nach dieser Vorschrift bleibt es den Mitgliedstaaten
unbenommen, Bestimmungen Uber den Schutz der Marke gegeniber der Verwendung
eines Zeichens zu anderen Zwecken als der Unterscheidung von Waren und
Dienstleistungen vorzusehen. Hierin wird ein eindeutiger Hinweis darauf gesehen, dal} der
Benutzungsbegriff in Art. 5 Abs. 1 und 2 MarkenRL nicht jedwede Benutzung erfalt,
sondern nur eine Benutzung zur Unterscheidung von Waren und Dienstleistungen eines
Unternehmens von solchen anderer Unternehmen, somit allein eine markenmaRige
Benutzung.

Die Gegenmeinung® erachtet jede Benutzung als rechtsverletzend. Einziges Korrektiv
dieses weiten Benutzungsbegriffs soll § 23 MarkenG sein, der in Umsetzung des Art. 6
MarkenRL bestimmte Handlungen von markenrechtlichen Ansprichen freistellt, sofern
diese Handlungen nicht im Einzelfall gegen die guten Sitten versto3en. Zur Begrindung
wird auf den Wortlaut des Art. 5 Abs. 1 und 2 MarkenRL bzw. des § 14 Abs. 2 MarkenG
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BGH GRUR 1996, 68, 70 — COTTON LINE; GRUR 1995, 354, 358 — Rugenwalder Teewurst II.
BGH GRUR 1998, 834, 835 — Les-Paul-Gitarren.
BGH GRUR 1998, 697, 699 — VENUS MULTI.

Z.B. LG Dusseldorf GRUR 1998, 159, 161 — EPSON; LG Minchen| CR 1997, 540, 541 -
Freundin.de.

Z.B. OLG Dresden NJW 2001, 615, 616 — Johann Sebastian Bach; LG Hamburg CR 2000, 392, 394
— keyword buys; OLG Hamburg WRP 1997, 106, 108, 110 - Gucci; WRP 1996, 572, 576; KG GRUR
1997, 295, 296 — Alles wird Teurer; OLG Minchen Mitt. 1996, 174, 175 — FAT-TIRE; vgl. auch OLG
Munchen MMR 1999, 547 — Buecher.de/Amazon.de (zum Firmenrecht).

OLG Dusseldorf WRP 2000, 316 — SPIRIT SUN.

Schultze/Schwenn, WRP 1997, 536, 538; v. Schultz, GRUR 1997, 408, 409; Keller, GRUR 1996,
607 ff.; Piper, GRUR 1996, 429, 434; Sack, GRUR 1995, 81, 93 ff.; v. Gamm, GRUR 1994, 775,
780; ders., WRP 1993, 793, 798; Ernst-Moll, GRUR 1993, 8, 17; Kunz-Hallstein, GRUR Int. 1990,
747, 757;

Althammer/Klaka, aaO (o. FuBn. 6), § 14 Rn. 66 f.; Ingerl/Rohnke, aaO (o. Ful3n. 6), § 14 Rn. 53 ff,;
Nagele, Die rechtsverletzende Benutzung im Markenrecht (1999), passim; Nordemann, NJW 1997,
1891, 1893; Nordemann, Wettbewerbs- und Markenrecht, 8. Aufl., Rn. 430g; Kur, CR 1996, 590,
592; Starck, GRUR 1996, 688, 690 ff.; Fezer, GRUR 1996, 566 ff.; ders., aaO (o. Ful3n. 6) § 14
Rn. 39; Meyer, GRUR Int. 1996, 592, 602; Meister, WRP 1995, 366, 369; Kruger, GRUR 1995, 527,
529; Schmieder, NJW 1994, 1241, 1244; Ingerl/Rohnke, NJW 1994, 1247, 1252; Schertz,
Merchandising, Rn. 197 ff.
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verwiesen, wo lediglich eine Benutzung im geschéaftlichen Verkehr gefordert ist. Daneben
wird auf die speziell erwdhnten Benutzungstatbestdnde des Art. 5 Abs. 3 lit. b undd
MarkenRL/§ 14 Abs.3 Nr.2 und 5 MarkenG hingewiesen, die mit dem bloRen Besitz
rechtsverletzend gekennzeichneter Waren und mit der Benutzung rechtsverletzender
Zeichen in der (auch mindlichen) Werbung Handlungen erfassen, die nach
herkdbmmlichem Verstandnis nicht als markenmafig qualifiziert werden konnten. Als
weiteres Argument wird angefihrt, da} die Herkunftsfunktion nicht mehr die allein
geschitzte Funktion der Marke darstelle.

Neben den geschilderten beiden Grundauffassungen bestehen noch verschiedene
vermittelnde Meinungen, die das Kriterium der markenmaRigen Benutzung nur bei
bestimmten Verletzungstatbestanden nicht mehr anwenden wollen, etwa im Rahmen des
Identitatsschutzes (Art. 5 Abs. 1 Satz 2 lit. a MarkenRL/§ 14 Abs. 2 Nr. 1 MarkenG)? oder
des Schutzes der bekannten Marke nach Art. 5 Abs.2 MarkenRL/§ 14 Abs.2 Nr.3
MarkenG.*

Die ,BMW/Deenik“-Entscheidung des Europaischen Gerichtshofes?® konnte bisher nicht zu
einer Beilegung des Meinungsstreits beitragen. Beide grofden Meinungsgruppen sehen sich
durch dieses Urteil in ihren Auffassungen bestétigt.”® Insofern ist es zu begriiBen, daR das
OLG Dusseldorf die Streitfrage erneut dem Europaischen Gerichtshof zur Entscheidung
vorgelegt hat.?’

Definitionen des Begriffes der Benutzung "als Marke"

a) Der Begriff ,als Marke® wird im geltenden deutschen Recht, wie zu 1. ausgefihrt,
nur im Zusammenhang mit dem Schutzrechtserwerb bei nicht registrierten Marken
(§ 4 Nr. 2 MarkenG) verwendet. Eine gesetzliche Definition fehlt. Hinzuweisen ist
aber auf den allgemeinen Markenbegriff in § 3 Abs. 1 MarkenG. Danach handelt es
sich bei der Marke um ein Zeichen zur Unterscheidung von Waren und
Dienstleistungen eines Unternehmens von solchen anderer Unternehmen (vgl.
Art. 2 MarkenRL). Hieraus 1aRt sich entnehmen, dald der Markenschutz nach § 4
Nr. 2 MarkenG die Benutzung (und Verkehrsgeltung) des betreffenden Zeichens zur
Unterscheidung von Waren und Dienstleistungen ihrer betrieblichen Herkunft nach
voraussetzt. Gleiches gilt fur den Fall der Verkehrsdurchsetzung (§8 Abs. 3
MarkenG).

b) Als Voraussetzung fur die Aufrechterhaltung der Marke im Rahmen des
Benutzungszwangs wird eine Benutzung ,als Marke“ explizit nur in der
Regierungsbegrindung zum Entwurf des MarkenG gefordert (s.o. zu 1.2) und naher
im Sinne einer funktionsgerechten Verwendung der Marke erlautert.?® Dies bedeute
nicht notwendig, dal® die Marke (sofern es sich um eine Warenmarke handelt) auf
den Waren angebracht worden sein musse. Vielmehr kénne auch, je nach den
Umstanden, eine Benutzung auf Geschéaftspapieren, in Katalogen oder
insbesondere in der Werbung ausreichen. Die Regierungsbegrindung fordert in
diesem Zusammenhang eine Abkehr von der friiheren strengen Rechtsprechung,
die im Grundsatz eine Benutzung auf der Ware verlangt hat. Dafiir bestehe, so heif3t
es weiter, nach dem harmonisierten Recht keine Grundlage mehr.
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v. Gamm, GRUR 1994, 775, 780; ders., WRP 1993, 793, 797; hiergegen Keller, GRUR 1996, 607,
610 Fuldn. 40.

Kraft, GRUR 1991, 339, 342; ausf. hierzu unten 3a.

EuGH GRUR Int. 1999, 438 — BMW/Deenik.

Vgl. einerseits OLG Dresden NJW 2001, 615, 616 — Johann Sebastian Bach, andererseits
Althammer/Klaka, aaO (o. Fuf®n. 6), § 14 Rn. 67; Fezer, aaO (o. Fuf3n. 6), § 14 Rn. 30c.

Vgl. o. Fuldn. 20; kritisch hierzu Fezer, aaO Rn. 30d.

AaO (o. Fuln. 7).
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Teile der instanzgerichtlichen Rechtsprechung® und des Schrifttums® sind dem —
u.a. unter Hinweis auf die Multifunktionalitat der Marke — gefolgt. Ein blofRR
gedanklicher Bezug zu den betreffenden Waren und Dienstleistungen wird insoweit
fir ausreichend erachtet.®’

Demgegenuber hat der Bundesgerichtshof in seiner ersten Entscheidung zum
Benutzungszwang nach neuem Recht eine im Sinne der traditionellen
Herkunftsfunktion kennzeichenmallige Benutzung verlangt.* Neuere
hdchstrichterliche Entscheidungen zu dieser Frage liegen noch nicht vor. Ob damit
im Regelfall zwingend eine kérperliche Anbringung der Marke auf der Ware verlangt
ist*®, war im konkreten Fall nicht zu entscheiden, dirfte aber jedenfalls dann zu
bejahen sein, wenn eine derartige Markenverwendung nach den jeweils
branchenbezogenen Gegebenheiten und der Art der verwendeten Marke die
verkehrsiibliche Form einer Markenbenutzung darstellt.**

c) Zum Begriff des warenzeichen- bzw. markenmafigen Gebrauchs als Voraussetzung
einer Markenverletzung wurde in der Rechtsprechung die bereits oben zu 1.3
angeflhrte Definition entwickelt, wonach es darauf ankommt, ob das angegriffene
Zeichen zur Kennzeichnung einer Ware oder in Beziehung auf eine Ware (oder
Dienstleistung) in einer Weise verwendet wurde, dal® der Durchschnittsbetrachter
annehmen kann, die Bezeichnung diene zur Unterscheidung der Waren von
gleichen oder gleichartigen Waren anderer Herkunft. Fir das geltende Recht kann
eine Weitergeltung dieser Begriffsbestimmung nur im Rahmen des oben 1.3
skizzierten  Meinungsspektrums angenommen  werden.  Hdchstrichterliche
AuRerungen hierzu fehlen.

Unterschiede in der Beurteilung der Benutzung "als Marke" im Hinblick auf den
Erwerb, die Aufrechterhaltung und die Verletzung von Rechten

Im deutschen Recht ist seit langem scharf differenziert worden insbesondere zwischen
rechtsverletzender und rechtserhaltender Benutzung. Der Benutzungsbegriff im Sinne des
Benutzungszwangs wurde als eigensténdiger Begriff aufgefat.** Zwar waren sowohl die
rechtsverletzende wie die rechtserhaltende Benutzung im Hinblick auf die traditionelle
Herkunftsfunktion zu beurteilen; im einen wie im anderen Fall kam es also darauf an, ob der
Verkehr die Marke bzw. das angegriffene Zeichen als Herkunftshinweis verstand. Trotzdem
gelangte man zu unterschiedlichen Ergebnissen, weil der Begriff der markenmaRigen
Benutzung im Sinne des Verletzungstatbestandes sehr weit, der Begriff der
markenmafigen Benutzung im Sinne des Benutzungszwangs dagegen eher restriktiv
ausgelegt wurde. So waren viele Handlungen denkbar, die zwar eine Markenverletzung
darstellten, fur eine rechtserhaltende Benutzung aber nicht ausreichten. Ein Beispiel daftr
war die firmenmaRige Benutzung eines Zeichens. Sie wurde zwar als rechtsverletzend
qualifiziert, weil in der Bezeichnung eines Unternehmens regelmalig zugleich eine
herkunftskennzeichnende Bezeichnung der von dem Unternehmen vertriebenen Produkte
liege (mittelbar zeichenmaliger Gebrauch). Fir eine rechtserhaltende Benutzung gentigte
dagegen ein bloR firmenmaRiger Gebrauch nicht. Umgekehrt konnte es aber auch
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OLG Minchen Mitt. 1997, 30, 34 — aliseo.
Fezer, aaO (o. Ful3. 6), § 26 Rn. 8 und 30; Ingerl/Rohnke, aaO (o. Ful3n. 6), § 26 Rn. 18.
So insb. Fezer, aaO.

BGH GRUR 1995, 583, 584 — MONTANA (von Fezer, aaO (o. Ful3n. 6), § 26 Rn. 30 irrtimlich als
Entscheidung zum alten WZG eingeordnet); ebenso Starck, GRUR 1996, 688, 691.

So die ganz h.M. zum friheren Recht, vgl. statt aller Baumbach/Hefermehl, aaO (o. Fu®n. 8), § 5
Rn. 21.

Vgl. BGH GRUR 1996, 267, 268 — AQUA (zwar zum WZG, aber unter Bezugnahme auf die schon
zum MarkenG ergangene MONTANA-Entscheidung (Fu3n. 32)); ebenso OLG Minchen WRP 1996,
128, 130 — THE BEATLES; BPatG GRUR 1998, 1032, 1033 — MAPAX/MAPAG; GRUR 1996, 981,
982 — ESTAVITAL; ahnlich Althammer/Strébele, aaO (o. Fuldn. 6), § 26 Rn. 10.

Statt aller: Baumbach/Hefermehl, aaO (0. Fuf3n. 8), § 5 Rn. 20 m.w.N.
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3a.

Handlungen geben, die zwar eine rechtserhaltende, aber keine rechtsverletzende
Benutzung darstellten, z.B. bestimmte innerbetriebliche Gebrauchsformen.

Von der h.M. wird die Unterscheidung zwischen rechtserhaltender und rechtsverletzender
Benutzung auch fiir das geltende Recht vorgenommen®, wobei aber im einzelnen
Unterschiede bestehen, die letztlich mit den Auseinandersetzungen um den Begriff des
kennzeichenmaRigen Gebrauchs zusammenhangen.®’

Bemerkungen zu 1. bis 3.

a) Ob und inwieweit der Gebrauch eines Zeichens ,als Marke® Voraussetzung fur den
Erwerb und die Aufrechterhaltung bzw. fiir das Vorliegen einer Markenverletzung ist,
und was im einzelnen unter einem Gebrauch ,als Marke“ zu verstehen ist, hangt
sehr eng mit der grundsatzlichen Frage zusammen, welche rechtlich geschitzten
Funktionen der Marke zugewiesen werden. Unbestritten ist die traditionelle
Herkunftsfunktion auch im geltenden Recht eine der geschitzten Funktionen. Das
ergibt sich sowohl aus dem 10. Erwagungsgrund zur MarkenRL, der die
Herkunftsfunktion besonders hervorhebt, als auch aus der Definition der Marke als
eines Zeichens zur Unterscheidung von Waren und Dienstleistungen eines
Unternehmens von solchen anderer Unternehmen (Art. 2 MarkenRL/§ 3 Abs. 1
MarkenG).®® Ob dariiber hinaus auch alle anderen denkbaren (und auch
wandelbaren) ,6konomischen® Funktionen der Marke, insbesondere ihre Qualitats-
und Werbefunktion, umfassend und mit gleichem Gewicht wie die Herkunftsfunktion
zu berlcksichtigen sind — wie im Sinne eines Paradigmenwechsels gegenuber dem
friiheren Recht sowohl in der Regierungsbegriindung zum MarkenG™ als auch von
gewichtigen Stimmen im Schrifttum®™ vertreten wird -, erscheint in dieser
Allgemeinheit zweifelhaft. Sicher feststellen 14t sich jedenfalls, dal es eine Marke
ohne Herkunftsfunktion nicht geben kann; das folgt unmittelbar aus Art. 2
MarkenRL/§ 3 Abs. 1 MarkenG, wo die Eignung zur herkunftsindividualisierenden
Unterscheidung von Waren und Dienstleistungen zwingend vorausgesetzt ist. Alle
sonst denkbaren Funktionen dagegen kénnen im Einzelfall zwar vorliegen, von
Rechts wegen ist dies aber nicht zwingend erforderlich, um Uberhaupt von einer
Marke sprechen zu kdnnen. Allein die Herkunftsfunktion ist obligatorisch mit dem
Begriff der Marke vorgegeben; alle anderen Funktionen sind fakultativ.*' Insofern
lalt sich auch unter dem harmonisierten Recht von der Herkunftsfunktion als der
Grundfunktion der Marke sprechen, wie dies der 10. Erwagungsgrund zur
MarkenRL zutreffend zum Ausdruck bringt.

Im Ubrigen wird die Frage nach der rechtlich geschitzten Funktion einer Marke nicht
fur jede Marke gleich beantwortet werden kénnen. In den weitaus haufigsten Fallen
entsteht der Markenschutz durch Eintragung in das Register, was — abgesehen vom
Fall der Verkehrsdurchsetzung — eine Benutzung nicht voraussetzt. Einer solchen
noch unbenutzten Registermarke kann nun zwar eine Herkunftsfunktion im Sinne
einer  nach der  blofien Registerlage gegebenen Eignung zur
herkunftsindividualisierenden Unterscheidung der im Verzeichnis der Waren und
Dienstleistungen beanspruchten Waren und Dienstleistungen von solchen anderer
Unternehmen zugemessen werden.*? Eine dariiber hinausgehende Qualitats-,
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Vgl. Althammer/Klaka, aaO (0. Fuf’n. 6), § 14 Rn. 66; Althammer/Strébele, aaO (o. Fuldn. 6), § 26
Rn. 9; Fezer, aaO (0. Fuldn. 6), § 14 Rn. 70 und § 26 Rn. 4; a.A. Ingerl/Rohnke, aaO (o. Ful3n. 6),
§ 26 Rn. 19, die fur einen weitgehenden Gleichlauf beider Beutzungsbegriffe eintreten.

Insoweit auch flr den Benutzungszwang ablehnend Fezer, aaO (o. Fuf3n. 6), § 26 Rn. 4.
Sehr deutlich in diesem Sinne auch EuGH, Urt. v. 4.10.2001, Rs. C-517/99 Rn. 22 und 24 — Bravo.
AaO (o. Fuldn. 7), S. 66 und besonders S. 76.

Fezer, aaO (o. FuBn.6), Einleitung Rn.35; ihm folgend Hubmann/Gétting, Gewerblicher
Rechtsschutz, 6. Aufl.,, S. 258; vgl. auch Kunz-Hallstein, in: FS DPA — 100 Jahre Marken —Amt,
S. 147 ff.; Tilmann, ZHR 158 (1994), 371 ff.; Kiethe/Grdéschke, WRP 1998, 541 ff.

Vgl. Sambuc, FS Hertin, S. 439, 443.
Ob dies der Fall ist, ist Gegenstand der Prifung im Eintragungsverfahren.
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b)

Werbe- oder sonstige Kommunikationsfunktion kann ihr aber als blolRem
Registerrecht (noch) nicht zukommen.*® Diese zusétzlichen Funktionen kann eine
Marke erst durch tatsachliche Ingebrauchnahme und eine gewisse Bekanntheit im
Markt erwerben. Erst wenn und soweit dies geschehen ist, kann die Frage gestellt
werden, ob diese zusatzlichen, erworbenen Funktionen auch rechtlich geschitzt
sind. Dem [aRt sich nicht entgegenhalten, dall bereits der Registermarke als
Formalrecht eine wenigstens latente Qualitdts-, Werbe- oder sonstige
Kommunikationsfunktion innewohne. Das Markenrecht kann immer nur real
vorhandene, zumindest nach der Registerlage vorliegende, nicht aber blo3 latente
Funktionen schiitzen.*

Hiervon ausgehend ergibt sich folgendes:
aa) Zum Schutzrechtserwerb

Kraft Benutzung und Verkehrsgeltung geschutzte Marken (§4 Nr.2
MarkenG) genief3en den gleichen Schutz wie registrierte Marken. Daher mul}
fur die nichtregistrierte genauso wie fir die registrierte Marke gelten, dal} ihr
eine Herkunftsfunktion zukommt, und zwar, da es um einen Schutzerwerb
durch tatsachliche Benutzung und Verkehrsgeltung geht, eine tatsachliche
Herkunftsfunktion. Die fur die Schutzentstehung erforderliche Benutzung und
Verkehrsgeltung ,als Marke® ist daher allein im Hinblick auf die erforderliche
tatsachliche Herkunftsfunktion im Einzelfall naher zu konkretisieren.*®

bb)  Zur Aufrechterhaltung des Schutzes

Soweit fur die Aufrechterhaltung des Markenschutzes eine Benutzung
erforderlich ist, geht es um den grundsatzlichen Bestand der Marke, somit
um ihren Fortbestand als herkunftsindividualisierende Kennzeichnung. Die
Aufrechterhaltung einer etwa zusatzlich erworbenen Qualitats-, Werbe- oder
sonstigen ~ Kommunikationsfunktion  ist nicht = Gegenstand  des
Benutzungszwangs. Der Benutzungsbegriff kann daher auch insoweit nur im
Hinblick auf die Herkunftsfunktion interpretiert werden. Die Rechtsprechung
hat daher zu Recht am Erfordernis eines kennzeichenmafigen Gebrauchs
im Sinne der traditionellen Herkunftsfunktion festgehalten.

cc) Zur Markenverletzung

Das deutsche Recht hat in §14 Abs.2 Nr.1 und2 MarkenG die
obligatorischen Vorgaben des Art. 5 Abs. 1 Satz 2 lit. a und b MarkenRL
umgesetzt. Danach geniel3t die Marke Identitdtsschutz und Schutz
gegenuber Verwechslungsgefahr. Darlber hinaus ist in § 14 Abs.2 Nr. 3
MarkenG von der Option des Art. 5 Abs. 2 MarkenRL Gebrauch gemacht
worden. Im Inland bekannte Marken genielfen danach Schutz auch
gegenuber Benutzungshandlungen im Bereich unahnlicher Waren, sofern
mit der Benutzung eine Verwasserungsgefahr oder eine Rufausbeutung bzw.
-schadigung einhergeht.

Der Identitdtsschutz und der Schutz gegen Verwechslungsgefahr kommt
gleichermal3en benutzten wie unbenutzten, bekannten und unbekannten Marken
zugute. Da, wie unter a) dargelegt, eine unbenutzte Marke keine andere als eine
formal nach der Registerlage gegebene Herkunftsfunktion aufweisen kann, ist im
Rahmen des §14 Abs.2 Nr.1 und 2 MarkenG mit der bislang vorliegenden
instanzgerichtlichen  Rechtsprechung grundsatzlich am  Erfordernis eines
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Ahnlich Sambuc, WRP 2000, 985, 988; Althammer/Strébele, aaO (0. FuRn. 6), § 9 Rn. 42; vgl. auch
BGH GRUR 1999, 158, 160 — GARIBALDI.

A.A. Fezer, WRP 2000, 1ff., der bereits eine latente Herkunftsfunktion genligen lassen will;
hiergegen zutreffend Kur, MarkenR 2000, 1, 5; Sambuc, WRP 2000, 985, 988 f.; Strobele, GRUR
2001, 658, 664.

Dasselbe ergibt sich, wie oben zu 3. dargelegt, aus einer Zusammenschau der §§ 4 Nr. 2, 8 Abs. 3
mit dem allgemeinen Markenbegriff des § 3 Abs. 1 MarkenG.
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markenmafigen Gebrauchs im traditionellen, auf die Herkunftsfunktion bezogenen
Sinne festzuhalten, wobei im Interesse eines effektiven Schutzes auch der
unbenutzten Marke von einem weiten Begriffsverstandnis auszugehen ist.

Dasselbe ergibt sich aus dem Begriff der Verwechslungsgefahr, der nach der
Rechtsprechung des Europaischen Gerichtshofes allein im Hinblick auf die
Herkunftsfunktion auszulegen ist.*® Dies gilt gleichermaRen im Hinblick auf die
Gefahr eines gedanklichen Inverbindungbringens, bei der es sich nur um eine
besondere Spielart der Verwechslungsgefahr handelt.*” Es ware nicht sinnvoll, unter
diesen Voraussetzungen den Benutzungsbegriff von der Herkunftsfunktion
abzukoppeln.

Aus anderer Warte wird diese Sichtweise noch einmal durch die ,BMW/Deenik"“-
Entscheidung des Européischen Gerichtshofes*® bestatigt. In dieser Entscheidung
ist der besonderen Regelung des Art. 5 Abs. 5 MarkenRL Uber die Verwendung
einer Marke zu anderen Zwecken als der Unterscheidung von Waren und
Dienstleistungen enthommen worden, dafl} der Benutzungsbegriff im Ubrigen nur die
Benutzung zur Unterscheidung von Waren und Dienstleistungen erfalt*®, somit die
markegoméflige Benutzung im traditionellen, auf die Herkunftsfunktion bezogenen
Sinne.

Das Erfordernis eines markenmafRigen Gebrauchs dirfte fur eine sinnvolle
Begrenzung des Markenschutzes auch unverzichtbar sein. § 23 MarkenG (Art. 6
MarkenRL) kann fur sich allein den insoweit gebotenen Ausgleich mit den
Interessen Dritter nicht leisten. Insbesondere erscheint es nicht zutreffend, jede blof3
nennende, d.h. nicht markenmaflige Benutzung einer fremden Marke unter § 23
Nr. 2 MarkenG (Art. 6 Abs. 1 lit. b MarkenRL) zu subsumieren.

Anders verhalt es sich dagegen beim Sonderschutz der bekannten Marke gemaf}
§ 14 Abs. 2 Nr. 3 MarkenG/Art. 5 Abs. 2 MarkenRL. Bekannte Marken haben Uber
ihre ursprungliche Herkunftsfunktion hinaus weitere Funktionen hinzu erworben. Sie
lassen sich Uber ihre bloRe Verwendung als Individualisierungszeichen hinaus
wirtschaftlich verwerten. Diese zusatzlich hinzu gewonnenen Funktionen werden
durch § 14 Abs.2 Nr. 3 MarkenG uUber die traditionelle Herkunftsfunktion hinaus
selbstandig — also nicht nur, wie friher, in den Grenzen der Herkunftsfunktion®' -
rechtlich geschutzt. Dem ist durch einen entsprechend weiten Benutzungsbegriff
Rechnung zu tragen, der grundsétzlich jede Benutzung der Marke fur die Produkte
Dritter erfalt.>

Im Schrifttum ist die Auffassung vertreten worden, dal der Benutzungsbegriff fur die
verschiedenen Verletzungstatbestidnde nur einheitlich ausgelegt werden kénne.*
Begrindet wird dies mit flieRenden Ubergadngen der Tatbestdnde und daraus
resultierenden Abgrenzungsschwierigkeiten. Das trifft jedoch nicht zu. Das einzige
Abgrenzungsmerkmal zwischen dem Schutz gegen Verwechslungsgefahr und dem
Sonderschutz der bekannten Marke ist die Ahnlichkeit bzw. Unahnlichkeit der
Waren/Dienstleistungen, flr die das angegriffene Zeichen verwendet wird. Diese
Frage muf’ aber ohnehin in jedem Verletzungsfall geklart werden.

EuGH GRUR 1998, 922, 924 Rn. 26 ff. — Canon; ebenso EuGH, Urt. v. 4.10.2001, Rs. C-517/99,
Rn. 22 und 24 — Bravo.
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EuGH GRUR 1998, 387, 389 — Springende Raubkatze; GRUR Int. 2000, 899, 900 — Marca/Adidas.

EuGH GRUR Int. 1999, 438 — BMW/Deenik.

AaO Rn. 38 — BMW/Deenik.

A.A. Fezer, aaO (o. FuBln. 6), § 14 Rn. 30c; Althammer/Klaka, aaO (o. Ful’n. 6), § 14 Rn. 67.
Vgl. BGHZ 60, 185, 193 f. — Cinzano.

Ahnlich schon Kraft, GRUR 1991, 339, 342.

Fezer, aaO (o. Ful3n. 6), § 14 Rn. 29; ders., GRUR 1996, 566, 567 f.; Ingerl/Rohnke, aaO (o.

FuRn. 6), § 14 Rn. 46.
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4.1

Auch die MarkenRL steht einem differenzierten Verstandnis des Benutzungsbegriffs
nicht entgegen. Zwar konnte man dem Gesamtzusammenhang des Art. 5
MarkenRL maoglicherweise entnehmen, dal der Benutzungsbegriff auch im Rahmen
des Sonderschutzes der bekannten Marke (Art.5 Abs.2 MarkenRL) im
Gegenschlul® zu Art. 5 Abs. 5 MarkenRL, somit im traditionellen Sinne auszulegen
ist. Dieser Auffassung ist offensichtlich auch der Europaische Gerichtshof.** Dabei
darf aber nicht Ubersehen werden, dal} es sich bei Art. 5 Abs. 2 MarkenRL nur um
eine fakultative Vorschriff, nicht um eine obligatorische Vorgabe handelt. Die
Mitgliedstaaten konnen diese Vorschrift umsetzen, mussen dies aber nicht tun,
kénnen sie also auch anders als vorgegeben umsetzen.”® Insoweit kann dann aber
Art. 5 Abs. 5 MarkenRL keine bindende Vorgabe fur die Auslegung des Art. 5 Abs. 2
MarkenRL bzw. des entsprechenden nationalen Rechts entnommen werden. Im
ubrigen schliel3t es Art. 5 Abs. 5 MarkenRL nicht aus, dal® die Mitgliedstaaten den
dort vorgesehenen Schutz im Wege des Markenrechts gewahren.

Einzelne problematische Benutzungsformen

Bevor im folgenden zu einzelnen unter dem Aspekt des Benutzungsbegriffs besonders
problematischen Fallgruppen berichtet wird, ist darauf hinzuweisen, dal die Entscheidung
markenrechtlicher Sachverhalte in besonderem Mal} von den Umstanden des Einzelfalles
abhangt. Nur mit diesem Vorbehalt lassen sich einige generelle Aussagen treffen.

Markenrechtlich relevante Benutzungsformen im Internet
Vorbemerkung: International-privatrechtliche Aspekte

Der Erwerb, die Aufrechterhaltung und die Verletzung einer Marke setzen stets inldndische
Benutzungshandlungen voraus. Gesetzlich geregelt ist dies fir den Benutzungszwang
(§ 26 Abs. 1 MarkenG; vgl. auch Art. 10 Abs. 1 MarkenRL). Im Ubrigen ergibt es sich aus
dem im Immaterialgiiterrecht allgemein geltenden Schutzlandprinzip.>®

Probleme bereitet im vorliegenden Zusammenhang insbesondere die Frage, unter welchen
Voraussetzungen die Benutzung von Zeichen im weltweit zuganglichen Internet eine
Benutzungs-, insbesondere Verletzungshandlung nach Malgabe des innerstaatlichen
Rechts darstellen kann. Hierzu hat das Standing Committee on the Law of Trade marks,
Industrial Designs and Geographical Indications der WIPO in seinen Empfehlungen vom
16.3.2001 Handreichungen gegeben.®” Diese Vorschldge sind im deutschen Schrifttum
insgesamt positiv aufgenommen worden und erscheinen, vor allem was das Kriterium des
,commercial effect® als international-privatrechtlichen Anknipfungstatbestand angeht,
grundsétzlich angemessen.®® Es ist vorgeschlagen worden, das Problem im Rahmen des in
§ 14 Abs. 2 MarkenG enthaltenen Tatbestandsmerkmals der Benutzung im geschéftlichen
Verkehr zu behandeln.>®

Eine gesetzliche Regelung dieses Fragenkreises fehlt in Deutschland ebenso wie
einschlagige hochstrichterliche Rechtsprechung. Hinzuweisen ist aber auf eine
Entscheidung des BPatG, wonach eine rechtserhaltende Benutzung im Inland
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Vgl. EuGH GRUR Int. 1999, 438, 441 Rn. 38 — BMW/Deenik.
Vgl. zur beschrankten Harmonisierungswirkung bloR3 fakultativer Richtlinienbestimmungen BPatG
GRUR 2001, 744, 746 — S100; unklar RéRler, GRUR 1994, 559, 561, 568.

Vgl. die im Anhang der Richtlinie 2000/31/EG uber den elektronischen Geschaftsverkehr
vorgesehene Ausnahme vom Herkunftslandprinzip des Art. 3 Abs. 1 und 2 dieser Richtlinie. Fir das
Urheberrecht findet sich eine ausdruckliche Normierung des Schutzlandprinzips in Art. 5 Abs. 2

ABledrB8Win WRP 2001, 833 ff.

Vgl. Bettinger, WRP 2001, 789 ff.; Kur, WRP 2000, 935, 937 ff; s. des weiteren Bettinger/Thum,
GRUR Int. 1999, 659, 670 ff; zu verwandten Fragestellungen im Urheberrecht s. Schack, MMR
2000, 59 ff.

Kur, WRP 2000, 935, 937.
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angenommen werden kann, wenn eine Internetwerbung (auch) in deutscher Sprache
gehalten ist und die Produktion der beworbenen Waren im Inland erfolgt.®°

Die nachfolgenden Ausfuhrungen gehen davon aus, dall es sich um inlédndische
Sachverhalte handelt.

a) Benutzung einer Marke ,als Marke“ durch Verwendung im Internet

Die Benutzung von Marken im Internet und deren Rechtsfolgen richten sich
grundsatzlich nach den allgemeinen, oben 1. bis 3. dargestellten Regeln. Es ist
bislang nicht ersichtlich, dald fur die Losung der insoweit auftretenden Probleme
vollig neue Ansatze gefunden werden muften. Das schliel3t es nicht aus, dal} in
Einzelfallen die mit dem Internet verbundenen technischen Mdglichkeiten der
Nutzung von Kennzeichen eine Anpassung der herkdmmlichen Instrumentarien

61
gg?rde@c'hutzrechtsemerb

bb)

cc)

Ein Schutzrechtserwerb nach §§ 4 Nr. 2, 8 Abs. 3 MarkenG aufgrund einer
Zeichenbenutzung im Internet ist nach den insoweit allgemein geltenden
Kriterien moglich. Voraussetzung ist also, da® das Zeichen ,als Marke®, d.h.
als Herkunftshinweis fir bestimmte Waren oder Dienstleistungen benutzt
wird. Der allgemeine Gebrauch eines Zeichens z.B. als Domainname wird
insoweit nicht fir ausreichend erachtet.®® Durch den Gebrauch als
Domainname kann eine geschutzte geschaftliche Bezeichnung (§5
MarkenG) oder ein Namensrecht (§ 12 BGB) entstehen. Fir den Schutz als
Marke aber ist dartber hinaus ein konkreter Produktbezug der Benutzung
und — darauf aufbauend — der Verkehrsgeltung unabdingbar. Ob hierflr ein
bloR ,virtueller Produktbezug“ ausreicht®™, erscheint zweifelhaft. Eine
Privilegierung der Internet-Benutzung ist nicht gerechtfertigt. Im Regelfall
wird man deshalb fordern mussen, da® die koérperliche Verbindung von
Marke und Ware im Internet bildlich dargestellt sein muf3. Entsprechendes
gilt im Rahmen des Verkehrsdurchsetzungstatbestandes (§8 Abs. 3

M@éﬁ?snec?l)laltende Benutzung

Dall die Werbung fur Waren und Dienstleistungen im Internet eine
rechtserhaltende Benutzung darstellen kann, ist in der instanzgerichtlichen
Rechtsprechung — wenn auch nur in einem obiter dictum — bereits anerkannt
worden. Als Voraussetzung wurde postuliert, dall eine hinreichende
Beziehung zwischen der jeweiligen Ware und der Marke erkennbar wird und
die Werbung auf eine tatsachlich beabsichtigte Lieferung der beworbenen
Produkte bezogen ist.** Fiir eine hinreichende Beziehung zwischen Marke
und Ware wird dabei im Regelfall — korrespondierend zur Schutzentstehung
— zu fordern sein, dal die Marke auf der Ware in der Darstellung im Internet
erkennbar ist.

Die Verwendung einer Marke als Domainname wird nach diesen
Grundsatzen fur sich allein die Annahme einer rechtserhaltenden Benutzung
regelmaRig nicht rechtfertigen.®® Anders kann es aber bei Dienstleistungen
liegen, wenn die Dienstleistung direkt Uber das Internet unter dem
betreffenden Domainnamen erbracht wird.*®

Markenverletzung
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BPatG BI. f. PMZ 2001, 24, 25 — Vision; zum Inlandsbezug bei Verletzungshandlungen s. LG
Hamburg CR 2000, 392, 393 — keyword buys.

In diesem Sinne auch Herberger, NJW 2000, 2082 ff.

Fezer, aaO (o. Ful3n. 6), § 3 Rn. 309.

So Fezer, aaO Rn. 310.

BPatG BI. f. PMZ 2001, 24, 25 — Vision.

Fezer, aaO (o. Ful3n. 6), § 3 Rn. 322.

Fezer, aaO.
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In  der Rechtsprechung der Instanzgerichte — hdchstrichterliche
Entscheidungen liegen auch hierzu bislang nicht vor — ist besonders haufig
erortert worden, ob die Verwendung eines mit einer Marke (oder einem
sonstigen geschutzten Kennzeichen oder Namen) identischen oder
verwechslungsfahigen Domainnamens eine Marken- (bzw. sonstige
Kennzeichen- oder Namens-) Verletzung darstellt. Sofern man — wie nahezu
einhellig die bisher vorliegende Rechtsprechung der Instanzgerichte®” - am
Erfordernis eines marken- bzw. sonst kennzeichenmafigen Gebrauchs
festhalt, kommt es insoweit darauf an, ob man dem Domainnamen nur die
technische Funktion einer Rechneradresse oder dartber hinaus auch eine
kennzeichenmaflige Funktion zumift. In Rechtsprechung und Schrifttum wird
eine (auch) kennzeichnende Funktion von Domainnamen fast einhellig
bejaht, weil zur Bildung von Domainnamen sehr haufig identifizierende
Kennzeichen wie Marken, Firmen, Werktitel oder Namen verwendet werden,
so dall der Verkehr von einer kennzeichnenden Funktion entsprechend
gebildeter Domainnamen ausgehe.®® Dies bedeutet, daR Waren und
Dienstleistungen, die unter einem Domainnamen im Internet angeboten oder
vertrieben werden, durch den Domainnamen im Regelfall zumindest
mittelbar ihrer betrieblichen Herkunft nach gekennzeichnet werden, so daf
zum%igst eine markenrechtlich relevante Benutzungshandlung vorliegen
wird.

Verneint wurde indessen ein kennzeichenmalliger Gebrauch, wenn die
Domain keinen eigenen Inhalt hat, sondern lediglich eine Weiterleitung an
die eigentliche Homepage des Unternehmens erfolgt.”® Ebenfalls verneint
wurde eine Benutzungshandlung der Vergabestelle im Hinblick auf die bei ihr
registrierten Domainnamen.””’

b) Verwendung fremder Marken als Metatags

Nicht selten werden fremde Marken als Metatags in den Quellcode von Websites
aufgenommen. Auf diese Weise sollen Suchmaschinen dazu veranlaf3t werden, bei
Eingabe der Marke durch den Internet-Nutzer die betreffende Homepage (sogar
bevorzugt) in der Trefferliste mit anzuzeigen. Ob ein derartiger Gebrauch fremder
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S. dazu oben 1.3.

KG GRUR-RR 2001, 180 — CHECK IN/checkin.com; OLG Hamburg GRUR-RR 2001, 126, 129 f. —
Intershop; OLG Frankfurt GRUR-RR 2001, 5 — mediafacts.de; OLG Hamburg CR 2001, 552 —
buecher1001.de; LG Muanchen| CR 2001, 416 — BMW; OLG Kéln GRUR 2000, 798, 799 -
alsdorf.de; OLG Minchen GRUR 2000, 519, 520 - rollsroyce.de; OLG Hamburg MMR 2000, 544,
545 — kulturwerbung.de; OLG Minchen MMR 2000, 277 — Intershopping.com; OLG Rostock NJWE-
WettbR 2000, 161 — mueritz-online; OLG Midnchen GRUR 2000, 518, 519 — buecherde.com; OLG
Minchen MMR 1999, 547 — Buecher.de/Amazon.de; OLG Kdln CR 1999, 385 — herzogenrath.de;
OLG Munchen CR 1999, 382 — shell.de; OLG Munchen CR 1998, 556, 557 — freundin.de; LG
Dusseldorf GRUR 1998, 159, 161 — EPSON; LG Hamburg CR 1998, 47, 48 — eltern.de; LG
Frankfurt/Main NJW-RR 1998, 974; OLG Hamm NJW-RR 1998, 909, 910 — krupp.de; KG NJW
1997, 3321, 3322; LG Ansbach NJW 1997, 2688 — ansbach.de; LG Braunschweig NJW 1997, 2687
— braunschweig.de; LG Mannheim GRUR 1997, 377, 378 = NJW 1996, 2736, 2737 — heidelberg.de;
ebenso Althammer/Klaka, aaO (o. Ful3n. 6), § 15 Rn. 31; Ingerl/Rohnke, aaO (o. Fuln. 6), § 14
R. 65; Fezer, aaO (0. Fun. 6), § 3 Rn. 329; Reinhart, WRP 2001, 13, 14; Joller, MarkenR 2000,
341, 343; Wiebe, CR 1998, 157, 158; Bettinger, GRUR Int. 1997, 402, 409; Nordemann, NJW 1997,
1891, 1892 (unter dem Aspekt der Schutzfahigkeit von Domainnamen); Bucking, NJW 1997, 1886,
1887; Kur, CR 1996, 590, 591; dies., CR 1996, 325, 327; Freitag, MA 1996, 495, 496; ders., in:
Kréger/Gimmy (Hrsg.), Handbuch des Internetrechts, S. 346 f.; vgl. auch Hoffmann, Die Entwicklung
des Internetrechts, in: NJW 2001, Beilage zu Heft 14, S.16f; a.A. lediglich die frihen
Entscheidungen LG Kdln NJW-RR 1998, 976 — pulheim.de; GRUR 1997, 377 — huerth.de; BB 1997,
1121 — kerpen.de - m. abl. Anm. Zahrnt; offen gelassen von OLG Frankfurt WRP 2000, 645, 646 —
weideglueck.de; LG Minchen | CR 1997, 540, 541 — Freundin.de.

Zu weiteren Benutzungshandlungen s. Fezer, aaO (o. Fuf®n. 6), § 3 Rn. 324.

OLG Minchen MMR 1999, 547 — Buecher.de/Amazon.de.

BGH NJW 2001, 3265, 3266 — ambiente.de; OLG Dresden WRP 2001, 706, 708 — Kurt-
Biedenkopf.de.
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Marken eine markenrechtlich relevante Benutzungshandlung darstellt, ist streitig.
Die bisher vorliegende Rechtsprechung der Instanzgerichte bejaht dies
uneingeschrankt, gibt hierfiir aber keine nahere Begriindung.” Auch das Schrifttum
geht Uberwiegend davon aus, dal® das Metatagging eine Benutzungshandlung im
Sinne der markenrechtliche Verletzungstatbestdnde darstellt.” Im einzelnen
bestehen hier aber viele Unterschiede. Teils wird der Benutzungscharakter nur fur
den Fall bejaht, dall ein markenmalRiger Gebrauch im herkdmmlichen Sinne nicht
erforderlich ist’, teils wird er bejaht, weil der Begriff der markenmaRigen Benutzung
,multifunktional“ weit auszulegen sei”®, teils deswegen, weil das Metatagging
jedenfalls eine Benutzungshandlung im Sinne der ,BMW/Deenik“-Entscheidung des
Europdischen Gerichtshofes darstelle.”® Demgegeniiber wird vor allem
eingewendet, dal} der Gebrauch einer Marke als Metatag flr den Internet-Nutzer
nicht sichtbar in Erscheinung tritt; insoweit liege nicht nur kein markenmafiger
Gebrauch, sondern (iberhaupt keine Benutzung der fremden Marke vor.””

Ob und unter welchen Voraussetzungen das Metatagging unter dem Gesichtspunkt
des § 23 MarkenG (Art. 6 MarkenRL) oder im Hinblick auf eine Erschépfung des
Markenrechts gerechtfertigt sein kann®, ist bisher nicht Gegenstand gerichtlicher
Entscheidungen gewesen.

Mit einer dem Metatagging dhnlichen Problematik hatte sich das LG Hamburg zu
befassen. Die Beklagte, eine online-ParfUmerie, hatte mit der Zweitbeklagten, der
Betreiberin einer Suchmaschine, eine entgeltliche Abrede dahingehend getroffen,
dall bei der Eingabe bestimmter Kosmetikmarken durch Internet-Nutzer ein
Werbebanner der Beklagten auf dem Bildschirm erschien, wahrend die Trefferliste
erstellt wurde. Auf dem Werbebanner selbst erschienen die betreffenden Marken
nicht. Das LG Hamburg hat in dieser Verwendung fremder Kosmetikmarken keinen
markenmalfligen Gebrauch im traditionellen, auf die Herkunftsfunktion bezogenen
Sinne gesehen’ und lediglich eine wettbewerbswidrige Rufausbeutung (auch durch
den Suchmaschinen-Betreiber) angenommen.

Verwendung fremder Marken und verwechslungsféhiger Zeichen im Rahmen von
Links

Die Verlinkung von Websites unter Nennung fremder Marken wird im Schrifttum fur
grundsatzlich zulassig erachtet. Dies wird jedoch weder mit einer entsprechenden
Auslegung des  Benutzungsbegriffs  noch  unter  Heranziehung  der
Freistellungstatbestdnde der §§23, 24 MarkenG (Art.6 und7 MarkenRL)
begrindet, sondern teilweise mit einer vermuteten Zustimmung der betroffenen
Markeninhaber®®, teilweise mit einem allgemeinen Werberecht als Schranke des
Kennzeichenrechts.®'

Eine ganze Serie gerichtlicher Verfahren betraf Links auf Websites, von denen aus
die Software ,FTP-Explorer® des amerikanischen Softwareherstellers FTPX
heruntergeladen werden konnte. Hiergegen wandte sich jeweils die Inhaberin der
Software-Marke ,Explorer”. Soweit nicht eine Verwechslungsgefahr zwischen dem

72

73

74
75
76
77
78
79

80
81

OLG Minchen WRP 2000, 775, 778 — Hanseatic; LG Frankfurt/Main CR 2000, 462, 463; LG
Hamburg CR 2000, 121 m. zust. Anm. Ernst; LG Mannheim CR 1998, 306 f. - ARWIS.

Ohne nahere Begriindung Fezer, aaO (o. Fuln. 6), § 3 Rn. 342; Freitag, in: Kroger/Gimmy (Hrsg.),
Handbuch des Internetrechts, S. 357; Koch, NJW-CoR 1998, 45, 47.

Viefhues, MMR 1999, 336, 339.

Menke, WRP 1999, 982, 984 ff.; vgl. hierzu auch Fezer, aaO (0. Fufn. 6), § 14 Rn. 48 f.

Kur, CR 2000, 448, 451 f.

Kotthoff, K&R 1999, 157, 159 f.; ablehnend auch Schmidt-Bogatzky, GRUR 2000, 959, 961 f.

Vgl. hierzu 6sterrOGH OBI. 2001, 126.

LG Hamburg CR 2000, 392, 394 — keyword buys; insoweit abl. Schmidt-Bogatzky, GRUR 2000, 959,

960 f.

Hoeren, WRP 1997, 993, 995.
Fezer, aaO (o. Ful3n. 6), § 3 Rn. 338.
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4.2

Zeichen ,FTP-Explorer und der Marke ,Explorer® verneint wurde®, haben die
Gerichte angenommen, dald das Setzen des Links eine kennzeichenmalige
Verwendung des verletzenden Zeichens ,FTP-Explorer” darstelle.®®

d) Framing

Die markenrechtliche Beurteilung des Framing war bislang, soweit ersichtlich, noch
nicht ~ Gegenstand  gerichtlicher = Entscheidungen. Die  Gefahr  von
Kennzeichenverletzungen durfte hier aber grundsatzlich hdher einzustufen sein als
bei dem bloRen Setzen von Links.

Verwendung fremder Marken durch Fan-Clubs

Der Gebrauch fremder Marken durch Fan-Clubs usw. wird sich haufig aulRerhalb des
geschéftlichen Verkehrs abspielen und bereits deshalb kaum Anhaltspunkte flr ein
markenrechtliches Vorgehen bieten.®* Anders liegt es dagegen bei der Verwendung von
Marken als schmuckende Ausstattung von Fan-Artikeln, Werbegeschenken etc.

Unter dem fruheren Recht schieden bei einer nur ornamentalen Verwendung fremder
Marken zeichenrechtliche Anspriiche regelmafig aus, teils unter dem Gesichtspunkt des
fehlenden markenmaRigen Gebrauchs®, teils wegen fehlender Warengleichartigkeit.®®
Insoweit kamen nur wettbewerbsrechtliche Anspriiche in Betracht.®”

Unter dem geltenden Recht erscheint eine andere Betrachtungsweise geboten. Auch wenn
man — mit der hier bevorzugten Auffassung®® - jedenfalls in den Féllen des
Identitatsschutzes und bei der Beurteilung der Verwechslungsgefahr an dem Erfordernis
eines markenmafigen Gebrauchs festhalt, werden markenrechtliche Anspriche hieran in
der Regel nicht scheitern. Wer z.B. eine fremde Bekleidungsmarke dekorativ auf ein T-Shirt
aufdruckt, benutzt diese Marke ohne weiteres markenmaRig in dem weiten Sinne, wie es im
Interesse eines effektiven Markenschutzes anzunehmen geboten ist.®*® Soweit eine
ornamentale Verwendung der fremden Marke auf unahnlichen Waren erfolgt, werden meist
die Voraussetzungen des § 14 Abs. 2 Nr. 3 MarkenG erflllt sein, denn praktisch sind es
allein bekannte Marken und deren besonderes Flair, welches Dritte zu einer Ausbeutung in
Form von ornamentalen Verwendungen verleitet. MarkenmaRiger Gebrauch ist insoweit
nach der hier bevorzugten Auffassung nicht erforderlich.

Eine praktisch relevante Schutzllicke wird sich nur in den seltenen Fallen ergeben, in
denen eine (bekannte) Marke im Warenidentitats- oder —ahnlichkeitsbereich benutzt wird,
so dald insoweit die Voraussetzungen des Sonderschutzes der bekannten Marke nach § 14
Abs. 2 Nr. 3 MarkenG nicht erfullt sind, und andererseits Anspruche aus § 14 Abs. 2 Nr. 1
und 2 MarkenG wegen eindeutig fehlenden markenmafigen Gebrauchs ausscheiden. So
kann es etwa bei der Verwendung mehrerer bekannter Marken nebeneinander als Dekor
liegen.®® Da auch in diesen Fallen das vom Markeninhaber geschaffene Image
ungerechtfertigt ausgebeutet wird, mul man entweder mit einer entsprechenden
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OLG Braunschweig MMR 2001, 608, 610.

OLG Hamm, MMR 2001, 611 — FTP-Explorer; LG Braunschweig NJWE-WettbR 2000, 298, 299; LG
Minchen | MMR 2000, 566, 568; anders flir den Betreiber einer Suchmaschine LG Minchen | NJW-
RR 2001, 550.

Vgl. Fezer, aaO (o. Ful3n. 6), § 3 Rn. 328.

Z.B. BGH GRUR 1994, 635, 636 — Pulloverbeschriftungen; GRUR 1960, 126, 128 — Sternbild; OLG
Minchen GRUR 1991, 218 — Wiesenausschnitt.

Vgl. OLG Minchen GRUR Int. 1981, 180, 183 — John Player.
Vgl. BGH GRUR 1994, 635, 636 — Pulloverbeschriftungen.
Vgl. oben Abschnitt 3a.

Ebenso Kur, MarkenR 2001, 137, 143.

Vgl. BGH GRUR 1994, 635 — Pulloverbeschriftungen; s. hierzu auch Kur, MarkenR 2001, 137, 143
FulRn. 44; vgl. auch OLG Dresden NJW 2001, 615, 616 — Johann Sebastian Bach.
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4.3

Anwendung des § 14 Abs. 2 Nr. 3 MarkenG helfen oder wettbewerbsrechtliche Anspriche
in Betracht ziehen.®'

Hinzuweisen ist noch auf eine Entscheidung des OLG Minchen, in der eine
rechtserhaltende Benutzung durch die dekorative Verwendung einer Marke auf Fan-Artikeln
verneint wurde.*

Markenparodien

Unter der Geltung des WZG ist ausflhrlich erdrtert worden, ob in der parodistischen
Verfremdung einer Marke noch ein zeichenmaRiger Gebrauch ,als Marke® zu sehen ist. Die
Rechtsprechung stand dem zunichst eher ablehnend gegeniiber.®® Dabei ist allerdings
nicht zu verkennen, daR die einschlagigen héchstrichterlichen Urteile® nicht von dem fiir
das Wettbewerbs- und Markenrecht, sondern von dem fur das burgerliche Deliktsrecht
zustandigen Senat des Bundesgerichtshofes erlassen wurden. In spateren Fallen hat der
Marken- und Wettbewerbssenat des Bundesgerichtshofes einen zeichenmaligen
Gebrauch grof3zlgig bejaht. Ein solcher sollte jedenfalls dann vorliegen, wenn im Verkehr
der Eindruck entstehen kénne, der Markeninhaber selbst stehe hinter der Parodie.*®

Wie die Falle der Markenparodie bzw. der parodistischen Verunglimpfung im geltenden
Recht einzuordnen sind, war noch nicht Gegenstand der hdchstrichterlichen
Rechtsprechung. Das Kammergericht hat — im Hinblick auf den von ihm fir erforderlich
gehaltenen markenmaligen Gebrauch — markenrechtliche Anspriiche in einem Fall
verneint, in dem die sehr  bekannte Hauptmarke  eines deutschen
Telekommunikationsunternehmens in kritisch verballhornter Form als Postkartenaufdruck
verwendet worden war.%

Die Vorschlége in der Literatur hangen im wesentlichen davon ab, ob markenmaRiger
Gebrauch im Rahmen der Verletzungstatbestande fur erforderlich gehalten wird. Soweit
dies der Fall ist, wird der rechtliche Ansatz schwerpunktmafig im allgemeinen Recht des
unlauteren Wettbewerbs gesehen.®” Die Gegenmeinung stellt hingegen im Hinblick auf die
mit der Markenparodie verbundene Ruf- bzw. Aufmerksamkeitsausbeutung auf den
Sonderschutz der bekannten Marke (§ 14 Abs. 2 Nr. 3 MarkenG) ab.*®

Nach der hier bevorzugten Auffassung kommt es im Warenidentitats- oder -
ahnlichkeitsbereich (§14 Abs.2 Nr.1 und2 MarkenG) auf das Vorliegen eines
markenmalligen Gebrauchs an. Dieser wird sich jedoch — bei der gebotenen grof3ziigigen
Betrachtungsweise — meist bejahen lassen. Daflr spricht schon eine tatsachliche
Vermutung.gg Wer eine fremde Marke parodiert, um unter dem verfremdeten Zeichen seine
eigenen, identischen oder dhnlichen Waren abzusetzen, der legt es regelmafig (zumindest
auch) auf eine Herkunftsverwirrung an. Das Gros der Falle betrifft indessen eine
Verwendung der Parodie fur undhnliche Waren. Markenmafiger Gebrauch ist insoweit
nicht erforderlich. Meist werden auch die weiteren Voraussetzungen des § 14 Abs. 2 Nr. 3
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Vgl. zur entsprechenden Anwendung des § 14 Abs. 2 Nr. 3 MarkenG/Art. 5 Abs. 2 MarkenRL BGH
GRUR 2000, 875 — Davidoff (Vorlage an den EuGH).

OLG Muanchen WRP 1996, 128, 130 — THE BEATLES.

OLG Frankfurt GRUR 1982, 319, 320 — Lusthansa; BGH GRUR 1984, 684, 685 — Mordoro; BGH
GRUR 1986, 759, 760 — BMW m. abl. Anm. Bollack/Friehe.

S. vor. Ful3n.

BGH GRUR 1995, 57, 60 — Markenverunglimpfung Il (Nivea); GRUR 1994, 808, 809 -
Markenverunglimpfung | (Mars); vgl. auch OLG Hamburg GRUR 1992, 58 — adihash; abl. zur
Annahme eines zeichenmafigen Gebrauchs in den genannten BGH-Fallen Gétting, JZ 1995, 206,
207; vgl. auch Deutsch, GRUR 1995, 319 ff.

KG GRUR 1997, 295, 296 — Alles wird Teurer.
Vgl. Schultze/Schwenn, WRP 1997, 536, 539.

Vgl. Ingerl/Rohnke, aaO (o. Fulln. 6), § 14 Rn. 98f.; Althammer/Klaka, aaO (o. Fulln.6), § 14
Rn. 68; Fezer, aaO (o. Ful’n. 6), § 14 Rn. 436.

Vgl. BGH GRUR 1995, 57, 60 — Markenverunglimpfung Il (Nivea).
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4.4

MarkenG, insbesondere die Ausnutzung der Wertschatzung einer bekannten Marke,
vorliegen, so dal} die Parodie grundsatzlich markenrechtlich abgewehrt werden kann.

Zu beachten ist aber, dall insbesondere in den Fallen der Markenparodie der
verfassungsrechtliche Schutz der Meinungsfreiheit (Art. 5 GG) gréfiere Bedeutung erlangen
kann. Darauf hat — in anderem rechtlichen Zusammenhang — auch der Bundesgerichtshof
hingewiesen.'® Gerade die bekannte Marke ist nicht nur ein ausschlieRlich dem
Markeninhaber zugeordnetes Absatz- und Marketinginstrument, sondern Teil des
gesellschaftlichen und kulturellen Kommunikationsprozesses. Insoweit hat sie sich auch
offentlicher Kritik zu stellen.’® DaR die Auseinandersetzung mit einer bekannten Marke,
soweit markenrechtlich von Interesse, im geschaftlichen Verkehr und gegebenenfalls zu
eigenen Absatzzwecken stattfindet, steht einer Beriicksichtigung der verfassungsrechtlich
verbiirgten Meinungsfreiheit nicht entgegen.'® Das in § 14 Abs. 2 Nr. 3 MarkenG/Art. 5
Abs. 2 MarkenRL enthaltene Tatbestandsmerkmal ,ohne rechtfertigenden Grund in
unlauterer Weise“ erdffnet den notigen Spielraum fur die gebotene Berlcksichtigung
grundrechtlicher Belange.'®

Vergleichende Werbung

Die markenrechtliche Einordnung der Verwendung fremder Marken im Rahmen
vergleichender Werbung war ebenfalls noch nicht Gegenstand hochstrichterlicher
Rechtsprechung. Dementsprechend beherrscht auch hier ein stark differenziertes
Meinungsspektrum das Bild. Die Regierungsbegriindungen zum MarkenG'™ und zum
Entwurf eines Gesetzes Uber vergleichende Werbung'® sowie Teile des Schrifttums'®
gehen davon aus, daf® der Gebrauch einer fremden Marke in der vergleichenden Werbung
von vornherein nicht unter einen der Markenverletzungstatbestande fallt, weil der Gebrauch
insoweit nicht fir eigene Waren und Dienstleistungen des Benutzers erfolgt. Dem hat sich
auch das OLG Minchen angeschlossen.'” Andere vertreten demgegeniiber die
Auffassung, dald solche Benutzungshandlungen grundsétzlich den Verletzungstatbestand
erfilllen, jedoch unter den Voraussetzungen der Richtlinie 97/55/EG'® von der
markenrechtlichen Haftung freigestellt sind. Insoweit wird teilweise angenommen, die
Freistellung erfolge tiber § 23 Nr. 2 MarkenG (Art. 6 Abs. 1 lit. b MarkenRL)."®® Andererseits
ist vorgeschlagen worden, in solchen Fallen den Erschépfungstatbestand anzuwenden.'™

Der Unterschied zwischen den geschilderten Grundauffassungen besteht darin, dal} die
letztere im Falle einer wettbewerbsrechtlich unzuldssigen vergleichenden Werbung neben
wettbewerbsrechtlichen Ansprichen auch konkurrierende markenrechtliche Anspriche
annehmen kann'"!, wahrend dies nach der in der Regierungsbegriindung vertretenen
Ansicht nicht méglich ist.""
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BGH GRUR 1984, 684, 685ff. — Mordoro (betreffend die Verfremdung der bekannten
Zigarettenmarke ,Marlboro“ in einem Nichtraucher-Kalender); vgl. auch Fezer, aaO (o. Ful3n. 6),
§ 14 Rn. 429 und 436.

Vgl. Gétting, JZ 1995, 206, 207.

Vgl. BVerfG GRUR 2001, 170 — Schockwerbung (Benetton); s. hierzu auch Kur, MarkenR 2001, 137,
139 Fuldn. 22.

Val. Kur, MarkenR 2001, 137, 139.

AaO (o. Fuldn. 7), S. 69.

WRP 2000, 555, 557.

Ingerl/Rohnke, aaO (o. Ful®n. 6), § 14 Rn. 89; ebenso wohl Kdhler/Piper, UWG, 2. Aufl. (2001), § 2
Rn. 49.

OLG Minchen WRP 2001, 820, 828 — Duft-Vergleichslisten.

ABI. EG Nr. L 290 S. 18 v. 23.10.1997; in Deutschland umgesetzt durch §§ 2 und 3 Satz 2 UWG.

Fezer, aaO (0. Fufdn. 6), § 14 Rn. 496 und § 23 Rn. 49; Althammer/Klaka, aaO (o. Ful3n. 6), § 14
Rn. 94.

Kur, MarkenR 2001, 137, 142.
Vgl. Fezer, aaO (o. Fuln. 6), § 14 Rn. 496 a.E.
Vgl. OLG Munchen WRP 2001, 820, 828 — Duft-Vergleichslisten.

88



Einen Ansatzpunkt zur Lésung dieser Frage bietet mdglicherweise der 15. Erwagungsgrund
zur Richtlinie 97/55/EG. Danach stellt eine Benutzung von Marken eines Mitbewerbers
keine Verletzung dar, wenn sie unter Beachtung der in der Richtlinie aufgestellten
Bedingungen erfolgt. Das koénnte den Gegenschlu® nahelegen, daR eine nicht den
Erfordernissen  der Richtlinie  entsprechende  vergleichende  Werbung eine
Verletzungshandlung darstellt. Zwingend erscheint ein solcher Gegenschluf® nicht. Zieht
man ihn aber, so ware insoweit die markenrechtliche Verortung der Freistellung einer
zulassigen vergleichenden Werbung zu klaren. Die bisher hierzu gemachten Vorschlage
(8§ 23 Nr. 2, 24 MarkenG/Art. 6 und 7 MarkenRL) erscheinen nicht Uberzeugend, da sie
den Wortlaut und Zweck der betreffenden Vorschriften stark strapazieren. Denkbar ware
aber, den Freistellungstatbestand unmittelbar in dem genannten 15. Erwdgungsgrund der
Richtlinie 97/55/EG zu sehen.'”

Ergéanzende Anwendung der Vorschriften gegen den unlauteren Wettbewerb

Wie der vorstehende Bericht gezeigt hat, kann die Marke auch gegenuber
unkonventionellen Benutzungshandlungen in der Regel erfolgreich mit den Instrumentarien
des Markenrechts verteidigt werden. Soweit dies der Fall ist, scheiden nach der
Rechtsprechung des Bundesgerichtshofes  konkurrierende  wettbewerbsrechtliche
Anspriiche aus.'™ Ein Riickgriff auf das allgemeine Unlauterkeitsrecht und ebenso auf das
biirgerliche Recht'”® ist nur bei Sachverhalten méglich, die vom MarkenG nicht erfaft
werden.""® Etwas anderes miite allerdings im Fall der wettbewerbsrechtlich unzulassigen
vergleichenden Werbung gelten, wenn man darin zugleich eine Markenverletzung
erblickt."” Noch nicht abschlieRend geklart ist des weiteren der Schutz der bekannten
Marke im Warenidentitadts- oder —ahnlichkeitsbereich. Insoweit kommt sowohl eine
markenrechtliche Losung uber eine entsprechende Anwendung des § 14 Abs.2 Nr. 3
MarkenG/Art. 5 Abs.2 MarkenRL als auch eine wettbewerbsrechtliche Loésung in
Betracht.'"®

MarkenmaRBiger Gebrauch im traditionellen Sinne und Sonderschutz bekannter
Marken im Bereich undahnlicher Waren

Wie ausfihrlich erortert, hat das MarkenG von der Option des Art. 5 Abs. 2 MarkenRL
Gebrauch gemacht und sieht in § 14 Abs. 2 Nr. 3 einen Sonderschutz im Inland bekannter
Marken im Warenunahnlichkeitsbereich gegenlber verwassernden und rufausbeutenden
oder —schadigenden Benutzungen vor. Im Ubrigen ist darauf hinzuweisen, dal3 der
Sonderschutz der bekannten Marke nicht zwingend ein Korrektiv zu dem Erfordernis des
markenmaligen Gebrauchs im traditionellen Sinne darstellt. Es erscheint immerhin
moglich, auch im Rahmen dieses Sonderschutzes einen markenmafligen Gebrauch zu
fordern. Nach der hier bevorzugten Auffassung ware dies allerdings nicht sachgerecht.

Zusammenfassung

Mit dem seit 1.1.1995 in Kraft befindlichen MarkenG wurden u.a. die Vorgaben der Richtlinie
89/104/EWG vom 21.12.1988 in nationales Recht umgesetzt. In Ubereinstimmung mit Art. 5 Abs. 2
MarkenRL ist neben dem Schutz gegen Verwechslungsgefahr ein besonderer Schutz im Inland
bekannter Marken gegenlber Verwasserungsgefahr und gegenlber rufausbeutenden oder —
schadigenden Handlungen auf3erhalb des Warenahnlichkeitsbereichs vorgesehen.
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Der genannte Erwagungsgrund hatte insoweit gegeniber der MarkenRL rechtsédndernde Qualitat.
Die rechtsandernde Qualitdt von Erwagungsgrinden ist aber auch schon anderweit anerkannt
worden, vgl. den 17. Erwagungsgrund zur Verordnung (EG) Nr. 1610/96 uber die Schaffung eines
erganzenden Schutzzertifikats fur Pflanzenschutzmittel, ABl. EG Nr. L 198 v. 8.8.1996, S. 30.
Grundlegend BGH GRUR 1999, 161, 162 — MAC Dog; bestatigt in BGH WRP 2001, 1193, 1194 —
Tagesreport; WRP 2001, 1188, 1189 — Tagesschau.

Vgl. hierzu BGH GRUR 1998, 696, 697 — Rolex-Uhr mit Diamanten.

AA. insb. Fezer, aaO (o. Fuln.6), §2 Rn.2ff. Er tritt fur eine uneingeschrankte
Anspruchskonkurrenz ein.

S. oben 4.4.
Vgl. hierzu die Vorlage BGH GRUR 2000, 875 — Davidoff.
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Ob und inwieweit eine Benutzung der Marke ,als Marke“ Voraussetzung fur den Erwerb, die
Aufrechterhaltung und die Verletzung von Rechten ist, ist fur die Rechtslage unter dem MarkenG
erst punktuell héchstrichterlich geklart und im Gbrigen Gegenstand einer lebhaften Kontroverse.

Fir die Entstehung von Marken aulRerhalb des Markenregisters verlangt das MarkenG neben der
Benutzung im geschaftlichen Verkehr, dal das Zeichen ,als Marke® Verkehrsgeltung erworben hat.
Dies setzt eine Benutzung ,als Marke® im traditionellen, auf die Herkunftsfunktion bezogenen
Sinne voraus. Im Rahmen des Benutzungszwangs ist ebenfalls eine Benutzung ,als Marke*
erforderlich. Auch insoweit zeichnet sich in der Rechtsprechung die Tendenz ab, den
Benutzungsbegriff im traditionellen Sinne zu verstehen.

Der Begriff der rechtsverletzenden Benutzung ist im deutschen Recht seit langem eigenstandig
ausgelegt worden. Davon ist auch unter dem geltenden Recht auszugehen. Umstritten ist
dagegen, ob die rechtsverletzende Benutzung — wie im friiheren Recht — eine Benutzung des
angegriffenen Zeichens ,als Marke®“ voraussetzt. Dies durfte im Hinblick auf den Identitatsschutz
und den Schutz gegen Verwechslungsgefahr in Ubereinstimmung mit der Auffassung der
Bundesregierung zu bejahen sein. Der besondere markenrechtliche Schutz bekannter Marken
aulerhalb des Warenahnlichkeitsbereichs sollte jedoch gegenuber jedweder Verwendung gewahrt
werden.

Die Verwendung einer fremden Marke als Internet-Domainname wird ganz Uberwiegend ebenso
als markenrechtlich relevante Benutzungshandlung beurteilt wie die Verwendung als Metatag.
Dagegen wird der Gebrauch fremder Marken im Rahmen von Links als grundsatzlich zuldssig
angesehen. Rechtsprechung und Literatur zur markenrechtlichen Beurteilung des Framing liegen
derzeit noch nicht vor.

Der Einsatz fremder Marken als Dekoration auf Fan-Artikeln usw. wird Uberwiegend als
rechtsverletzend qualifiziert. Das gleiche gilt fir Markenparodien. Ob der Gebrauch fremder
Marken im Rahmen vergleichender Werbung eine relevante Benutzungshandlung darstellt, ist
demgegeniber umstritten. Die Bundesregierung hat dies jedoch mehrfach verneint.

Der Ruckgriff auf das Recht gegen den unlauteren Wettbewerb kommt nach der Rechtsprechung
des Bundesgerichtshofes nur fur Sachverhalte in Betracht, die im MarkenG keine Regelung
gefunden haben. Die meisten Falle einer unkonventionellen Verwendung fremder Marken werden
sich jedoch mit dem Instrumentarium des Markenrechts I16sen lassen.

Summary

With the Trade Mark Act, in force as from 1 January 1995, the requirements of Directive
89/104/EEC of 21 December 1998 were introduced into national law. In agreement with Art. 5
paragraph 2 of the Trade Marks Directive, in addition to the protection against a risk of confusion,
special protection against a risk of dilution and against acts taking unfair advantage of or being
detrimental to the repute of a trade mark is granted beyond the scope of similarity of goods to trade
marks having a reputation in the country.

If and to what extent the use of a trade mark "as a mark" is a prerequisite for obtaining, maintaining
and infringing rights, is determined by the courts under the new Trade Mark Act only in individual
cases and is the subject of intense controversies in other cases.

The Trade Mark Act requires the sign to have obtained a recognition "as a mark" in trade, in addi-
tion to the use in trade, for the acquisition of a trade mark right outside the trade mark register. This
implies use "as a mark" in the traditional sense as an indication of origin. Use "as a mark" is also
necessary with respect to the legal onus of use. In this respect, too, a tendency to interpret the
term "use" of the trade mark in its traditional sense is emerging in the jurisdiction.

The term of infringing use has been interpreted independently by German law for a long period of

time. This may also be assumed under present law. However, it remains controversial whether
infringing use presupposes - as under former law - the use of the infringing sign "as a mark". This
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should be affirmed in respect to the protection of identity and the protection against the risk of con-
fusion in agreement with the opinion of the German Federal Government. However, the special
trade mark protection conferred even outside the scope of similar goods to marks having a reputa-
tion, should be granted with respect to any kind of use.

The use of a trade mark owned by a third party as an Internet domain name is predominantly re-
garded as an act of use relevant with respect to trade mark law, just as the use as a metatag. On
the other hand, the use of a trade mark in connection with hyperlinks is generally considered to be
admissible. Jurisdiction and legal writing on the assessment of framing under trade mark law are
not yet available.

The use of trade marks owned by third parties as decoration on fan articles and the like is pre-
dominantly qualified as infringing trade mark rights. The same applies to trade mark parodies.
However, it remains controversial whether the use of a trade mark owned by a third party in con-
nection with comparative advertising is a relevant form of use. The German Federal Government
has repeatedly denied this.

According to the jurisdiction of the Federal Supreme Court, the application of the law on unfair
competition is only admissible for cases not contemplated by the Trade Mark Act. Most cases of
unconventional use of trade marks may, however, be solved by applying the provisions of the
Trade Mark Act.

Résumé

La Loi de Marques, en vigueur depuis le 1 janvier 1995, a introduit, entre autres, les dispositions
de la Directive 89/104/CEE du 21 décembre 1998 dans le droit national. En conformité avec l'arti-
cle 5 paragraphe 2 de la Directive sur les Marques, outre la protection contre le risque de confu-
sion, une protection spéciale de marques jouissant d'une renommeée dans le pays contre la dilution
et contre des actes tirant indiment profit de leur renommée ou leur portant préjudice, est prévue
hors du domaine de similitude des produits.

La question si et dans quelle mesure l'usage d'une marque "en tant que marque" est une condition
de I'obtention, le maintien et la violation de droits, n'a été résolue pour la Loi de Marques par la
jurisprudence que pour des cas isolés et constitue, pour les cas restants, le sujet d'une contro-
verse intense.

Pour l'obtention de marques hors du registre des marques, la Loi de Marques exige, en plus de
l'usage dans le commerce, que le signe soit reconnu "en tant que marque". Ceci présuppose un
usage "en tant que marque" dans le sens traditionnel relatif a l'indication de I'origine. Dans le cadre
d'obligation d'usage, la aussi, un usage "en tant que marque" est requis. En ce sens aussi, on en-
trevoit une tendance dans la jurisprudence a comprendre le terme d'usage dans le sens tradition-
nel.

Le terme d'un usage violant un droit a été, depuis longtemps, interprété d'une maniére indépen-
dante par la jurisprudence allemande. |l faut supposer que cette pratique continuera sous la loi
actuelle. Par contre, la question si un usage violant un droit - comme selon la Iégislation antérieure
- présuppose un usage du signe "en tant que marque", est controversée. En vue de la protection
contre l'usage d'un signe identique et de la protection contre le risque de confusion, en conformité
avec l'opinion du Gouvernement Fédéral, on y répondrait a I'affirmative. La protection de marque
conférée hors du domaine de similitude des produits aux marques jouissant de renommée, devrait
étre garantie par rapport a un usage quelconque.

L'usage d'une marque d'un tiers comme nom d'un domaine internet, de méme que I'emploi comme
metatag, se considére, dans la majorité des cas, comme un acte d'usage pertinent par rapport au
droit de marques. Par contre, 'usage de marques de tiers dans le cadre de liens hypertexte (hy-
perlink) se considére généralement comme admissible. A ce jour, il n'existe pas encore de juris-
prudence ni de littérature sur I'évaluation du cadrage (framing) par rapport au droit de marques.
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L'emploi de marques de tiers comme décoration sur des articles pour des admirateurs (fans) se
qualifie, dans la majorité des cas, comme une violation de droits. Le méme vaut pour les parodies
de marques. Par contre, la question si I'usage de marques de tiers dans le cadre de la publicité
comparative constitue un acte d'usage pertinent, est controversée. Néanmoins, le Gouvernement y
a répondu négativement a maintes reprises.

Selon la jurisprudence de la Cour supréme, le droit relatif & la concurrence déloyale est applicable
seulement aux cas qui ne sont pas réglés par la Loi de Marques. Nonobstant, la majorité des cas
d'usages non conventionnels de marques de tiers pourront étre résolus au moyen des provisions
de la Loi de Marques.
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Report Q168

_in the name of the Hungarian Group )
by Dr. Zoltan TAKACS (Chair), Dr. Tamas GODOLLE, Dr. Natalie NATHON,
Dr. Adam SZENTPETERI, Dr. Eva SZIGETI and Dr. Déra TAMAS

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

In reply to the Guidelines for Question 168, the Hungarian Group would like to report and express
its opinion as follows.

1.
1.1

1.2

1.3

Answers to the Questions

Is there any requirement for use of a mark "as a mark" for the purpose of
Acquiring a mark (if rights may be acquired by use according to national law)

Hungary has the system of acquiring trademark rights through registration. Prior use or in-
tent to use is not required for registration.

Maintaining of a trademark registration (e.g. against an application for cancellation on
grounds of non-use)

In order to be maintained, registered trademarks shall be genuinely used in Hungary. The
acceptability of the use - with respect to the volume, quality and the manner of it - is de-
cided on a case-by-case basis. Using the mark to the goods or their packaging, placing
goods with the mark on the market, offering them for sale, stocking them for the purpose of
placing the goods on the market, providing or offering services under the mark, importing or
exporting goods bearing the mark are manners of use which use to be considered in can-
cellation procedures initiated on the ground of lack of use. It is still a matter of dispute
whether the mere use of the trademark on business papers or in advertising would be re-
garded as genuine use according to the present Trademark Act of 1997 which entered into
force on July 1, 1997.

Establishing infringement

According to the Hungarian Trademark Act, all manners of commercial use mentioned un-
der 1.2., including use on business papers and in advertising without the consent of the
owner, would constitute trademark infringement.

Is there any definition of what is use "as a mark" either in statute or case law?

There is no definition in the Hungarian Trademark Act of 1997 as to what is considered to
be use "as a mark". There is a non-exhaustive list of the manners of use as mentioned un-
der 1.2.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

For acquisition, no use is required. Concerning maintenance and infringement of rights,
there is a difference. Namely, what will deem to be sufficient with respect to maintenance
will constitute infringement, provided that the mark is used without the consent of the
owner. However, not all acts of use may qualify as "genuine use". One single act of use
may be sufficient to commit an infringement; while for maintenance purposes the scope,
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4.1
4.2
4.3
4.4

manner and volume of the actual use will be taken into consideration in determining
whether to qualify as "genuine use”. In addition, characteristics of the concerned goods and
services will be also of relevance in that respect.

Is any of the following considered to be use "as a mark"
Use on the internet, as a metatag, in linking or framing:

Use by fan clubs of supporters:

Parody, and

Compatrative advertising.

Hungary does not have any law adopted to directly address these questions, but, in gen-
eral, a differentiation can be made as to whether these questions are examined regarding
the maintenance or infringement of rights. Probably, certain ways of use that will constitute
trademark infringement will not be deemed sufficient to maintain a mark. Any of the above
unconventional uses without the consent of the owner and with commercial purpose might
lead to infringement even if the use is sporadic, while the same will not suffice the purpose
of safeguarding the registration. We are not aware of any case law in this respect yet. Most
disputes over the issues of points 4.1. - 4.4. are settled well before proceedings commence
at court, and even less get to a final judgment. Inevitably, there will not only be continuation
or increase of disputes arising out of these issues, but a fairly tailored approach will need to
be made to the question of fair use, or limitations on trademark protection. These uncon-
ventional uses might be objectionable under laws other than the trademark law, to which
there is a reference under point 5.

If, under the Group’s national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trademark or other laws (e.g. unfair competition or trade practice laws).

Legislation that might be applicable to the cases of unconventional uses includes the Act on
the Prohibition of Unfair Competition and Restrictive Market Practices, the Act on Economic
Advertising Activity, and the Civil Code in general. In the Hungarian Unfair Competition Act,
there is a general clause that prohibits any conduct of economic activities in an unfair man-
ner, particularly in a manner that violates or jeopardizes lawful interests of competitors and
consumers, or in a way, which is in conflict with the requirements of business ethics. Under
the Act on Economic Advertising Activity conditions for lawful comparative advertising are
provided, whereby it is laid down that in such case no claims can be raised on the basis of
trademark infringement, provided that the use of the competitor's trademark occurs in ac-
cordance with the purpose of the advertising and the use of that trademark is indispensable
for the comparison and it is not excessive. The Civil Code provides for protection of good-
will of any natural or legal person. Provided that any of the unconventional uses qualify as
harmful to one’s goodwill, such provisions may be invoked as a remedy.

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

Hungary has been a Member State to both multilateral conventions, which deal with the
protection of famous and well-known marks, namely the Paris Convention for the Protection
of Industrial Property and the Agreement on Trade Related Aspects of Intellectual Property
Rights. Hungary gives special protection to "reputed” trademarks, as outlined in the Trade-
mark Act, which has been in the line with the international efforts to provide special protec-
tion to famous trademarks being particularly vulnerable to abuse due to their notoriety. It is
a relative ground for refusal and for cancellation if a mark that has later priority and has
been applied for or registered for different goods or services is identical or similar to an ear-
lier trademark having reached good reputation on the domestic market, provided that the
use of such later trademark is detrimental to the distinctive nature or good reputation of the
earlier one, or take unfair advantage of such. An unauthorized use of such a reputed
trademark for dissimilar goods or services may constitute infringement. No definition is

available as to what makes a trademark "famous", "well-known" or "reputed" in Hungary,

94



which means that the appreciation of such a question is left either to the Hungarian Patent
Office or the competent court.

1. The Opinion of the Group

Disputes and questions regarding the above issues seem likely to continue, if not increase,
because of the great importance of trademarks in the market economy today, and the grow-
ing globalization of business. It also seems immature for the Hungarian Group to propose
any specific solution. There is little doubt that for instance metatags have become very ef-
fective marketing instruments, routing people searching on the Net routed onto a site in-
tended for such a purpose. In case someone chooses a trademark of another as a metatag,
the very first question that will arising will concern the extent to which such a conduct
should be allowed. It is desirable to set up as a rule of thumb that such an unconventional
use with a commercial character should not be allowed, where either clear association with
the concerned mark can be detected or the unconventional use would be detrimental to the
reputation of the concerned mark. The same can well be correct regarding the parody is-
sue, and comparative advertisement also. To the best of our knowledge, in some other ju-
risdictions there were different approaches to this question between the respective courts of
the country. The Hungarian Group is, in principle, in favor of finding an approach which will
not be too broad, but not too restrictive as well. The Hungarian Group also welcomes and
expects applicable solutions out of ongoing international efforts aimed to achieve more cer-
tainty and clarity of the protection of well-known and famous marks.

Summary

The Hungarian Trademark Act does not provide for special rules regarding the use of a mark "as a
mark" pertaining acquisition, maintenance and infringement of trademark rights.

While for acquiring trademark rights prior use or intent to use is not a requirement, there is a dis-
tinction in the assessment of use between maintenance and infringement of rights. One single act
of use may qualify as an infringing activity, for maintaining trademark rights the scope, manner and
volume of the actual use will be taken into account.

Hungary has not adopted any law directly addressing issues of unconventional uses of trademarks,
however, it should be emphasized that laws other than the trademark law might become applicable
when seeking for a remedy.

The Hungarian Group supports ongoing international efforts undertaken in regard achieving more
certainty and clarity of the protection of well-known and famous marks.

Résumé

La loi hongroise sur les marques ne contient pas de regles spéciales concernant 'usage de la
marque "en tant que marque".

Tandis que 'usage et l'intention de 'usage ne sont pas des conditions impératives de I'acquisition
des droits, I'appréciation du maintien et celle de la contrefagon sont différentes. La contrefagon
peut étre commise par une seule action, mais en jugeant le maintien des droits, le genre et la di-
mension de I'usage sont aussi pris en considération.

En Hongrie, aucune loi en vigueur ne régle 'usage non conventionnel des marques. Malgré ce fait,
le groupe hongrois est de 'avis qu’outre la loi sur les marques, les provisions d’autres lois peuvent
étre appliquées au cours de la procédure judiciaire.

Le groupe hongrois soutient les efforts internationaux visant la protection spéciale des marques
notoires et réputées.
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Zusammenfassung

Das Ungarische Markengesetz enthalt keine spezielle Verfugungen, die die Frage der Benutzung
einer Marke "als Marke" - regeln wirden.

Wahrend bezuglich des Erwerbs der Markenrechte weder die Benutzung noch die Absicht der
Benutzung eine obligatorische Bedingung darstellen, zeigen sich bei der Beurteilung der Frage der
Aufrechterhaltung und Verletzung Unterschiede. Als Verletzung kann eine einzige Handlung
betrachtet werden, bezlglich der Aufrechterhaltung der Rechte werden aber auch die Art und
Umfang der Benutzung gepruft.

In Ungarn gibt es kein geltendes Gesetz, das die unkonventionelle Benutzung regeln wirde.
Trotz diesem Umstand halt die Ungarische Gruppe es flr nétig zu betonen, dass bei der
Anwendung von Rechtsmitteln nicht nur die Bestimmungen des Markengesetzes sondern auch

diejenigen von anderen Gesetzen herangezogen werden kdnnen.

Die Ungarische Gruppe unterstitzt die internationalen Anstrengungen zur Sicherung des
speziellen Schutzes der bekannten und berihmten Marken.
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1.2

1.3

Ireland
Irlande
Irland

Report Q168

in the name of the Irish Group

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights.

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a Mark (if rights may be acquired by use according to National Law)

There is no actual requirement of actual usage to secure registration under Irish law and
therefore registration/proprietorship can be obtained based on an intention to use a Trade
Mark. Section 37 (2) of the Irish Trade Marks Act, 1996 states that "the Application shall
state that the Trade Mark is being used, by or with the consent of the Applicant, in relation
to the goods or services specified in the Application, or that the Applicant has a bona fide
intention that it should be so used".

Maintaining of a Trade Mark Registration (example - against an application for cancellation
on grounds of non-use)

Revocation of a Trade Mark Registration is dealt with under Section 51 of the Irish Trade
Marks Act, 1996. In order to maintain a Trade Mark Registration against an application for
cancellation on the grounds of non-use, the requirement is for "genuine use" according to
Section 51 (1)(a). It is suggested that the use must be "as a Trade Mark" i.e. so as to indi-
cate origin. Although the definition of use under this Section has not been set out by the
Irish Courts as of yet, it is likely to be interpreted as "a bona fide" use, meaning substantial
and genuine use of the Mark adjudged by ordinary commercial standards.

Establishing Infringement

The infringement provisions under the Irish Trade Mark Act, 1996 required use in the
course of trade. It follows therefore, that an examination of the nature of the "use" is re-
quired. There is however, no express requirement for use of a Mark "as a Mark" within Sec-
tion 14 of the Act. The issue as to whether non-trade mark usage is embraced under Sec-
tion 14 will have to be determined by the Irish Courts. This issue was addressed under the
old legislation in the Gallagher (Dublin) Limited v The Health Education Bureau (1982 ILRM
240). In this case, Costello J. found infringement by use on printed matter by virtue of a reg-
istration in respect of tobacco products. The defendant used the identical Trade Mark on an
imitation cigarette packet containing printed matter used as an aid to stop smoking. This
was held to be use in relation to cigarettes and thus an infringement. In conclusion, it is ar-
guable that there is not always a requirement for the use of a Mark "as a Mark" for the pur-
poses of establishing infringement.

Is there any definition of what is use "as a mark" either in statute or case law?

There is no definition of what use "as a Mark" is, in statute. In addition, there has been no
decision within the Irish Courts on this issue since the new Act was introduced in 1996.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

See Questions 1.1, 1.2 and 1.3.
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4.2

4.3/4.4

Is any of the following considered to be use "as a mark"
Use on the Internet, as a metatag, in linking or framing

Use on the Internet can be considered as use "as a Mark". Once more, we would point out
that there are no Irish decisions in relation to this issue, however, it is likely that we would
apply the principles set out in the U.K. For the purpose of infringement, the United Kingdom
requires use of the sign in the course of trade. Furthermore, we would point out that use of
Trade Marks in metatags, does constitute use of a sign, for the purposes of infringement
within the U.K.

Use by fan clubs or supporters

In answering this question, we assume that the above question relates to merchandising
use generally. In this regard, we would point out that there is no direct reference to mer-
chandising use within our legislation nor has there been any decisions by the Irish Courts in
relation to this matter. We would point out however, that there is nothing to suggest that
substantial merchandising use would not be sufficient to maintain a registration.

We are aware that the U.K Courts have recently indicated that merchandising use does not
constitute use "as a Mark" however, no such indication has been given by the Irish Courts.

Parody and comparative advertising

Section 14 (6) establishes that it is permittable to engage in comparative advertising by use
of another persons registered Trade Mark for the purpose of identifying the goods or ser-
vices of the proprietor of the registered Trade Mark or their licensee. However, such use
must be in accordance with honest practices, industrial or commercial matters and should
not, without due cause, take unfair advantage of, or be detrimental to the distinctive charac-
ter or reputation of the Trade Mark. When assessing whether parody and comparative are
advertising can be considered to be use, "as a Mark", we must point out that this matter has
not to-date been tested by the Irish Courts.

If, under the groups national regime, "use as a mark" is confined to the traditional
indications of origin or identity, or unconventional uses nevertheless objectionable
under Trade Mark or other laws (e.g. unfair competition or trade practice laws).

Following the introduction of new legislation in 1996, "use as a Mark" is no longer confined
to the traditional indications of origin or identity within this jurisdiction. The new legislation is
quite broad, and in this regard, should cover not only traditional "origin" cases but also more
unconventional cases for example, in relation to parody and comparative advertising.

If "use as a mark" in the traditional sense is required to establish infringement, our

"well-known", "famous", "notorious”, or "reputed"” marks used on dissimilar goods
and services protected?

Section 14 (3) addresses the issue of "well-known" Trade Marks. Section 14 (3) states that
"a person should infringe a registered Trade Mark if that person uses in the course of trade,
a sign which (a) is identical with or similar to the Trade Mark, and (b) is used in relation to
goods or services which are not similar to those for which the Trade Mark is registered,
where the Trade Mark has a reputation in the state and use of the sign, being without due
cause, takes unfair advantage of or is detrimental to, the distinctive character or the reputa-
tion of the Trade Mark". It is clear from this provision, that "well known" Trade Marks which
are used on dissimilar goods and services, are protected under the Irish Trade Mark Act,
1996 for the purposes of infringement. We would also point out that a similar provision ex-
ists under Section 10 (3) in relation to the acquisition of a Trade Mark registration.

Summary

The definition of use in the new Irish Trade Mark Act following the EU Harmonisation Directive is
still in its infancy and remains to be interpreted by both the ECJ and Irish National Courts. How-
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ever, it would appear to be the position that use is no longer simply to be equated with the tradi-
tional concept of Trade Mark use.
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We are giving hereunder our reply to the questions concerning Q168. The enumeration is as indi-

Israel
Israél
Israel

Report Q168

in the name of the Israeli Group

Use of a mark "as a mark" as a legal requirement in respect of acquisition,

maintenance and infringement of rights

cated in the guidelines.

1.1

1.2

Use is not required to obtain or maintain registration. However non-use may be grounded

for cancellation of a mark.

The definition of “trade mark” as given in Section 1 of the Trademark Ordinance reads as
follows:

“trade mark” means a mark used, or intended to be used, by a person in relation to goods

he manufactures or deals in;”

This means that when an application is filed there must not be “use” but intention of “use” is
sufficient.

Section 41 of the Ordinance reads as follows:

a)

b)

d)
e)

Without prejudice to the generality of the provisions of sections 38 to 40,
application of the cancellation of the registration of a trademark may be
made by any person interested on the ground that there was no bona fide
intention to use the trademark in connection with the goods for which it is
registered and that there has been in fact no bona fide use of the trade-
mark in connection with those goods, or that there has not been any such
use during the three years preceding the application for cancellation.

The provision of subsection (a) shall not apply where it is proved that the

non-use is due to special circumstances in the trade and not to any inten-

tion not to use, or to abandon, the mark in respect of the said goods.

For the purpose of this section, there shall be deemed not to have been

bona fide use of the trademark in the event of any of the following:

1) use of the trademark in Israel in advertising only, whether in the lo-
cal press or in foreign newspapers reaching Israel, unless there
are special circumstances which, in the Court or the Registrar, jus-
tify the non-use of the mark on goods manufactured or sold in Is-
rael;

2) cancellation of an authorisation to use the mark, given to a manu-
facturer in Israel under section 50, unless the authorisation is can-
celled following an infringement of conditions or because the per-
son who gave the authorisation intends himself to manufacture the
goods for which the mark is to be used or to grant the authorisation
to another manufacturer in Israel.

Not relevant

Not relevant

In this paragraph the "use" with trademark including -

1) The use of a registered trademark by its owners or by a registered user
as stated in paragraph 50, in a different form from the listing in the regis-
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1.3

4.1

4.2

ter in details which do not change the distinguishing characters of the
mark as registered,;

2) Use by a registered user as stated in paragraph 50, under the condition
that this use is made under the supervision of the trademark owner.

The section clearly indicate that, unless there are special circumstances, use of the mark is
required.

Use of a mark may be considered infringement even if the mark is not used as a mark

The definition of infringement is given in Section 1 of the amended Ordinance reading as
follows:

"infringement” means the use by a person not entitled thereto -

1) of a registered trade mark, or of a mark resembling such a trade mark, in
relation to goods in respect of which the trade mark is registered, or to
goods of the same description;

2) of a registered trade mark in advertising goods of the class in respect of
which the mark is registered or goods of the same description;
3) In a well known Trademark even if it is not a registered Trademark, or in a

mark that resembles it as far as misleading in the matter of goods for
which the mark is well known or in the matter of goods of the same defini-
tion.

4) In a well known Trademark, that is a registered Trademark, or in a mark
that resembles it, for the matter of goods that are not of the same defini-
tion, as long as that the use points to the bond between the said goods
and the proprietor of the registered mark, and the proprietor of the regis-
tered mark may be injured as a result from the said usage.

We should like to state that this section was amended in order to give a broader protection
to a “well-known mark” even if it is not registered.

The leading Decision in this respect was issued by the Supreme Court regarding the
trademark “BACARDI”. “BACARDI” is a very well-known Mark in Class 32 for alcoholic
beverages, in particular for rum. There was filed an Application for “BAKARDI” in Class 25
for clothing. The Supreme Court decided that “BACARDI” in Class 32 is a very well-known
Mark and even though the goods are not of the same kind and nature, they decided not to
accept the Application for “BAKARDI” in Class 25.

a) As regards statute, please refer to 1.1 above.

b) There are no case Law at this point dealing directly with the specific question, it is
the group's opinion that if the matter will be come up the court will give the term
"use" the widest possible interpretation, as the court has done in similar cases

Use in cancellation or infringement proceedings will be given broader interpretation.

a) Acquisition - please refer to 1.2 above.

b) Maintenance - the Renewal Fee can be paid even if the mark is not being used.
However, please take into consideration the requirements of Section 41 of the law

(see above).

c) No proof has to be filed that a mark is used when the Maintenance Fee is being
paid. However, the payment will most probably not be considered as use.

Use on the internet would most likely considered as use if the use is in a commercial man-
ner, namely not just a web site.

Use by fan clubs will not be considered as use unless with a special recorded permission.
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4.3

4.4

Will most likely not be considered as use by the owner however considered Fair use.

As above currently in debate.

There may be considered passing off, unjustified enrichment, unfair competition and similar
objections.

The protection of well-known marks is broader.

a)

b)

Please refer to section 11(13) and 11(14) as follows:

11(13)

Said paragraph was recently amended. As there is no official translation to said
amendment, we would like to advise you that said paragraph refers to the point of
well-known trade marks, i.e. trade mark which is identical or resembles as to de-
ceive to a well-know trade mark, even if said trade mark is not registered, for the
goods for which the well-known trade mark is known, or for the goods from the
same kind.

11(14)

Said paragraph was recently amended. As there is no official translation to said
amendment, we would like to advise you that said paragraph refers to the point of
well-known trade marks, i.e. trade mark which is identical or resembles as to de-
ceive to a well-know trade mark, which is a registered trade mark, and this also for
goods not from the same kind, if in the requested mark for registration is to point to
a relation between the goods for the requested mark and the trade mark owner, and
the trade mark owner may be damaged as a result of the use of the requested
mark.

Please refer to the Bakardi decision mentioned above.
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Italy
ltalie
Italien

Report Q168

in the name of the Italian Group
by Vincenzo JANDOLI, Giovanni PELLEGRINO, Giorgio Ena VIGEVANI

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any definition of "use as a mark" either in the statute law or case-law?

In order to find a definition of use “as a mark” in the statute law it is necessary to take into
consideration articles 1, 1 bis and 15 Trademarks Law.

Article 1, which concerns the contents of the trademark right, states that only the trademark
owner (or his licensee) should be allowed to:

- affix his own mark on his goods or packaging;

- offer his goods, market them or keep them in order to market them;
- offer or deliver services marked with the sign;

- import or export goods marked with the sign;

- use the mark in advertising material or mail.

The trademark owner or licensee has the exclusive right to use the mark or a similar mark
for identical or similar goods or services. Therefore it seems to be clear that "use as a
mark" must be made in relation to goods or services or advertising as well.

Yet, article 1 bis specifies that the descriptive use is not to be regarded as use "as a mark".

Furthermore, article 15 Law on Trademarks allows a trademark to be transferred without
the firm, or a trademark to be licensed to several licensees. The rule is important because
it confirms that the mark is not confined to the traditional indications of origin or identity. It
recognises the further function of trademarks as a means to generate goodwill by way of
the associations it may create in the mind of the pubilic.

Consequently it has to be pointed out that a trademark has also the function of collector of
information.

On this regard, the Court of Naples has recently affirmed that the Law on Trademarks rec-
ognizes the function of the trademark as a collector of information to the public.’

In the quoted decision the Judge stated that: the trademark has now assumed an autono-
mous value which is independent of the products or services which it represents [...] The
trademark is the “expression” (instrument of communication) which encloses and communi-
cates values, knowledge, quality, which are partly independent of the “meaning” (the prod-
uct or service); this — as a result — has an economic value and in result of the new laws,
also a juridical value of its own.

Furthermore, the Supreme Court stated that when a sign is very suggestive and attractive it
is enforceable even though no risk of confusion is involved.?

Court of Naples, November 5,1998 (Benkiser / Henkel), in European Trade Mark Reports 1999, 614.
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2.2

Requirements for the use of a mark "as a mark" for the purposes of
Acquiring a mark

According to article 2571 of the Italian Civil Code and article 9 and 17.1 b) Law on Trade-
marks, a mark may be acquired by use, even if it has not been registered. The rule is con-
sistent with article 6-bis of the Paris Convention.

In the absence of registration, trademarks are named to be "de facto" marks.

Anyway, it is important to consider that the use grants to the user a right which is some-
times weaker than the right rising from registration.

The differences between a registered and a "de facto" mark are the following:

1. a registered trademark is enforceable by the mere fact of registration, whilst a "de
facto" trade mark is enforceable on the condition that the proof of intensive use is
given.

2. a registered trademark enables his owner to exclude anyone from using an identical
or similar sign in relation to identical or similar goods or services (or even in relation
to different goods or services in case of well-known trademarks). A "de facto"
trademark enjoys the same protection only when the mark is known at national level.
If the trademark has been used on a local basis, the owner of the trademark is al-
lowed to continue using the same sign but he can not exclude third parties from reg-
istering it and, consequently, using it, even in the same place where the "de facto"
mark is used.’

3. Finally, it has to be pointed out that traditionally "de facto" trademarks have been en-
forced throughout unfair competition rules. Recent decisions, however, stated that
unfair competition rules and trademark rules are both applicable.*

With regard to the requirements for use it has to be said that, virtually, no specific require-
ment in order to acquire a mark is provided by law. According to article 9 and 17.1 b) Law
on Trademarks, the trademark right should rise from use independently of whether, owing
to the use, the mark has got a reputation or not. Court’s decisions, anyway, state that the
use to acquire a "de facto" mark have to be such as to make the sign known by the inter-
ested consumers”’.

The trademark’s scope of protection is different, however, depending on the extent of the
mark’s reputation.®
Maintaining of a trademark registration

Although use is not necessary for acquiring trademark rights, it is relevant in maintaining
the mark protection.

Supreme Court 25.8.1998, n. 8409, Camel case.

Yet, Courts have stated that, in this case, according to article 11 Law on Trademarks, the owner of

the registered mark should use it in a non-confusing way.

See Supreme Court March, 27 1998, n. 3236.

See, for instance, Court of Udine, may 31, 1993.

Indeed, according to article 9 Law on Trademarks, it is possible to identify three different cases:

a) use which does not imply reputation;

b) use which implies reputation on a local basis; in both these two cases the trademark owner does
not have the right to object to the registration and use of an identical trade mark for identical
goods. He is only allowed to continue using the mark within the limits of the previous use.

c) use which implies reputation; in this case the mark’s owner has an exclusive right.
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2.3

Indeed, according to article 41 Law on Trademarks, a trademark expires when, because of
the use, it becomes generic or deceptive.

On the other hand, a registered trademark, which is invalid due to the lack of distinctive-
ness, may not be declared void if it has got a secondary meaning (article 47 bis Law on
Trademarks).

Moreover, article 42 Law on Trademarks requires that a trademark, even though registered,
has to be used to maintain the rights relating to that mark. Indeed, it expires due to contin-
ued non-use for five years. But the rule specifies that the trademark may not be cancelled if
use has been resumed before an application for cancellation has been filed.” Furthermore,
the cancellation may not be granted if:

a) the sign is used by a third party with the owner’s permission;

b) non-use is due to a justifiable reason;

c) the mark is used in a modified shape which does not change its distinctiveness;

d) for the same goods the owner of the trademark - which has not been used - has filed

and used another mark, similar to the first one.®

The statute law does not define the nature and amount of use necessary to avoid the
trademark’s cancellation.

Anyway, the case-law stated that, in order to maintain a trademark, use may be a local use
and does not necessarily have to be continuous. Yet it must be an effective use, serious
and genuine. It has been stated in case law that the use has to be suitable for giving the
proof - after having considered all factual circumstances - of the trademark owner’s pres-
ence on the market.

The distribution of goods free of charge, as well as use in advertising, also fulfils the condi-
tions of required use.

Establishing infringement

A registered trademark may be enforced independently of whether it has been used or not,
unless lapsed because of non use.

Anyway, this does not mean that use is not relevant at all.

On the contrary, the trademark’s scope of protection becomes larger - and the owner may
prevent third parties from using the same or a similar mark for dissimilar goods - when the
mark, due to the use, has a reputation and this reputation would be damaged by the use of
such sign by third parties, or if third parties would derive undue benefit from such use.

Unless the trademark has a reputation, a likelihood of confusion is necessary in order to es-
tablish infringement. According to article 1 Law on Trademarks, the use of an identical mark
for identical goods or services can anyhow be prevented. In this case the likelihood of con-
fusion is presumed.

Yet, the use of an identical or similar mark for identical or similar goods can be prevented
only in case that such use gives cause for the likelihood of confusion or association.

It is not strictly necessary for the use by the alleged infringer to be an "indication of origin"
use, in order to establish infringement.

Bona fide is not required, but if the five years are expired and the trademark owner is aware of the
fact that an application for cancellation is to be filed, use may be taken into consideration in order to
avoid the cancellation only if it has been resumed three months before the application’s filing.

Article 42 d) recognises the “defensive trademark”. Yet, the case law states that the rule has to be
strictly interpreted in order not to jeopardize the non-use rule. The signs must be very close, either
literally or with regard to their meaning (Court of Turin, 14.6.2000, Volkswagen / Fiat).

105



4.2

4.3

This may be deduced from statute law, as said above, and, according to that, Courts have
stated that:

a) Descriptive use - which basically is not an “indication of origin” use - is infringing not
only when such use results in a likelihood of confusion regarding the origin, but also
if it is not objectively necessary in order to indicate the destination of the product
(Supreme Court 10.1.2000, n. 144, Fiat / Isam).

b) The use of football teams marks on picture—cards is an infringement of trademark
rights when such use, which is on the other hand clearly a descriptive use, is not
necessary for linking the player to the team, because this function is performed by
the shirt worn by the player (Court of Milan, 4.7.1998, Soc. Milan / Soc. Topps)

Consequently, it can be said that the Italian case-law does not necessarily require that the
use has to be a "trademark use" in the traditional sense in order to establish infringement.

Is there any difference in the assessment of use "as a mark"” between the acquisition,
maintenance and infringement of rights?

See above

Is any of the following considered to be use "as a mark"
Use on Internet, as a metatag, in linking or framing.

Generally use on internet is considered to be use as a mark. It has also been stated that
anyone has the exclusive right to use his own trademark in internet as a domain name
(Court of Valdagno, 27.5.1998).

Recent Court’s decisions, have anyway stated that the use of a sign as a domain name, in
principle, is not a distinctive use (Court of Florence, ordinanza 29.5.2000).

It has been anyway pointed out that, although a trademark and a domain name are differ-
ent, the use of a trademark as a domain name by third parties may be prevented under Un-
fair Competition Law when such use is in a likelihood of confusion (Court of Naples, Em-
poli’s section, Blaupunkt case, November 2000).

Use by fan clubs or supporters

If marked products are merchandised, such use should be considered "use as a mark" and
infringing use, unless it is allowed by the owner.

This may be deduced by a Supreme Court’s decision, where it has been recognised that a
trademark, when very attractive, has further functions in addiction to the "indication of ori-
gin" function.®

Yet, in the past it has been stated that a trademark can be used by third parties, also in the
marketing of products, provided that there is at least a slight differentiation which allows to
avoid that the product at issue is attributed to and/or associated with the trademark owner."

Furthermore, infringement may be established also in other cases, when the trademark is
used by taking advantage from the indication of origin of the infringed trademark. The prin-
ciple is anyway not always applicable.

Parody

It is not considered "use as a mark", but it may be considered a denigratory act under Un-
fair Competition Law.

Supreme Court 25.8.1998, n. 8409, Camel case.
Court of Milan, 28 November 1994, Inter case.
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4.4 Comparative advertising

It may not be regarded as use "as a mark" as long as comparative advertising is admitted.
On the contrary the use of the sign may fall under article 2043 Civil Code (which forbids to
cause third parties undue damages) or Unfair Competition Law.

5. See above.

Résumé

Au fin de l'application de l'article 1 de la loi italienne sur les marques, concernant les droits attri-
bués au titulaire de la marque, il faut d’abord établir ce qu‘on entend par "l'utilisation comme une
marque". La premiére signification peut étre reconnue par rapport aux biens et aux services qui
sont indiqués avec la marque.

L’existence de fonctions de la marque différents de l'indication d’origine (par exemple le réle de
collecteur de clientéle) est confirmée par l'article 15 de la loi citée, qui prévoit la possibilité de cé-
der la marque sans I'entreprise, ou la possibilité de la concéder en licence a une pluralité de béné-
ficiaires. La nécessite du risque de confusion a donc été surmontée.

La marque "de facto", en fait la marque utilisée qui n’a pas été registrée, est ca méme protégée.
Mais cette protection est plus faible que celle attribuée a les marques registrées.

L’utilisation de la marque peut étre la cause de sa décadence, lors que elle la fait devenir descrip-
tive ou générique. Au contraire, si la marque a acquis une "secondary meaning" par rapport a sa
utilisation, elle ne peut pas étre frappée de nullité. La marque doit aussi étre utilisée (¢a peut étre
aussi une utilisation au niveau local ou pas continue) pour maintenir sa validité; en fait, si elle n’est
pas utilisée pendant cing ans, elle peut étre frappée de nullité.

En théorie, la contrefacon de la marque est indépendante de sa utilisation. De toutes fagons,
I'utilisation de la marque devient importante lors que la marque a acquis une considérable renom-
mée. En cas contraire, il faut toujours démontrer le risque de confusion.

On peut donc affirmer que le juges italiens ne considérent pas nécessaire la démonstration de
I'utilisation de la marque dans le sens traditionnel. En fait aujourd’hui on considére utilisée aussi la
marque reproduite dans internait, dans les fan clubs, dans la parodie ou dans les messages com-
paratives.
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1.2

Japan
Japon
Japan

Report Q168

in the name of the Japanese Group

Use of a mark "as a mark” as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark™ for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law)

Under the Japanese Trademark Law, use of a mark is not a prerequisite for registration of
the mark, in principle. Although in view of the language of the relevant statute, an intention
of using the trademark to be applied for is a requirement for registration (Art.3, Para.1 of the
Trademark Law), practically this provision is hardly be invoked. Before the revision of the
Bank Act, banks were prohibited from manufacturing or selling any goods. Accordingly, be-
cause there is no possibility of banks using any trademark, no trademark registration was
granted in any bank's name. However, regarding containers as three dimensional trade-
marks, the Patent Office has established a practice by which it rejects a registration under
said provision of Trademark Law, if it considers that the trademark cannot be used as a
source identifier, even though such practice does not seem to meet the proper interpreta-
tion of this provision.

As an exception, even a trademark that is not inherently distinctive would become registra-
ble if you can establish distinctiveness acquired through use (Art.3, Para.2 of the Trade-
mark Law). In order to objectively show that the trademark has been recognized as a sign
identifying a specific source of goods, practically it is necessary to establish that the trade-
mark, which must be identical to the trademark applied for in substance, has extensively
been used by evidence such as advertising materials. While the Japanese Patent Office
and courts examine this requirement very strictly, no criterion concerning the length of use
is provided. Under the Japanese Law, there is neither an established law in common law
countries where use of the trademark for five to ten years is recognized, nor, a provision
like Section 2 (f) of the U.S. Trademark Act (which regards the exclusive use of a trademark
for five years as prima facie evidence of acquired distinctiveness). The Japanese trademark
system might be improved if continued use of the mark for five or ten years would be
deemed as a prima facie standard for granting acquired distinctiveness in view of the ex-
perience in common law countries, with exception of the case that an establishment of sec-
ondary meaning of a mark could be positively admitted through continued use for less then
five years.

Maintaining of a trade mark registration (e.qg. against an application for cancellation on
grounds of non-use)

The requirement to submit evidence showing the continued use of a registered trademark
for renewal was abolished at the time of Japan's accession to the Trademark Law Treaty
(TLT).

In order to defend a trademark registration from being cancelled by a cancellation action
based on non-use, the trademark owner has to establish use of the registered trademark
within the three years preceding the filing of the cancellation action. A cancellation trial
based on non-use is a system to cancel a registration of a trademark which has not earned
any goodwill yet. In view of the spirit of this system, logically use of a mark by which the
user's goodwill would not be recognized, in other words, use of mark in a manner which
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does not permit it to function as a source identifier, should not be considered "use" of the
mark.

Under actual practice, however, it is not usual for it to be asked whether or not the use by
the trademark registrant or its licensee is use of a "real trademark" which is capable of dis-
tinguishing goods, and the defendant's use would tend to be easily acknowledged as "use"
even if it only formally falls under the definition of use (discussed below).

However, in some complicated cases such as those appealed from the Trial/Appeal Board
of the Patent Office to the Tokyo High Court, the substance of the use of the trademark
could be examined seriously. In the Japanese law, there is no provision like "the bona fide
use of a mark in the ordinary course of trade, and not made merely to reserve a right in a
mark," as is in the U.S. Trademark Act.

Under the current trademark law, an advertisement showing a trademark in connection with
certain goods falls under "use" independently, according to the definition of use of a mark.
Therefore, even only an advertisement for goods bearing a trademark without any actual
manufacture or sale of the goods could be interpreted as "use" of the trademark. This ap-
pears to be improper in theory.

Further, in case a registered trademark consisting of the three letters "ABX" is used as a
model sign of goods but, at the same time, it actually functions as a source identifier, practi-
cally the registration would not be cancelled.

Establishing infringement

As to "use" concerning a trademark infringement, not only whether the defendant's use falls
under the definition of "use" discussed below but also whether such use is use substantially
as a trademark in a proper sense (a source identifier) will be examined. In actuality, there
are a considerable number of precedents where the defendants' use was found not to be
"use as a trademark" and as a result, the infringement was denied. This would become an
issue in an infringement action, if the defendant argues that its use is not use as a trade-
mark.

Meanwhile, under the Japanese law, it is not necessary for a plaintiff in a trademark in-
fringement suit to establish use of his registered trademark. Even if the plaintiff has never
used his registered trademark as far as it stands in force on the Trademark Registers, he
can enjoin the infringer's use on the basis of an unused registered trademark and also can
sometimes demand damages corresponding to the amount of royalties to be paid under the
normal circumstances (although there was a decision by a district court, which denied such
damages sought by a trademark holder who had never used his trademark).

If such non-use continues for three years, however, the trademark registration would be-
come vulnerable to a cancellation action.

In this connection, there has been criticism directed against the current law which allows a
trademark registrant to enforce his trademark which has merely been registered without any
goodwill.

Is there any definition of what is use "as a mark" either in statute or case law?

First, Art. 2, Para. 1 of the Japanese Trademark Law provides the definition of the physical
attributes of "mark" as follows, whereas it does not define the functional attributes of "mark":

2.(1) "Trademark" in this Law means characters, signs, three-dimensional
shapes or any combination thereof, or any combination thereof with
colors (hereinafter referred to as a "mark”):

(i) which are used in respect of goods by a person who produces, certi-
fies or assigns such goods in the course of trade;
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(ii) which are used in respect of services by a person who provides or
certifies such services in the course of trade (other than as in (i)
above).

Next, Art. 2, Paragraphs 3 and 4 of the Trademark Law provides a detailed definition of
"use of a mark" as follows:

(3) "Use" with respect to a mark in this Law means any of the following
acts:

(i) acts of applying the mark on the goods or their packaging;

(i) acts of assigning, delivering, displaying for the purpose of assign-

ment or delivery, or importing, the goods on which or on the packag-
ing of which a mark has been applied;

(iii) acts of applying a mark to articles for use by persons to whom the ser-
vices are provided (including articles assigned or leased -hereinafter
the same) when providing services;

(iv) acts of providing services by use of articles to which a mark has been
applied for use by persons to whom the services are provided when
providing services;

(v) acts of displaying, for the purpose of providing services, articles to
which a mark has been applied and supplied for use in the provision of
services (including articles for use by persons to whom the services
are provided when providing services - hereinafter the same);

(vi) acts of applying a mark to articles related to the provision of such ser-
vices belonging to persons to whom the services are provided when
providing services;

(vii) acts of displaying or distributing advertisements relating to the goods or
services, price lists or business papers with respect to the goods or ar-
ticles on which a mark has been applied.

(4) Acts of applying a mark to goods or other articles to which a mark is
applied as prescribed in the preceding subsection shall include acts of
having goods or their packaging, articles that are supplied for use in
the provision of services and advertisements relating to goods or ser-
vices shaped into a mark.

However, none of the terms used in the above definitions is defined in the Act, and further-
more, the traditionally established interpretation of the terms appears to be becoming
slightly altered in conformity with the development of trading environment.

For instance, whether or not "a use of trademark” is always required in the form of tradi-
tional way or not is vague. Although traditionally "goods" have been interpreted as being a
"tangible substance which can be an object of trade in commerce," the Morisawa typeface
case decided by the Tokyo High Court on December 24, 1993, as well as the change of
practice by the Patent Office, under which "computer programs" are accepted as an identi-
fication of goods in a trademark application, have clarified that even an intangible object
can be "goods," and thus the traditional interpretation is being altered.

Also concerning "services," the current court judgements still exclude "retail services" from
the category of "services" under the interpretation that "services" must be those for which
money is independently paid, not services which are an auxiliary of goods. In view of the in-
ternational trend, however, it appears likely that the Law or Regulation will be changed be-
fore long. In fact, this matter is now being discussed seriously.

Meanwhile, according to the definition of "mark" under the Trademark Law, marks are only
those which can be sensed visually and the definition of "use" absolutely requires that a
trademark be "attached" physically to something. Therefore, under the Japanese law, pres-
entation of a mark by a voice in a radio advertisement or the like would not fall under "use"
of a mark.
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Is there any difference in the assessment of use "as a mark"” between the acquisition,
maintenance and infringement of rights?

As mentioned above, while regarding the use to maintain a trademark registration, relatively
formal use, i.e., use which comes formally under the definition of use of Art. 2 of the
Trademark Law, would be considered sufficient, in the case of an infringement suit, not only
whether the defendant's use falls under the definition of use but also whether the defen-
dant's mark has been used actually as a sign distinguishing goods could be examined.

In this regard, one might feel that the above difference results from the difference in the
manner of interpretation of "use of mark" by an administrative agency, which is practically
required to keep the balance of public interests in deciding whether the registered trade-
mark may be allowed to maintain or not and that by a judicial organization, which is re-
quired to justify the balance of conflicting parties, because the former (a cancellation action
based on non-use) is examined by the Patent Office (the administrative agency) and the lat-
ter (an infringement suit) by a court. However, since the examination in the Patent Office is
rather conducted ex-officio in writing, whereas that by a court is conducted in the manner of
party to party principle and in oral hearings where the actual use in question is thoroughly
examined, the above difference appears to result from the volume of evidence to be pro-
duced, the difference in the level of seriousness and stance of the challenge-defense by the
parties and the like, rather than because of a difference in interpretation of law.

Is any of the following considered to be use "as a mark"
Use on the internet, as a metatag, in linking or framing
There is no statute or case law concerning such use.

However, since a trademark written in a metatag is not visible, and this is not "use of mark"
in view of the aforementioned definition, it appears that the writing in a metatag itself would
not become the subject under the Trademark Law.

Nevertheless, the result of writing the trademark in a metatag may be considered illegal,
such as an unfair act under the Unfair Competition Prevention Law, infringement of a copy-
right, defamation of character or the like, and in such a case, one could take a legal action
against it as the case may be.

Use by fan clubs or supporters

This manner of use does not meet the requirement under the statutory definition of "mark"
that a user must be "one who manufactures, sells, etc. goods as business." Therefore, this
type of use does not come under "use" which constitutes a trademark infringement.

Since even this type of use may cause dilution of the capacity of a famous mark and/or the
mark to become generic, some legislation against it would be necessary.

Particularly, it is necessary to control any false representation about the mark, such as to
control comparative advertisings.

Regarding the matter of making a trademark generic, the following provision in Section 10
of the Community Trademark Regulation is worth referring to:

Article 10

[Reproduction of Community trade marks in dictionaries]

If the reproduction of a Community trade mark in a dictionary, encyclopaedia or
similar reference work gives the impression that it constitutes the generic name
of the goods or services for which the trade mark is registered, the publisher of
the work shall, at the request of the proprietor of the Community trade mark,
ensure that the reproduction of the trade mark at the latest in the next edition of
the publication is accompanied by an indication that it is a registered trade
mark.
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4.4

Parody

Whether or not a certain mark is used as a parody would have no legal implication under
the Japanese law. That is, irrespective of whether it is a parody or not, if the trademark ac-
tually used is viewed as identical to the registered trademark, it would constitute a trade-
mark infringement.

Yet, even a parody could eventually constitute an unfair act or the like depending on the ac-
tual manner of use, as above discussed about use in metatags, especially in the case that
the trademark is a well-known mark, a parodic use of the same should be undoubtedly con-
sidered as an unfair competitive act in most cases.

Comparative advertising

While it is difficult to imagine that a question of "use" of a trademark would be raised in
connection with a comparative advertising, the question here is whether the defendant's act
comes under the announcement or circulation of a falsehood under Art. 2, Para. 1, Item 14
of the Unfair Competition Prevention Law or an unfair trade act under Art. 4 of The Law
against Unjustifiable Premiums and Misleading Representations.

Unfair Competition Prevention Act

Sec.2 (1)(xiv)

The act of notifying or circulating a falsehood detrimental to the business credit
of another person in a competitive relationship.

The Act against Unjustifiable Premiums and Misleading Representations
Sec. 4 [Prohibition of misleading representations]

No entrepreneur shall make such representation as provided for in any one of
the following paragraphs in connection with transactions regarding a commodity
or service which he supplies:

(i) Any representation by which the quality, standard or any other matter
relating to the substance of a commodity or service will be misunder-
stood by consumers in general to be much better than the actual one
or than that of other entrepreneurs who are in competitive relationship
with the entrepreneur concerned, and thereby which is found likely to
induce customers unjustly and to impede fair competition;

(i) Any representation by which price or any other terms of transaction of
a commodity or service will be misunderstood by consumers in general
to be much more favorable to the consumer than the actual one or than
those of other entrepreneurs who are in competitive relationship with
the entrepreneur concerned, and thereby which is found likely to in-
duce customers unjustly and to impede fair competition; or

(iii) In addition to those stipulated in the preceding two paragraphs, any
representation by which any matter relating to transactions as to a
commodity or service is likely to be misunderstood by consumers in
general and which is designated by the Fair Trade Commission as
such, finding it likely to induce customers unjustly and to impede fair
competition.

In addition, interpretation or legislation which might include the matter of 4.2, 4.3, 4.4 above

under the category of trademark infringement would run the risk of making the substance of
a trademark infringement vague, and they should be discussed separately.
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If, under the Group’s national regime, use as a mark is confined to the traditional in-
dications of original or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g. unfair competition or trade practice laws).

As aforementioned in this report, in Japan, the traditional interpretation of trademark use,
which is to identify the sauce or quality of goods or services, has been still maintained in
principle, with exception of special case, that is use of a trademark for software. However,
Unfair Competition Prevention Law will be applicable and useful for prohibiting such an un-
fair use of other’s trademark that is deemed as new type of trademark use.

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious" or "reputed” marks used on dissimilar goods
and services protected?

When any well-known or famous trademark is applied for registration or is already regis-
tered by a person other then the true owner thereof, it shall be rejected or cancelled with a
positive provision stipulated in the Trademark Law. A well-known or famous trademark is
also reasonably protected under the Unfair Protection Prevention Law indeed, in accor-
dance with the degree of its recognized reputation in the market, from any unauthorized use
of the same or similar trademark not only for the same or similar goods or services but also
for dissimilar goods or services.

We, Japanese Group, are offering the following two proposes to be studied in respect of Question

168:
1.

Proposal in relation to "Use of a Mark ‘As a Mark’ "

It is anticipated that the answers to the Question 168 would show the difference of the defi-
nition or interpretation of the legal concept of "Use of a trademark" among nations, respect-
ing, but, fundamentally, it is quite natural because a trademark right has been protected by
each national law. Meanwhile such difference originated from each independent national
law has gradually been decreased as the results of recent effort toward international har-
monization of national trademark laws in accordance with the expansion of international
business activities. Currently, the harmonization has been limited on the aspect of proce-
dural matters, such as application forms or the like.

But for those who are in charge of international business it is desirable to have fundamental
trademark matters harmonized for smooth and swift international trade. The growth of trade
through the Internet must facilitate this desire. Accordingly, taking this opportunity Japanese
Group would propose to discuss the necessity or feasibility of harmonization on the defini-
tion of "the use of trademark"”, which we believe is one of the most essential points in the
trademark protection system. Practically it would be necessary to resolve to the points listed
below as early as possible. For the information, in Japan recently it has been discussed
how the definition of trademark use should be cleared in the Trademark Law, in order to
compliance with the natural expansion of the "e-commerce".

. Feasibility of a cancellation of trademark registration for non-use-Is any use of
trademark on Internet (even a taken use) able to avoid a non-use cancellation ac-
tion?

. For consideration of an infringement-What mode of use on Internet be interpreted
as infringing trademark use?

. Proof of trademark use through Internet to be evaluated as established famous-
ness.

. In the trademark use through Internet evaluated as the basis of trademark right

under a national law (especially in a common law country)?

Observations of interest on the topic above

We often notice the cases where other person’s trademark is used as a reference, without
any authorization in market, for example:
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1) For parody, other person’s trademark is referred to without consent.

2) For comparative advertising, other person’s trademark is referred to.

3) In case of marketing the parts or components to be assembled to other’s finished
product, the trademark of other person’s finished goods is used as a reference.

4) In case of marketing computer software, other person’s trademark for compatible
computer hardware is used without consent.

5) In case of marketing finished products (e.g. suits), other person’s trademark is re-
spect of their material (e.g. cloth for the suit) is referred to.

6) As a decay, other person’s trademark is used as a reference.

It is useful to discuss more specifically about the criteria to determine acceptable refer-
ences of other person’s trademark and unacceptable reference taking into account of
various marketing circumstances.

Summary

Under the Japanese Trademark Law, in principle, the use of a mark is not a requirement for it reg-
istration. However, as an exceptional case, it is required to prove acquisition of a secondary mean-
ing (i.e. acquired distinctiveness) as a result of the continuous use of a mark that originally lacks a
distinctive feature.

While, it is necessary to use a trademark in order to maintain the trademark registration, but a
trademark that has not been used for three consecutive years or longer will be revoked when a trial
for cancellation of trademark registration is instituted against it and such non-use is affirmed.

In determining a trademark infringement, a use of the registered trademark is not specifically re-
quired as long as the plaintiffs trademark is validly registered on the Trademark Register. With
respect to a use of the defendant’s mark, it will be surely argued whether the defendant’s mark is
used as a trademark or not. There is a some difference between the decision on the use in a case
of a trial for cancellation for non-use and in case of an infringement law suit, because the former
system is to keep the balance of public interests and the latter one is to deal with the individual
conflict between the parties.

A provision of the Japanese Trademark Law defines "the use of a trademark”, and an advertise-
ment is recognized as one mode of the trademark use. However, interpretation of the use has
been improved in compliance with the development of trading environment.

There is no special provision regarding a use of a trademark on the Internet, therefore, a definition
of the conventional use of a trademark would apply thereto, in principle. As for the use in metatag,
any unauthorized use of trademark might be prohibited by the Unfair Competition Prevention Law
(hereinafter referred to as the UCP Law) depending on the situation.

As to such use of a trademark as in a Parody or by a fan club, or unauthorized use of a trademark
by a person other than the owner of registered trademark in a comparative advertisement or the
like, the Trademark Law will be applicable to some cases and the UCP Law will be applicable to
some cases depending on the manner of the use, and indeed there are some case where neither
Laws will be applicable.

Résumé

Conformément au droit des marques japonais, 'usage d’'une marque n’est, en principe, pas né-
cessaire a son enregistrement. Toutefois, a titre exceptionnel, il est nécessaire de prouver
'acquisition d’'une signification secondaire (c’est-a-dire d’un caractére distinctif acquis) découlant
de l'usage continu d’'une marque qui, a l'origine, n’a pas de caractére distinctif.
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Alors qu’il est nécessaire d’utiliser une marque commerciale afin de conserver son enregistrement,
le défaut d’'usage d’'une marque commerciale pendant trois années consécutives ou plus conduira
a sa révocation si une action en déchéance de marque commerciale invoquée a son encontre
confirme le défaut d’'usage.

Lorsque 'on étudie s’il y a contrefagon de marque, un usage de la marque n’est pas spécifique-
ment nécessaire si I'enregistrement de la marque de la demanderesse auprés du registre des
marques est valide. En ce qui concerne l'usage de la marque de la défenderesse, 'usage ou le
défaut d’'usage en tant que marque commerciale de la marque de la défenderesse sera sans au-
cun doute examiné. La décision concernant 'usage est dans une certaine mesure différente si elle
est prise dans le cadre d’'une action en déchéance pour défaut d’'usage ou si elle est prise dans le
cadre de poursuites en contrefagon, dans la mesure ou le premier de ces systémes consiste a
maintenir I'équilibre des intéréts généraux alors que le second consiste a régler un litige particulier
entre les parties.

Une disposition du droit des marques japonais définissant "'usage d’'une marque" reconnait
gu’une publicité constitue un mode d’utilisation de la marque. Toutefois, I'interprétation de 'usage
s’est améliorée au fur et a mesure du développement du milieu commercial.

Dans la mesure ou il n’existe pas de disposition spécifique concernant 'usage d’une marque sur
Internet, on lui appliquerait, en principe, une définition de I'usage traditionnel d’'une marque. Quant
a l'usage sous forme de balises méta, toute utilisation non autorisée d’'une marque commerciale
pourrait étre interdite par le droit de protection contre la concurrence déloyale (appelé ci-dessous
le droit de PCD) en fonction de la situation.

Quant a l'utilisation d’'une marque telle que dans une parodie ou dans un fan club, ou ['utilisation
non autorisée d’'une marque commerciale par une personne autre que le propriétaire d’'une marque
déposée dans le cadre d’une publicité comparative ou similaire, on pourra appliquer le droit des
marques dans certains cas et le droit de PCD dans d’autres, en fonction de la forme d’utilisation, et
il existe en effet certains cas dans lesquels ni I'un ni l'autre ne seront applicables.

En l'occurrence, le droit des marques japonais continue d’étre congu d’une fagon telle qu’il adopte
linterprétation de 'usage d’'une marque conformément au concept traditionnel, mais une telle in-
terprétation s’est progressivement améliorée au fur et 8 mesure du développement du milieu
commercial. Une marque notoire ou célébre est protégée de facon efficace et totale par le droit
des marques japonais ainsi que le droit de PCD.

Zusammenfassung

Der Gebrauch eine Marke ist im Prinzip nach dem Japanischen Markengesetz nicht
Voraussetzung fir eine Eintragung. Es ist jedoch im Ausnahmefall nétig, den Erwerb einer zweiten
Bedeutung (d.h. erworbene Unterscheidungskraft) aufgrund des stetigen Gebrauchs einer Marke,
die urspringlich kein unterscheidungskraftiges Merkmal aufwies, nachzuweisen.

Es ist notwendig, eine Marke zu benutzen, um die Eintragung aufrechtzuerhalten. Eine Marke, die
fur drei aufeinanderfolgende Jahren oder langer nicht benutzt wurde, wird fur ungultig erklart, wenn
ein Gericht zur Aufhebung einer Markeneintragung angerufen und eine mangelnde Benutzung
bestatigt wird.

Fiar die Feststellung einer Markenverletzung ist die Benutzung der eingetragenen Marke nicht
spezifisch notwendig, solange die Marke des Klagers in dem Markenregister rechtsgultig
eingetragen ist. Bezuglich der Benutzung des Zeichens durch den Beklagten wird sicherlich in
Frage gestellt, ob das Zeichen des Beklagten markenmassig benutzt wird oder nicht. Es bestehen
jedoch Unterschiede zwischen der Entscheidung bezlglich der Benutzung im Fall eines
Gerichtsverfahrens zur Léschung aufgrund Nichtbenutzung und im Falle eines Gerichtsverfahrens
wegen Verletzung, da das erste Verfahren dazu dient, das 6ffentliche Interesse zu bertcksichtigen
und das letztere den individuellen Konflikt zwischen den Parteien betrifft.
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Eine Regelung des Japanischen Markengesetzes definiert "den Gebrauch einer Marke", und
Werbung wird als eine Form der Benutzung der Marke angesehen. Die Auslegung der Benutzung
wurde jedoch entsprechend der Entwicklung des Handelsumfelds verbessert.

Es gibt keine spezielle Regelung bezlglich der Benutzung einer Marke im Internet. Die Definition
des Ublichen Gebrauchs einer Marke wirde daher prinzipiell auf diesen Fall angewendet. Bei einer
Benutzung im META-TAG kann jegliche unbefugte Benutzung der Marke aufgrund des Gesetzes
gegen unfairen Wettbewerb (nachfolgend als UCP-Gesetz) abhangig von der Situation verboten
werden.

Bezlglich der Benutzung einer Marke, beispielsweise in einer Parodie oder durch einen Fanclub
oder die unbefugte Benutzung einer Marke durch einen anderen als den Eigentum der
eingetragenen Marke in einer vergleichenden Werbung oder dergleichen, finden in einigen Fallen
das Markengesetz oder UCP-Gesetz abhangig von der Art der Benutzung Anwendung. In einigen
Fallen ist sogar keines dieser Gesetze anwendbar.

Ausserdem ist das Japanische Markengesetz immer noch so angelegt, dass es eine Interpretation
der Benutzung einer Marke gemdass dem traditionellen Konzept annimmt. Eine solche
Interpretation wurde entsprechend der Entwicklung des Handelsfeldes verbessert. Sehr bekannte
oder weltbekannte Marken sind unter dem Japanischen Markengesetz und dem UCP-Gesetz
effektiv und umfassend geschitzt.
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1.2

1.3

Latvia
Lettonie
Lettland

Report Q168

by Armins PETERSONS, Lauma BUKA

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark

Exclusive rights to a trademark may be ensured only by registration of the trademark — ei-
ther with the Patent Office of the Republic of Latvia or by International registration done
pursuant to the provisions which are in force in Latvia concerning the International registra-
tion. (Republic of Latvia Law on Trademarks and Indications of Geographical Origin, 1999,
further in the text — LLT/99). Only well-known marks enjoy more liberal regulations and in
fact are protected without registration. LLT/99, Article 4(5).

Maintaining of a trademark registration

According to the provisions of LLT/99, Article 23, the owner has to commence the actual
use of the trademark in Latvia in connection with the goods or services with respect to
which it has been registered. As to this, the actual use of a trademark shall be construed as
the use of the trademark (also in a form differing in individual, non-essential elements) on
goods and their packaging, on any documentation accompanying the goods, in the adver-
tising of the goods or services, or in relation to other business activities in connection with
the relevant goods or services. Altogether, the actual use shall be construed as the use of a
trademark in the course of trade, with the purpose of gaining and maintaining a certain
market position for the respective goods or services, as well as on goods or their packaging
in Latvia solely for export purposes.

Establishing infringement

Pursuant to the regulations of LLT/99, the requirements for establishing of infringement are
the following: use (affixing, attachment) of the infringing trademark on the goods or on the
packaging thereof; offering the goods, or putting them on the market or stocking them for
these purposes; providing services or offering them; importing or exporting the goods and
using the trademark on business papers and in advertising. However, also as infringement
is related an illicit use of the trademark intended for purposes other than distinguishing
goods or services (marking of goods, indication of the origin of the goods or services), if it is
proven that the use of such sign in the absence of appropriate justification gives the im-
pression of connection with this trademark, or takes unfair advantage of, or is detrimental
to, the distinctive character or the reputation of the trademark.

Is there any definition of what is use "as a mark" either in statute or case law?

There is no precise and distinguished definition, however according to the LLT/99, Article 4
and Article 23 the following activities are understood as the use of the mark:

" use(affixing, attachment) of trademark on the goods or on the packaging thereof;

" offering the goods, or putting them on the market or stocking them for these pur-
poses;

" providing services or offering them under the said trademark;
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4.1

4.2

4.3

4.4

" importing or exporting the goods and using the trademark on business papers and in
advertising

" use in relation to other business activities in connection with the relevant goods or
services.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

In general, there is no particular difference (apart from the fact that trademark rights can be
acquired solely by registration in Latvia), but it must be admitted that for explanation of the
sense of "use as a mark", more peculiar restrictions and various interpretations are charac-
teristic in procedure of establishing infringement of trademark rights rather than mainte-
nance of trademark rights. This is largely dependant on the national court and The Board of
Appeal.

Is any of the following considered to be "use as a mark"?

In general - according to the Latvian laws, the explanation of "use as a mark" does not go
beyond the traditional sense, i.e. indication of origin or identity; however the assessment of
unconventional uses is closely linked to each individual case. For more clearance, it should
also be admitted that Latvia lacks any precedent (and thus also legal practice) in relation to
points 4.1. and 4.2., therefore the assumptions mentioned below are mostly theoretical.

Use on the internet, as a metatag, in linking or framing

As regards maintenance of trademark rights, according to the LLT/99, Article 23, all of the
above uses are disregarded to be "use as a mark", but sometimes they can be perceived
as advertising, which in general is related to traditional forms of trademark use. As con-
cerns infringement — they are also not considered to constitute trademark infringement,
unless they are possible to be attributed as "illicit use of the trademark intended for pur-
poses other than distinguishing goods or services (marking of goods, indication of the origin
of the goods or services), if it is proven that the use of such sign in the absence of appro-
priate justification takes unfair advantage of, or is detrimental to, the distinctive character or
the reputation of the trademark" (LLT, Article 4(9)).

Use by fan clubs or supporters

In the case of maintenance of trademark rights — in general, this does not differ a lot from
the situation discussed in 4.1. and the same relates also to trademark infringement issues,
therefore please see 4.1.

Parody

This, under no circumstances can be related as valid use for the purposes of maintenance
of trademark rights, because, parody, according to the provisions of LLT/99, Article 23(4),
can never "be construed as the use of a trademark in the course of trade, with the purpose
of gaining and maintaining a certain market position for the respective goods or services”.
However, despite the evasive definition in the LLT/99, Article 4(9), which can be attributed
to the case of parody: "illicit use of the trademark intended for purposes other than
distinguishing goods or services (marking of goods, indication of the origin of the goods or
services), if it is proven that the use of such sign in the absence of appropriate justification
takes unfair advantage of, or is detrimental to, the distinctive character or the reputation of
the trademark", this is considered clear trademark infringement.

Compatrative advertising

Akin to parody (discussed in 4.3.), this is also not a valid ground for the maintenance of
trademark rights, however in relation to infringement of rights, it is considered as use "as a
mark" and can be restricted under the regulations of LLT/99, Article 4(9), which prohibits
"illicit use of the trademark intended for purposes other than distinguishing goods or
services (marking of goods, indication of the origin of the goods or services), if it is proven
that the use of such sign in the absence of appropriate justification takes unfair advantage
of, or is detrimental to, the distinctive character or the reputation of the trademark".
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Moreover, comparative advertising (as well as parody to some extent) is regulated also by
Advertising Law (further in the text — AL) and Competition Law (further in the text — CL).

5. Are unconventional uses objectionable under trademark or other laws?

If unconventional uses serve for a commercial purpose, they are heavily restricted by the
provisions regarding unfair competition under the CL. According to the regulations of CL,
unfair competition is prohibited and "unfair competition may also occur as: the
dissemination of false, incomplete or distorted information regarding another market player
or its employees, as well as, in respect of the goods produced or sold by such a market
player, the economic significance, quality, form of production, characteristics, quantity,
usefulness, prices, their information and another provisions, which may cause losses to
this market player". (CL, Article 22(3)). There are especially strict regulations regarding the
comparative advertising under the AL. Provisions of AL object to the unconventional
trademark use in the form of comparative advertising, if it: "creates confusion between the
advertiser and competitor, or between the advertiser and the company, trade mark, brand
names or other distinguishing marks, goods or services of a competitor, if it defames a
competitor, or the name (firm name), trade marks, brand names or other distinguishing
marks, goods, services or operations, or personal characteristics and the like of a
competitor and if it unfairly uses the name (firm name), trade mark, brand name or other
distinguishing marks of a competitor or the reputation of the designation of origin of a
competing good." (AL, Article 9(3)).

6. Are "well-known", "famous", "notorious"” or "reputed” marks used on dissimilar
goods and services protected?

First, in Latvia only "well-known" marks are identified, others are considered to be variations
of "well-known" marks and there are no particular regulations regarding any of them, except
"well-known” marks. However, yes, LLT/99 clearly states, that "the owner of a trademark,
that is well-known in Latvia, is entitled to prevent the use, in the course of trade, of any sign
which constitutes a reproduction, an imitation, a translation or a transliteration, liable to cre-
ate confusion, of the well-known trademark, in relation to goods or services, that are identi-
cal or similar to those covered by the well-known trademark. The owner of a trademark, that
is well-known in Latvia, is entitled to prevent the use, in the course of trade, of any sign
which constitutes a reproduction, an imitation, a translation or a transliteration, of the well-
known trademark, also in relation to goods or services, that are not similar to those covered
by the well-known trademark, provided that consumers may perceive the use of such a sign
as indicating a connection between these goods or services and the owner of the well-
known trademark, and provided that such use may be detrimental to the interests of the
owner of the well-known trademark."(LLT/99, Article 4(7)).

Summary

In general, Latvian trademark law confines use "as a mark" to the traditional indications of origin
and identity, however some of the unconventional uses are still disputable in relation to trademark
maintenance and infringement issues. Such unconventional uses as parody and comparative ad-
vertising are also regulated by Competition law and Advertising law.

As Latvian trademark practice lacks notable precedents in relation to unconventional use of trade-
marks, it should be emphasized that those questions have not been seriously raised in Latvia and
consequently - considerations on the discussed unconventional uses are mostly theoretical.

In relation to well-known marks, the protection is broader and those marks are protected also to

dissimilar goods and services than those registered. This, undoubtedly, has a certain impact on the
possibility of unconventional uses.
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Luxembourg
Luxembourg
Luxemburg

Rapport Q168

au nom du groupe luxembourgeois
par Nicolas DECKER, Avocat a la Cour

L'usage de la marque "en tant que marque" comme condition légale au regard
de I'acquisition, du maintien et de la contrefagon des droits

Remarque introductive

Le droit des marques est régi au Grand-Duché de Luxembourg par la loi uniforme Benelux sur les
marques entrée en vigueur le 1°" janvier 1971, désignée ci-apres "LUB".

Aux termes de l'article 13 A.2. LUB on entend par usage d'une marque ou d'un signe ressemblant,

notamment:

a) l'apposition du signe sur les produits ou sur leur conditionnement;

b) l'offre, la mise dans le commerce ou la détention des produits a ces fins sous le signe;

c) I'importation ou l'exportation des produits sous le signe;

d) l'utilisation du signe dans les papiers d'affaires et la publicité.

1. Y a-t-il une nécessité d'utiliser la marque "en tant que marque" dans les cas sui-
vants:

1.1.  L'acquisition d'une marque
Pour acquérir une marque aucun usage de cette marque n'est exigé.

1.2.  Maintien d'un enregistrement de marque
Le titulaire d'une marque peut étre déclaré déchu du droit a la marque s'il n'y a eu, sans
juste motif, aucun usage normal de la marque sur le territoire Benelux pour les produits
pour lesquels la marque est enregistrée, pendant une période ininterrompue de cinq an-
nées (Art 5, sous 2 a) LUB).
Cet usage doit étre normal ou sérieux.
Ainsi la pratique des "token-sales", qui ne poursuit que le but de maintenir le droit a la mar-
que, est prohibée.
A noter que l'usage de la marque Benelux ne doit pas couvrir la totalité du territoire Bene-
lux. (cf. Evrard et Peters, La défense de la marque dans le Benelux, 2°™° édition, n® 197)
La preuve du non-usage incombe en principe a la partie qui l'invoque. Conformément aux
dispositions de l'article 5, sous 2 a) LUB le tribunal peut mettre, en tout ou en partie, le
fardeau de la preuve de l'usage a charge du titulaire de la marque.

1.3 La condition pour qu'il y ait contrefagon
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4.1

4.2

Le titulaire d'une marque, dont il n'est pas fait un usage normal, ne peut agir en contrefagon
sur base de cette marque. En tous cas il se verra opposer une demande reconventionnelle
en déchéance de la marque sur base de l'article 5, sous 2 a) LUB.

Y a-t-il une définition de I'usage "en tant que marque" dans la législation ou la juris-
prudence?

D'aprés la loi uniforme Benelux l'usage d'une marque doit étre normal.
Ce critére a été défini comme suit par la jurisprudence:

"Pour savoir si l'usage (...) peut étre considéré comme un usage normal, il faut prendre en
considération, dans leurs rapports mutuels, tous les faits et circonstances propres a la
cause, tels que: la nature, I'étendue, la fréquence, la régularité et la durée de I'usage, la na-
ture du produit, la nature et la dimension de I'entreprise; il est déterminant qu'il se dégage
de I'ensemble de ces circonstances, compte tenu de ce qui passe pour usuel et commer-
cialement justifié dans le secteur des affaires concerné, que l'usage a pour objet de créer
ou de conserver un débouché pour les produits marqués et qu'il ne vise pas au seul main-
tien du droit a la marque."

(Cour de Justice Benelux 27.01.1981, Jur. 1980-1981, p. 23, Arrét Turmac; cf. également:
Cour de Justice Benelux 18.11.1998, Jur. 1988, p. 61, Arrét Philip Morris)

Y a-t-il une différence dans I'évaluation de l'usage "en tant que marque" entre I'ac-
quisition, le maintien et la contrefagon des droits?

Le critere d'usage normal d'une marque est appliqué de maniére identique tant lors de
I'examen du maintien d'un droit que lors de I'examen du délit de contrefacon.

Est-ce que I'un des points suivants est considéré comme usage "en tant que mar-
que"?

L'usage sur Internet comme metatag, comme "linking" ou "fraiming"
Conformément a l'article 13 A 1 sous c) LUB le titulaire de la marque peut s'opposer a:

"tout usage qui, dans la vie des affaires et sans juste motif, serait fait d'une marque qui jouit
d'une renommeée a l'intérieur du territoire Benelux ou d'un signe ressemblant pour des pro-
duits non similaires a ceux pour lesquels la marque est enregistrée, lorsque l'usage de ce
signe tirerait indiment profit du caractere distinctif ou de la renommée de la marque ou leur
porterait préjudice".

L'usage d'une marque sur internet constitue donc la contrefagon de la marque. (cf. Ord. du
Président du Tribunal d'arrondissement de Luxembourg du 28 mai 1999, Société Générale
SA et autres ¢/ EDS Europe SA,;

Ord. du Président du Tribunal d'arrondissement de Luxembourg du 20 octobre 2000, Fiat
SPA et Fiat Auto SPA c/ Italcar sarl).

L'usage par des clubs de fans ou des supporters

Conformément a l'article 13 A 1 sus d) LUB le titulaire de la marque peut s'opposer a "fout
usage qui, dans la vie des affaires et sans juste motif, serait fait d'une marque ou d'un si-
gne ressemblant autrement que pour distinguer des produits, lorsque I'usage de ce signe ti-
rerait inddment profit du caractere distinctif ou de la renommée de la marque ou leur porte-
rait préjudice."

L'usage de la marque par des clubs de fans ou des supporters, constitue la contrefagon de

la marque, si cet usage est effectué dans la vie des affaires et tire indiment profit du carac-
tere distinctif et porte préjudice au titulaire de la marque.

121



4.3

4.4

L'utilisation d'une marque dans la vie des affaires est tout usage qui a lieu — dans un but
autre qu'exclusivement scientifique — dans le cadre d'une entreprise, d'une profession ou
de tout autre activité qui n'est pas exercée dans le domaine privé et dont I'objet est de ré-
aliser un avantage eéconomique. (CJB 9.7.1984, Rec. 1984, p. 1, Aff. Tanderill).

Chaque cas d'espéce doit dés lors étre examiné au regard de ces critéres.

La parodie

La parodie d'une marque tombe sous le champ d'application de l'article 13 A 1 sous c) ou
d) LUB.

Constitue ainsi la contrefacon de la marque "Vuitton", I'emploi d'un signe ressemblant a
cette marque pour des aides — mémoires contenant des préservatifs! (Trib. de commerce
de Luxembourg, 23.12.1992, SA Louis Vuitton ¢/ Nobilis Choserie)

La publicité comparative

Aux termes de l'article 3bis de la directive communautaire 97/55 CE du Parlement
européen et du Conseil du 6 octobre 1997, qui n'a pas encore été transposée en droit
luxembourgeois, la publicité comparative est licite si elle n'engendre pas de confusion avec
une marque, si elle n'entraine pas le discrédit ou le dénigrement d'une marque, si elle ne
tire pas indiment profit de la notoriété attachée a une marque ou si elle ne présente pas
un bien ou un service comme une imitation ou une reproduction d'un bien ou d'un service
portant une marque protégée. (Art. 3 bis, 10 sous d, e, g et h)

Si, d'aprés le régime national du Groupe, I'usage comme marque est confié aux indi-
cations traditionnelles d'origine ou d'identification, des usages non conventionnels
sont-ils néanmoins punissable de par la loi sur les marques ou d'autres lois (par
exemple les lois sur la concurrence déloyale ou sur les pratiques du commerce?

La LUB protége de maniére efficace toute atteinte tant a la fonction d'origine qu'a la
fonction publicitaire de la marque. (cf. Réponse a la question n° 4)

La marque ne peut étre protégée par le biais de la législation sur la concurrence déloyale.
cf. Réf. com. Luxembourg, 20.03.1982, SA Pernod-Ricard c/ Leuchter, Réf. com.
Luxembourg 28.11.1986, Schiffmann c/ Gat Lux Intertrade Cy Ltd.)

Si l'usage "en tant que marque" dans le sens traditionnel est requis pour établir la
contrefagon, est-ce que les marques "de haute renommeée", "célébres”, "notoires" ou
"jouissant d'une réputation” utilisées sur des produits et services différents sont

protégées?

Les marques qui jouissent d'une renommée a lintérieur du territoire Benelux jouissent
d'une protection élargie en vertu de l'article 13 A 1. sous c) (cf. Question n® 4.1)

Propositions

Dans la mesure ou tel n'est pas le cas la notion d'usage doit &tre harmonisée.

Cette notion doit étre large.

Le groupe luxembourgeois est également d'avis que cet usage de la marque doit étre normal et
pour reprendre les termes du réglement sur la marque communautaire, sérieux.

Par ailleurs, les dispositions légales en matiére de preuve de I'usage d'une marque doivent prévoir
un renversement de la charge de la preuve a l'instar des articles 5, sous 2 a) LUB et 43, paragra-
phe 2 du réglement sur la marque communautaire.
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Résumé

Le droit des marques est régi au Grand Duché de Luxembourg par la loi uniforme Benelux sur les
marques entrée en vigueur le 1er janvier 1971.

Selon la loi aucun usage n’est exigé pour pouvoir acquérir une marque.

La déchéance du droit est encouru en cas d’absence d’'un usage normal sur le territoire du Bene-
lux pendant une période de 5 ans sans juste motif. La jurisprudence exige un usage effectif. Celui-
ci devra étre prouvé par le demandeur mais le juge a la possibilité de décider un renversement de
la charge de la preuve.

L’'usage de la marque sur internet est considére par la jurisprudence luxembourgeoise comme une
contrefagon. Il en est de méme pour l'usage fait par un supporter s’il est effectué dans la vie des
affaires et tire indiment profit du caractére distinctif et porte préjudice au titulaire de la marque. La
parodie est également une contrefacon.

La loi uniforme Benelux protége efficacement la marque dans sa fonction publicitaire. La directive
communautaire 97/55 CE, non encore transposée, encadrera strictement la publicité comparative.

Le groupe luxembourgeois propose que la notion d’usage soit harmonisée et entendue de fagon
plus large. De méme, la charge de la preuve de l'usage sérieux devrait par principe peser sur le
titulaire de la marque.

Summary

In Luxembourg, the Benelux trademarks Uniform Law that came into force the 1st of January 1971
govern trademarks.

According to the Uniform Law the use of the sign is not a condition to obtain a trademark.

The revocation of rights may be requested if there is not a genuine use of the trademark on the
territory of the Benelux during an uninterrupted period of five years, without good reason. The use
has to be genuine. The genuineness has to be proved by the plaintiff but the judge can reverse the
burden of the proof.

The jurisprudence in Luxembourg considers the use of the trademark in the Internet as an in-
fringement. The parody of the trademark is an infringement. The use by a fan is an infringement if it
happens in the business life and profits from the distinctiveness of the trademark and causes a
prejudice to the holder.

The Benelux Uniform Law protects efficiently the trademark in its advertising function. The Euro-
pean directive 97/55 CE, that is not yet applied, will strictly control the comparative advertising.

The group from Luxembourg suggests to harmonize the notion of “use” and to give it a wider defini-
tion. Furthermore, the burden of the proof in all cases should belong to the holder of the trademark.
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Report Q168

In the name of the Dutch Group
by KW. BLUMENSTOCK (Co-chairman), T. COHEN JEHORAM (Co-chairman),
H.G.M. BERENDSCHOT, W.P. DEN HERTOG, S.A.. KLOS, S.H. MERKUS,
B. VANROBAEYS, S.M. DE WILDE

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of Rights

1. Is there any requirement for use of a mark "as a mark" for the purposes of
1.1 Acquiring a mark (if rights may be acquired by use according to national law?

For "acquiring a mark" we will read "acquiring trade mark rights and/or a trade mark registration".

Under the Benelux Trademarks Act (BTA) a trade mark may be filed and registered (and thus trade
mark rights can be invoked) with respect to trade marks which are not used at all, let alone used
"as a mark". Only if the mark has not been put to genuine use during an uninterrupted period of
five years or more, the trade mark right can be declared lapsed upon request by any interested
third party (Art. 5.2 par. a BTA / Art. 12 par. 1 EC Trade Marks Directive). In this respect it should
be noted that the (genuine) use of the mark should be use of the trade mark for the goods or ser-
vices for which it has been registered, thus implying that the trade mark should have been used
"as a mark".

We are therefore inclined to simply answer this question with "no". However, this is not true for one
category of marks, namely for signs which lack sufficient distinctive character to be registered as a
trade mark (Art. 6bis.1 par. a / Art. 3.1 par. b, ¢ and d EC Trade Marks Directive). This lack of dis-
tinctiveness may be overcome if the sign has acquired distinctiveness through use (Art. 3.3 EC
Trade Marks Directive). Although the EC Trade Marks Directive, nor the BTA gives any qualifica-
tion as to this use, it is considered essential that the relevant public has recognised the use of the
mark as "use as a mark"'. This is logical, as it would be hard to imagine how else the sign could
become distinctive. Therefore, for this category of (initially) insufficiently distinctive signs, use of
that sign "as a mark" is a requirement for acquiring trade mark rights.

1.2 Maintaining a trade mark registration (e.qg. against an application for cancellation on
grounds of non-use)?

As indicated above, Art. 5.2 of the BTA (Art. 12 par. 1 EC Trade Marks Directive) provides for the
possibility that a court declares a trade mark right lapsed upon request of an interested third party
(which will lead to cancellation), in case the trade mark has not been used for the goods or ser-
vices for which it was registered, during an uninterrupted period of five years or more. The provi-
sion therefore explicitly refers to the situation that the mark is used "for the goods or services for
which the trade mark is registered"”, thus implying use "as a mark" .

However, there has been some discussion as to what could constitute genuine use of the trade-
mark for the goods or services for which it was registered. In the case of Ansul v. Ajax? the Dutch
Supreme Court referred questions to the ECJ in relation to what should be considered genuine use

Court of Appeal The Hague, 4 June 1998, BIE 1998,42 (Libertel)
Supreme Court, 26 January 2001, RvdW 2001,40, NJ 2001, 247
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of the trade mark for the goods and services for which it was registered. This case related to fire
extinguishers, which were not sold new anymore, but which were maintained by the trade mark
holder, using the trade mark as a reference. This (among other things) meant that the fire extin-
guishers were refilled (the trade mark holder held the trade mark also for extinguishing agent), and
the trade mark holder applied a sticker showing the trade mark, and mentioning the fact that the
product was (again) ready for use.

There is jurisprudence on the issue of genuine use under Benelux trade mark law as it was prior to
harmonisation®. The Benelux Court of Justice ruled that:

1. all facts and circumstances should be taken into consideration,
2. decisive are the facts and circumstances when taken into consideration together with
a) what is common in the respective branch,
b) what is common in trade in general,
c) what is commercially sound, and
d) whether the use gives the impression that it has as a goal that goods and/or ser-

vices find their way to consumers under the trade mark, and that

3. especially the nature, scope, frequency and duration of the use in connection with the na-
ture of goods or services and the size of the enterprise should be taken into consideration.

In Ansul v. Ajax the Dutch Supreme Court has asked whether or not this is still a relevant criterion
under the EC Trade Marks Directive, and if not, which criterion should be applied. Furthermore the
Supreme Court has asked whether there can be genuine use in case the trade mark is used not for
selling new goods under the trade mark, but for maintaining those goods. Therefore in the Benelux
there is still some uncertainty as to what could be considered genuine use of a mark for the goods
and services for which it was registered.

1.3  Establishing infringement?

1.3.1 As set out in the introduction to this question, use "as a mark" is traditionally taken as "use
for the purpose of indicating the origin or source of goods and services or the identity of a
particular undertaking" (cf. the "normative functions" of a trade mark as described in Q68) -
as opposed to e.g. use for purely descriptive purposes.

When it comes to verifying the existence of this requirement in the framework of assessing
trade mark infringement, a distinction can be made between

1. the grounds of action laid down in Art. 13.A.1 par. a, b and ¢ of BTA (Art. 5.1 par. a,
b and Art. 5.2 EC Trade Marks Directive) and

2. the grounds of action provided in Art. 13.A.1 par. d of BTA (Art. 5.5 EC Trade Marks
Directive).

In particular, paragraphs a, b and ¢ of Art. 13.A.1 BTA (Art. 5.1 par. a, b and Art. 5.2 EC
Trade Marks Directive) sanction the use of a trade mark for the purpose of distinguishing
goods or services, whereas Art. 13.A.1 par. d BTA (Art. 5.5 EC Trade Marks Directive)
sanctions the use of a trade mark not for the purpose of distinguishing goods or services
(and hence for other purposes than functioning "as a mark")*. The latter paragraph is often

3 Benelux Court of Justice, 27 January 1981, NJ 1981, 333 (Turmac v. Reynolds)

Cf. Under Art. 13.A.1 BTA the owner of a prior trade mark registration is entitled to prevent third par-
ties from using in the course of trade

a) any identical sign used in relation to goods or services which are identical with those for which the
trade mark is registered,;

b) any sign which is identical with or similar to the trade mark and is used in relation to goods or ser-
vices identical with or similar to those for which the trade mark is registered, where such use could
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1.3.2

applied in cases involving trade names, corporate names, domain names et cetera, al-
though this will not necessarily be so in all cases (cf. infra, also, under question 5).

We therefore believe that the answer to this question is "yes" but only in case of trade mark
infringement under Art. 13.A.1 par. a, b and ¢ BTA (Art. 5.1 par. a, b and Art. 5.2 EC Trade
Marks Directive), since the use of the same trade mark must be intended to distinguish
goods or services and therefore "use as a mark" must be established.

Use "as a mark" in the traditional sense is not required for Art. 13.A.1 par. d BTA (Art. 5.5
EC Trade Marks Directive) to apply and trade mark infringement to occur. This article ap-
plies in the case of use of a trade mark that is not intended to distinguish goods or services
but nevertheless takes unfair advantage of, or is detrimental to, the distinctive character or
the repute of the trade mark. So-called "unconventional" uses - such as use of a trade mark
as part of domain names, trade names, as a title of books or in films, or for the purpose of
parody, comparative advertising et cetera - may in certain circumstances qualify for action
on the basis of Art. 13.A.1 par. d BTA (Art. 5.5 EC Trade Marks Directive) (cf. infra, also,
questions 4 and 5). However, the aforementioned "unconventional" uses may, in certain
circumstances, qualify for protection under Art. 13.A.1 par. a, b or c BTA (Art. 5.1 par. a, b
and Art. 5.2 EC Trade Marks Directive), e.g. when a trade name is seen by the public "as a
trade mark".

When a trade mark is considered used "as a mark" is not defined in the law, apart from
what is stated in Art. 13.A.1 and Art. 13.A.7 BTA (Art. 6.1 EC Trade Marks Directive).

The infringing sign envisaged under Art. 13.A.1 par. a, b and ¢ BTA (Art. 5.1 par. a, b and
Art. 5.2 EC Trade Marks Directive) is clearly one that distinguishes products or services, be
it a trade mark (registered or not) or an appellation of origin.

In its ruling Hagens in 1982, the Benelux Court of Justice held that the use to which the
trade mark owner can object, shall be understood as "the use of this trade mark or sign by
someone in relation to his own goods or services, with a view to enhance the trade or per-

formance thereof, or to indicate his own undertaking™.

In subsequent decisions, the Benelux Court of Justice - in broader terms - decided that
there was use for the purpose of distinguishing goods or services when it is clear to the
public that this use relates to specific goods commercialised or offered for sale or to ser-
vices performed which, by this use, are distinguished from the goods or services from oth-
ers®. Likewise, the re-filling of an empty packaging - supplied by a customer - carrying the
original trade mark with a similar product which does not originate from the trade mark
owner and the subsequent supply thereof to the customer, was considered "use for the
purpose of distinguishing goods" (and therefore constitutes infringement), even when in the
customer's mind there is no misunderstanding as to the origin of that product’.

Whether or not a trade name is also used for the purpose of distinguishing goods or ser-
vices - as opposed to use for the purpose of distinguishing a particular undertaking only -

result in a likelihood of association (to be read as confusion: ECJ 11 November 1997, IRDI 2000,
p.929 (Sabel v. Puma)) on the part of the public with the trade mark;

c¢) any sign which is identical with or similar to the trade mark and is used in relation to goods or ser-
vices which are not similar to those for which the trade mark is registered, where the trade mark is
known in the Benelux and where use of that sign without due cause takes unfair advantage of, or is
detrimental to, the distinctive character or the repute of the trade mark;

d) any sign which is identical with or similar to the trade mark and is used other than for the purpose
of distinguishing goods or services, where use of that sign without due cause takes unfair advantage
of, or is detrimental to, the distinctive character or the repute of the trade mark.

Benelux Court of Justice, 29 June 1982, Jur. 1981-1982, p.40 (Hagens)

Benelux Court of Justice, 7 November 1988, NJ 1989, 300 (Omnisport); Benelux Court of Justice, 20
December 1993, NJ 1994, 638 (Mercedes v. Haze)

Benelux Court of Justice, 20 December 1993, NJ 1994, 637 (Shell v. Walhout-de Visser)
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and hence, whether or not Art. 13.A.1 par. a, b or c BTA (Art. 5.1 par. a, b and Art. 5.2 EC
Trade Marks Directive) applies, will depend on the public's opinion?®.

When a service-providing undertaking carries no other signs than its trade name for the
purpose of distinguishing its services, the public will perceive the use of that trade name as
a use that relates to the services offered by that undertaking and hence, Art. 13.A.1 par. a
BTA (Art. 5.1 par. a EC Trade Marks Directive) applies®.

In another case, the prominent use of the slogan "Ik ben Ben" (read in English: | am Ben)
by the Dutch telecom provider Ben, was held not to serve the purpose of distinguishing its
goods or services, as this slogan was used in the first place as a means to introduce itself
to the public and hence the requirements of Art. 13.A.1 par. d BTA (Art. 5.5 EC Trade
Marks Directive) - and not those of Art. 13.A.1 par. b BTA (Art. 5.1 par. b EC Trade Marks
Directive) - applied®.

In its judgement of 25 September 2000, the Benelux Court of Justice in a case between
BMW and Deenik reconsidered its previous considerations in the case Mercedes v. Haze of
1993 and came to the conclusion that these are no longer entirely in line with current har-
monised European law, and this based on the ECJ ruling in BMW v. Deenik. However, in
the first mentioned judgement the Benelux Court of Justice did not entirely follow the earlier
decision by the ECJ"".

In BMW v. Deenik the ECJ decided that use of a trade mark by a third party - not having the
trade mark owner's consent - for the purpose of advertising repair and maintenance ser-
vices in relation to the goods covered by the trade mark or for the purpose of indicating that
he is specialised in those goods, is considered use in relation to goods in the meaning of
(old) Art. 13.A.1 BTA - now Art. 13.A.1 par. a BTA (Art. 5.1 par. a EC Trade Marks Direc-
tive)'2. Nevertheless, the Benelux Court of Justice considered that use of a trade mark by a
third party, for the purpose of advertising his activities in relation to the products marketed
by the trade mark owner or his licensee - such as the resale of those products (cf. "special-
ised in BMW"), as well as rendering repair and maintenance services - is to be qualified as
"other use" in the meaning of Art. 13.A.2 (old) BTA - now Art. 13.A.1 par. d BTA. (Art. 5.5
EC Trade Marks Directive)."

In addition, the exceptions laid down in Art. 13.A.7 BTA (Art. 6.1. EC Trade Marks Directive)
(as applied by the courts) describe uses that do not amount to trade mark infringement, and
therefore implicitly give an indication of what is not considered as infringing "trade mark

use .

In particular, the trade mark owner is not entitled to prohibit a third party from using, in the
course of trade:

a) his own name or address;

b) indications concerning the kind, quality, quantity, intended purpose, value, geo-
graphical origin™, the time of production of the goods or of rendering the service, or
any other characteristics thereof (cf. "descriptive indications");

Benelux Court of Justice, 7 November 1988, NJ 1989, 300 (Omnisport); Benelux Court of Justice, 20
December 1996, NJ 1997, 313 (Europabank)

District Court Antwerp, 14 January 1997, BIE 1999, 73

Pres. District Court The Hague, 26 May 1999, BIE 1999, 113

Benelux Court of Justice, 25 September 2000, IER 2000, 65/313 (BMW v. Deenik)

ECJ, 23 February 1999, C-63/97, [1999] 1 CMLR 1999, Ing. Cons. 1999, p. 322 (BMW v. Deenik)

Under Art. 13.A.2 (old) BTA, the trade mark owner could object to any 'other use' (in the course of
trade) of the trade mark - as opposed to use of an identical or similar mark in relation to identical or
similar goods covered by Art. 13.A.1 (old) BTA - without valid reason in such circumstances that
could cause damage to the trade mark owner

District Court Bruges, 18 April 2000, BIE 2001, 46
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c) the trade mark where it is necessary to indicate the intended purpose of a product or
service, in particular as accessories or spare parts.

However, the aforementioned uses of a trade mark are only allowed if used "in accordance
with honest practices in industrial or commercial matters".

Art. 13.A.7 par. b BTA (Art. 6.1 par. b EC Trademarks Directive) implies that use of indica-
tions identical to the trade mark should be strictly confined to information purposes in order
not to constitute infringement. In its ruling in the Polyglot case in 1995, the Benelux Court of
Justice held that a third party can not avail itself of this exception when the use is such that
the impression is created in the public's mind that the indication used is a trade mark, i.e.,
used to distinguish the goods or services concerned and hence as an indication of origin of
that product from a particular undertaking'®. This criterion was also applied by the Dutch
Supreme Court in a case involving the trade mark ROUTE 66 filed for several goods and
services including the organisation of tours’.

This means that third parties are allowed to indicate characteristics of a product with a de-
scriptive term, provided this term is not given a "trade mark appearance". In this respect,
national courts in Benelux seem to consider the same elements to determine whether or not
such impression is created. Such would, for instance, be the case if the indication was
printed in capitals and put on the place usually reserved for the trade mark (Polyglot, cf. su-

pra).

National courts have therefore upheld infringement in the case of use of a generic or com-
mon sign because said sign was used "as a mark"". In other cases, use of the generic or
common name was allowed . For instance, it was held that use by Seiko, sponsor of the
Olympics, of the indication "olympic" on watches was allowed and this notwithstanding the

existence of the trade mark "Olympic"'®.

2. Is there any definition of what is use "as a mark" either in statute or case law?

The BTA does not include any definition of use "as a mark", apart from what is stated in Art. 5.1 of
the EC Trade Marks Directive. This refers to use of the trade mark in relation to goods or services.
As to the relevant jurisprudence cf. question 1.2 and 1.3 supra, and question 4.1 to question 4.5
infra.

3. Is there any difference in the assessment of use "as a mark™ between the acquisition,
maintenance and infringement of rights?

We answer this question with "no"; there is no material difference.
4. Is any of the following considered to be use "as a mark™:

As indicated above according to Dutch law, use required for the purposes of acquiring a trade mark
and maintaining a registered trade mark, should be use "as a mark". The following therefore only
concerns use for the purpose of establishing infringement.

4.1 Use on the internet, as a metatag, in linking or framing

Benelux Court of Justice, 16 June 1995, NJ 1995, 745 (Polyglot); see also Dutch Supreme Court, 5
December 1997, |.R.D.I. 1998, p. 61

Notwithstanding the validity of this trade mark, the Supreme Court held that the trade mark owner
should not be able to prevent third parties from using those words to indicate organised tours which
have Route 66 as destination, unless the impression is created in the public's mind that this indica-
tion is (also) used as (a) (their own) trade mark - which was found to be the case (Dutch Supreme
Court, 5 December 1997, IRDI 1998. p. 61)

Pres. District Court Haarlem, 12 March 1986, IER 1986, 17; Court of Appeal Arnhem, 4 October
1988, BIE 1990, 4; Court of Appeal Amsterdam, 13 September 1990, IER 1990, 65

Pres. District Court Rotterdam, 7 August 1992, BIE 1994, 88
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Dutch jurisprudence so far is limited to use on the internet by mere registration of a domain name,
use of a domain name and as a metatag, i.e. not in linking or framing. In legal doctrine linking itself
(absent any special circumstances) is usually considered allowed, also if the link contains a trade
mark.

4.1.1 Mere registration of a domain name

It is still controversial whether mere registration of a trade mark as a domain name is to be
considered as use of that trade mark in the course of trade', let alone use "as a mark", as
by mere registration the trade mark is not noticeable for the relevant public. One could
question whether it should be at least a condition that the domain name gives access to a
website and whether or not there is use in the course of trade. In Gaos v. Passies® it was
held that a domain name functions in the course of trade also as a sign by which one could
promote its business activities. Therefore, the address itself, besides being a tool to get ac-
cess to a website, also has a promotional function.

In case mere registration is considered to be use of a trade mark in the course of trade, this
mere registration is mostly held to be use of that trade mark for other purposes than func-
tioning "as a mark?'. However, in KLM-Alitalia v. Trading House Morellino®* mere registra-
tion of a domain name was held to be use "as a mark" in case the domain name is intended
to be used for similar goods as the trade mark was registered for.

4.1.2 Registration of a trade mark as a domain name, which domain name gives access to a
website

Whether use of a domain name, containing a trade mark or a similar sign, which domain
name gives access to a website, is to be considered as use "as a mark" is also still contro-
versial.

Use of a domain name on the internet, indicating the location of an electronic magazine,
dealing with similar goods or services as the trade mark is registered for, is held to be use
of a sign for a good, thus "as a mark"®.

Also use of a domain name, containing a trade mark (or a similar sign) and giving access to
a website is held to be use of that sign "as a mark", in case the website deals with goods or
services that are not similar to those for which the trade mark is registered®. However, in
these cases the trade mark registered was held to be a famous trade mark.

The defence that the trade mark was used for so called "dual-communication”, establishing
a valid reason, failed®.

In  Dikkerboom v. InterboorlIT (Pres. District Court Utrecht, 16 November 2000,
hhtp://www.domeinnaam-jurisprudentie.nl/disclaimer.html) mere registration of a domain name, con-
taining a trade mark, was held to be no use of that trade mark in the course of trade. In KLM-Alitalia
v. Trading House Morellino (Pres. District Court Arnhem, 25 October 1999, IER 2000, 26) mere reg-
istration of a trade mark as a domain name was held to be use of that trade mark in the course of
trade

Court of Appeal Amsterdam, 7 December 2000, hhtp://www.domeinnaam-
jurisprudentie.nl/disclaimer.html

Pres. District Court Arnhem, 25 October 1999, IER 2000, 26 (KLM-Alitalia v. Trading House Morel-
lino), Pres. District Court Groningen, 25 February 2000, BIE 2001, 23 (Horselover.nl v. Horselover
voor ruitersportartikelen) and Court of Appeal Amsterdam, 7 December 2000,
hhtp://www.domeinnaam-jurisprudentie.nl/disclaimer.html (Gaos v. Passies)

Pres. District Court Arnhem, 25 October 1999, IER 2000, 26

Pres. District Court Amsterdam, 20 September 1996, IER 1996, 44 (Ouders van Nu), Court of Ap-
peal Amsterdam, 24 April 1997, BIE 1998, 11 (Ouders Online Il) and Court of Appeal Amsterdam, 27
July 2000, BIE 2001, 21 (Beursplein5.nl)

Pres. District Court Amsterdam, 7 April 2000, IER 2000, 28 (Unilever v. Name Space) and Court of
Appeal Amsterdam, 27 July 2000, BIE 2001, 21 (Beursplein5.nl)

Pres. District Court Amsterdam, 7 April 2000, IER 2000, 28 (Unilever v. Name Space)
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To the contrary, registration of a domain name, containing a trade mark (or a similar sign),
is also held to be use of a trade mark for other purposes than functioning "as a mark"%.

Prior use of an identical trade name, use of an artist's name, indicating the content of a
website and use in the course of trade by a natural person of his own surname, provided
that the surname is not used for the purpose of distinguishing goods and services, viz. use
in private for genealogical purposes, are held to establish valid reasons?.

4.1.3 Registration of a domain name, giving access to a website, with the purpose of putting up
this domain name for sale and /or for rent

Registration of someone else's trade mark as a domain name, which domain name gives
access to a website, with the purpose of putting up this domain name for sale is held to be
use for other purposes than functioning "as a mark"?.

The defence that the various different persons were entitled to the trade mark, establishing
a valid reason, failed®.

4.1.4 Metatag

Whether use of a trade mark (or a similar sign) as a metatag on someone else's website
domain name, is to be considered as use "as a mark" is also still controversial.

In VNU v. The Monsterboard® use as a metatag was held to be use "as a mark". In Deutz
v. ADT and Meatpoint’ use of a trade mark as a metatag on someone else's website was
held to be use of that trade mark for other purposes than functioning "as a mark".

4.2 Use by fan clubs or supporters

So far as a trade mark (or a similar sign) is used by fan (or hate) clubs or supporters in the course
of trade, this use is considered to be for other purposes than functioning "as a mark". In establish-
ing trade mark infringement, the sign must be used by the clubs or supporters without a valid rea-
son, taking unfair advantage of, or being detrimental to the distinctive character or the repute of the
trade mark. This can of course very well be the case. The most difficult question will be whether or
not there is use of the trademark in the course of trade. Even if no trademark infringement can be
established, such use may still be actionable under general tort law.

4.3  Parody

A parody calls to mind a (known) trade mark to make fun of or insult it. Parodies can be made in
different ways.

2 Pres. District Court Amsterdam, 15 May 1997, IER 1997, 44 (Labouchere), Pres. District Court Am-

sterdam, 4 September 1997, IER 1997, 61 (Meatpoint), Pres. District Court Dordrecht, 9 February
1999, BIE 1999, 49 (Deutz v. ADT), Pres. District Court Arnhem, 26 February 1999,
http://www.rechtbank-arnhem.org/9902261.htm (Fortis Nederland N.V.) and Court of Appeal Leeu-
warden, 4 April 2001, casenumber 000321 (LCI v. Livestock)

Court of Appeal Leeuwarden, 4 April 2001, casenumber 000321 (LCI v. Livestock), Pres. District
Court Amsterdam, 12 October 2000, hhtp://www.domeinnaam-jurisprudentie.nl/disclaimer.html (Gar-
nier v. RoosIT) respectively Pres. District Court Utrecht, 16 November 2000,
hhtp://www.domeinnaam-jurisprudentie.nl/disclaimer.html (Dikkerboom v. InterboorIT)

Pres. District Court Amsterdam, 13 July 2000, hhtp://www.domeinnaam-
jurisprudentie.nl/disclaimer.html (Merkhouders v. Name Space) and Pres. District Court Amsterdam,
13 July 2000, hhtp://www.domeinnaam-jurisprudentie.nl/disclaimer.html (Zeldenrust v. Basenames)
Pres. District Court Amsterdam, 13 July 2000, hhtp://www.domeinnaam-
jurisprudentie.nl/disclaimer.html (Merkhouders v. Name Space)

Pres. District Court The Hague, 29 June 1999, IER 1999, 42

Pres. District Court Dordrecht, 9 February 1999, BIE 1999, 49 respectively Pres. District Court Am-
sterdam, 4 September 1997, IER 1997, 61
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In the first place, parodies can be made by copying features of another party's product or adver-
tisement, without mentioning that party's trade mark (or a similar sign). In such a case, no use of a
third party's trade mark is made and trade mark infringement cannot be established.

Secondly, parodies can be made by using another party's trade mark (or a similar sign) in order to
increase the appeal of one's own product and/or to profit from the reputation of that trade mark.

In general, such use is not considered to be "use in order to distinguish goods and services" and is
thus not regarded as use "as a mark"* However, as indicated above, according to the BTA, the
traditional requirements relating to use "as a mark" are not the only relevant uses of a trade mark
for establishing infringement. Under Art. 13.A.1 par. d BTA (Art. 5.5 EC Trade Marks Directive),
use of a trade mark other than to distinguish goods and services (and thus for other purposes than
"as a mark") can also constitute a trade mark infringement. The use of a trade mark as a parody
may therefore constitute an infringement on the basis of Art. 13.A.1 par. d BTA (Art. 5.5 EC Trade
Marks Directive).

There is some uncertainty as to when a parody can be considered use in the course of trade.
Parodies can be part of a for profit operation, where the parody might even greatly contribute to the
profits made. It can be argued that this would constitute use in the course of trade.

A third possibility is the use and the registration of a trade mark that itself is a parody. Whether the
use of such trade mark constitutes use "as a mark" or otherwise constitutes an infringement, de-
pends on the way that trade mark is being used®. In this respect, the general criteria described
above apply.

Further to the above, the use of a trade mark (or of a similar sign) in a parody does - in general -
not constitute use "as a mark". However, the use of a trade mark as a parody may constitute an
infringement on the basis of Art. 13.A.1 par. d BTA (Art. 5.5 EC Trade Marks Directive). Use of a
trade mark in a parody will usually not constitute a valid reason for such such use.

4.4 Comparative advertising

It is unclear whether the use of a trade mark in comparative advertising constitutes use "as a mark"
or use for "other purposes than to distinguish goods or services".

The prevailing view (including that of the reporters) is that comparative advertising falls under Art.
13.A.1 par. d BTA (Art. 5.5 EC Trade Marks Directive)** According to Benelux jurisprudence, in
principle, Art. 13.A.1 par. a, b and ¢ BTA (Art. 5.1 par. a, b and Art. 5.2 EC Trade Marks Directive),
refers to the use of a third party's trade mark in order to distinguish its own goods and services®. In
comparative advertising, the advertiser will use a third party's trade mark as a reference to the

32 Pres. District Court Dordrecht, 9 February 1999, BIE 1999, 49 respectively Pres. District Court Am-

sterdam, 4 September 1997, IER 1997, 6130 Pres. District Court Brussels, 24 February 1987, BIE
1988, 45 (Guerlain v. Comme un parfum de Guerlain); Pres. District Court Amsterdam, 28 July 1981,
BIE 1982, 12 (Philips v. Haagsche Post); Pres. District Court Breda, 12 December 1980, BIE 1981,
26 (Papa Pia's v. Mama Mia's). Not explicitly: Pres. District Court Haarlem, 19 June 1985, BIE 1986,
65 (Lacoste). Such use was considered use "as a mark" by the Pres. District Court The Hague, 6
December 2000, IER 2001, 9 (Moet v. Xenos)

Pres. District Court Brussels (11 May 1993, BIE 1995, 98) argued that the trade mark Béteman "was
regarded a parody of the trade mark Batman". The President argued that the fact that a trade mark
constitutes a parody implies that both trade marks are similar. However, according to the President,
it also implies that no confusion exists; confusion is in fact excluded by the parodying similarity. The
judgment did not deal with the question whether the parody constituted use "as a mark" or whether it
constituted an infringement

PRAR, Chapter 1lID.21, p.llID-61; G. van Empel & P.G.F.A. Geerts, Bescherming von Intellectuele
Eigendom, 1999, p.92; Mr R.V. de Very, IER 2001, p.174. However, some argue that this should be
covered under Art. 13.A.1 par. a BTA as this would not only cover use of a sign for ones own good or
services, but also for the good and services of others

Benelux Court of Justice, 7 November 1988, NJ 1988, 300 (Omnisport)
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goods or services of that party, which goods or services are not being sold by the advertiser. The
advertiser uses the other party's trade mark solely in order to make a comparison with its own
goods or services and not as a (distinguishing) trade mark. Subsequently, it can be argued that
use of a trade mark in comparative advertising does not distinguish the advertiser's own goods and
must therefore be regarded as use "other than as a mark™*.

The legislative history of the Comparative Advertising Directive®” and the EC Trade Marks Direc-
tive*® do not provide clear information as to whether the use of a trade mark in comparative adver-
tising must be regarded use "as a mark".

Considerations 14 and 15 to the Comparative Advertising Directive provide that use of another's
trade mark in accordance with the requirements of the Comparative Advertising Directive, in order
to make comparative advertising, and the intended target being solely to distinguish between them
and thus to highlight differences objectively, does not constitute trade mark infringement. Appar-
ently, such use constitutes a "valid reason". Use "without a valid reason" is only a requirement for
trade mark infringement in Art. 13.A.1 par. ¢ BTA (Art. 5.2 EC Trade Marks Directive) (regarding
use of a famous trade mark "as a mark") and Art. 13. A.1 par. d BTA (Art. 5.5 EC Trade Marks Di-
rective) (regarding use "other than as a mark"). Therefore, it appears that use of a trade mark in
comparative advertising is intended to fall under Art. 13.A.1 par. d BTA (Art. 5.5 EC Trade Marks
Directive) and thus, constitutes use "other than as a mark".

In our opinion, the use of a trade mark in comparative advertising does not constitute use "as a
mark", because the advertiser does not use the other party's trade mark in order to distinguish its
own goods and services. Such use may however, constitute an infringement if the requirements of
Art. 13.A.1 par. d. BTA (Art. 5.5 EC Trade Marks Directive) are fulfilled.

According to the explanatory memorandum to Art. 6:194a of the Dutch Civil Code (BW), use of a
trade mark as a reference ("specialist in BMW") falls under the definition of comparative advertis-
ing. With regard to such use cf. question 1.3 supra.

4.5 Use in books, magazine articles, wordlists, encyclopaedias, et cetera.

The Dutch group includes a fifth category of use in this question, viz. use in books, magazines,
wordlists, encyclopaedias, et cetera.

Use of trade marks in books, magazine articles, wordlists, encyclopedias, et cetera, is also consid-
ered to be use for other purposes than functioning "as a mark"”. In establishing trade mark in-
fringement, the sign must be used in the course of trade without a valid reason, taking unfair ad-
vantage of or being detrimental to the distinctive character or the repute of the trade mark. It should
be noted that sponsored use of a trade mark in such publications is considered use of the trade
mark "as a mark."

%6 Pres. District Court The Hague, 14 January 1998, BIE 1999, 55 (Ferring v. Serrono). In the following

cases, it was only decided that the use of the mark constituted "other use" within the meaning of Art.
13.A.1 par. 2 old BTA: Pres. District Court Breda, 24 February 1994, BIE 1996, 118, Procter v. Kim-
berley Clark); Pres. District Court The Hague, 9 August 1993, BIE 1994, 115 (Trage Foam); Pres.
District Court Utrecht, 20 December 1990, BIE 1991, 72 (Bausch en Lomb v. Allergan). Other: Court
of Appeal Amsterdam, 12 December 1996, BIE 1998, 75 (Hewlett-Packard v. Pelikan Hardcopy)
Directive 97/55/EC of European Parliament and of the Council of 6 October 1997 amending Directive
84/450/EEC concerning misleading advertising so as to include comparative advertising (OJ No
L290 p. 18, 1997/10/23)

First Council Directive 89/104/EEC, of 21 December 1988, to Approximate the Laws of the Member
States Relating to Trade Marks (OJ No L 40 p. 1, 1989/02/01)

District Court Amsterdam, 8 January 1975, BIE 1977, 96 (Shell v. Vrij Nederland) and Pres. District
Court Amsterdam, 28 July 1981, BIE 1982, 12 (Philips v. Haagsche Post)
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5. If, under the Group's national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g. unfair competition or trade practice laws).

Next to the traditional functions of the use "as a mark", as defined in the introduction to this ques-
tion (origin and identity), the Benelux has been a forerunner in recognising the additional function
of the trade mark as a carrier of goodwill, and has provided for the means to protect that function of
the trade mark as well. In Benelux trade mark law "use as a mark" is therefore not confined to "ori-
gin and identity".

In addition, the BTA (introduction to Art. 13.A.1) expressly allows for additional actions resulting
from "the application of general legal rules concerning liability from wrongful acts (tort)". This is in
conformity with the sixth preamble to the EC Trade Marks Directive. It is therefore fully possible, if
only in theory, to institute legal proceedings, both against "use as a mark" and "unconventional
use" based on the general articles on tort in the Dutch Civil Code (Art. 6:162 ff BW). However, the
fact that an act does not constitute a trade mark infringement sometimes is considered an indica-
tion that such an act also does not constitute a tort if such an act relates (solely) to the use of a
sign as an indicator or designator (so-called negative reflex effect of the BTA). This will in particular
play a role in the situations covered by Art. 13.A.1 par. a and b BTA (Art. 5.1 par. a and b EC
Trade Marks Directive).

Art. 12 BTA expressly forbids any legal action "for protection of a sign that can be considered a
mark" without a prior trade mark application having been made. Since this requirement also ap-
plies to actions based on tort, in practice the trade mark holder will choose to proceed under trade
mark law rather than institute the general action based on tort. If an action under tort would in fact
be instituted, under Dutch law (general civil law is not harmonized within the Benelux) the grounds
to be alleged for an action based on tort would be that, through copying or imitating the plaintiff's
distinguishing sign, the alleged infringer creates confusion with the relevant public.

6. If use "as a mark" in the traditional sense is required to establish infringement, are

"well- known", "famous", "notorious" or "reputed" marks used on dissimilar goods
and services protected?

The Benelux made use of the option offered in Art. 5 par. 2 of the EC Trade Marks Directive, grant-
ing protection against use for dissimilar goods and services under the conditions set forth in that
section (the protected mark must have a "reputation" within the Benelux and the infringing use
must take unfair advantage of, or be detrimental to, the distinctive character or the repute of the
mark).
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Paraguay
Paraguay
Paraguay

Report Q168

in the name of the Paraguayan Group

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law)

Our system is "attributive". The "use" of the trademark - (non-registered) - does not grant
rights over a trademark. The owner acquires rights over a trademark from the time of its
registration. (Art. 15).

Maintaining of a trademark registration (e.g. against an application for cancellation on
grounds of non-use)

The Trademark Law establishes that, as per the interested party’s request, the registration
of a trademark shall be cancelled:

i) when it has not been "used" within the five years upon its registration (The period
of 5 years, for trademarks granted under the former law, shall be considered
from the time of enforcement of the new law — art. 25 Decree.)

ii) when its "use" has been interrupted for more than 5 consecutive years.

iii) when its use, within the estimated term, has been carried out with substantial altera-
tions of its original distinctive, as recorded in the corresponding registration certifi-
cate.

See Art. 27 (a) (b) (c)

Establishing infringement

If it refers to the use of a trademark by its owner, the law does not specifically establish that
there is a requirement for the use of a trademark “as a trademark” in order to determine an
infringement. However, we understand that in an action of infringement against an infringing
third party, for unlawful use of a trademark, the infringing third party could allege the
owner’s lack of use of the trademark with the purpose of rejecting the action.

If it refers to the use of a trademark by a third party, the following cases are considered as
infringement:

i) when a sign that is identical or similar to a trademark or trade name is used in the
market for whatever products or services when such use "could cause confusion"
or "a risk of association to the owner’s registration".

ii) when a sign that is identical or similar to a trademark or trade name is used in the
market for whatever products or services, services or activities, when such action
"could cause the owner an unfair economic or commercial harm" due to the di-
lution of the distinctive strength or the commercial or advertising value of the sign, or
of an unfair advantage of the prestige of the sign or its owner’s.
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iii) when a sign that is identical or similar to a trademark or trade name is publicly
used, even for non-trading purposes, when it could cause a dilution of the dis-
tinctive strength or of the commercial or advertising value of the sign or an unfair
advantage of its prestige.

See Art. 84 (e) (f) (9)

Is there any definition of what is use "as a mark" either in statute of case law?

There is no legal definition of what constitutes the use "as a trademark” in the traditional
sense (origin and role of the identity).

In some judicial cases, it has been stated that the trademarks’ role is to indicate origin and
identity.

However, the Trademark Law establishes that the registered trademark is under "use"
when:

i) The products it covers have been placed in the market, or

ii) The services by which it is distinguished are available in the market with said de-
nomination, and

iii) When advertising is promoted for the launching of products or services into the mar-
ket for trading (as long as effective use is made within the following 4 months from
the beginning of the advertising campaign).

To determine the "use" of a registered trademark regarding the launching of the products
into the market or the availability of the services in the market, the following shall be con-
sidered:

i) the number (quantity) and way (nature) that corresponds due to the nature of the
products and services

i) the number (quantity) and way (nature) that corresponds due to the modalities of
its trade, and

iii) the dimension of the market.
See Art. 29

The Regulatory Decree determines that "the use of the trademark in any country™ shall
be enough to prove the use of a trademark and as a defence before a cancellation action
for the lack of use.

See 23 - Decree
Is there any difference in the assessment of use "as a mark" between the acquisition,

maintenance and infringement of rights?

The definition of "use" in our legal regime is very extensive, which allows for the court to
decide, in each case, whether the use in question complies with the requirements estab-
lished by our Trademark Law.

Is any of the following considered to be use "as a mark"?

Use on the internet, as a metatag, in linking or framing

There is no specific provision on these types of use in our Trademark Law.
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It is our understanding that the use of a trademark in the Internet, such as (i) metatag -
"playboy" case; (ii) linking - "ticketmaster" case o (iii) - "total news" case could be consid-
ered as the use of a trademark

Use by fan clubs or supporters
Parody

Compatrative advertising

The Trademark Law No. 1294 does not contain a specific provision on the use of the
trademark in comparative advertising.

The Law No. 1334 of Consumer and User Defence, states that "comparative advertising will
not be allowed when, through fraudulent (illegal/unlawful) actions or general and indis-
criminated declarations, shall the consumer be lead to establish the superiority of a product
or service over another."

See Art. 36

Pursuant to the Law 1334, the Trademark Law establishes in its Title of Unfair Competition
that "the inadequate use of a trademark" and "the use or widespread of indications or alle-
gations susceptible of leading into error or causing confusion regarding the origin, manufac-
ture, aptitude for the use or consumption or other characteristics of one’s own or a third
party’s products" constitute acts of unfair competition.

See Art. 81 (h) (f)

If necessary, please differentiate between acquisition, maintenance and infringement of
marks

Acquisition

It is not possible, according to the Trademark Law, to acquire rights over a trademark for
the sake of using - non-registered - a trademark in Internet as metatag, linking and/or fram-
ing.

Maintenance

We understand that the use of a trademark in Internet - once it has been registered - could
be of use for keeping the owner’s rights over the trademark, especially in "linking" cases.

Infringement

The general rule foreseen by the Trademark Law is that the registration of a trademark
grants the owner the "right of exclusive use" of the trademark and the right to oppose "to
the use of any other sign that could lead to direct or indirect confusion or association be-
tween the products or services."

We understand that the use of a trademark in Internet - once it has been registered - could
constitute an infringement of the owner’s rights, particularly in the assumptions of Art. 84

(e.f.9)

As a matter of fact, the following constitute infringements to the rights of a registered
trademark’s owner:

i) when a sign that is identical or similar to a trademark or trade name is used in the
market for whatever products or services when such use "could cause confusion”
or "a risk of association to the owner’s registration”.

ii) when a sign that is identical or similar to a trademark or trade name is used in the

market for whatever products or services, services or activities, when such action
"could cause the owner an unfair economic or commercial harm" due to the di-
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lution of the distinctive strength or the commercial or advertising value of the sign, or
of an unfair advantage of the prestige of the sign or its owner’s.

iii) when a sign that is identical or similar to a trademark or trade name is used for
non-trading purposes, when it could cause a dilution of the distinctive strength
or of the commercial or advertising value of the sign or an unfair advantage of
its prestige.

See Art. 84 (e) (f) (9)

If, under the Group’s national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g. unfair competition or trade practice laws)?

The Trademark Law does not contain provisions that specifically establish or recognize that
the use of a trademark is limited to the traditional indication of origin or identity. Therefore,
the concept of the use "as a trademark" could also be expanded to the so-called "uncon-
ventional use".

We understand that the "unconventional use" could be objected based on the dispositions
of the Trademark Law and based on the dispositions on Unfair Competition.

Trademark Law

The owner of a trademark has the "right of exclusive use of it" and to "execute before the
competent authorities the corresponding actions and measures against those who infringe
its rights".

The owner of a trademark has the right to oppose "to the use of any other sign that could
lead to direct or indirect confusion or association between the products or services".

See Art. 15
Unfair Competition

According to the Trademark Law, "the inadequate use of a trademark" constitute unfair
competition.

See Art. 81 (h)

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious" or "reputed” marks used on dissimilar goods
and services protected?

The Trademark Law protects the owners of trademarks "notoriously known in the public’s
pertinent sector", by establishing the absolute prohibition for the registration of "signs that
constitute a reproduction, imitation, translation, transliteration or transcription, total or par-
tial" of said notoriously known trademarks, "whatever products or services the sign is
applied to", when its "use" and registration were susceptible of causing confusion or risk
of association to a third party’s or shall mean an exploitation of the notoriety of the sign or
the dilution of its distinctive strength.

See Art. 2 ()

Traduction francgaise

Y a-t-il une nécessité d'utiliser la marque "en tant que marque" dans les cas sui-
vants:

L'acquisition d'une marque (si, d'aprés la loi nationale, des droits peuvent étre acquis par
l'usage)
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Notre systéme est "attributif". "L’'usage" de la marque, - sans enregistrement - ne donne
aucun droit sur une marque. A partir de I'enregistrement de la marque le titulaire posséde
les droits sur une marque. (Art. 15)

Le maintien d'un enregistrement de marque (c'est-a-dire contre une action en déchéance
pour non-usage)

La Loi de marques établit que sous demande, on procédera a I'annulation d’'une marque:

i) si le début de "'usage" n’a pas eu lieu dans un délai de 5 ans immédiatement posté-
rieurs a l'octroi de son enregistrement. (La période de 5 ans, pour les marques
octroyées sous la loi antérieure, a partir de la mise en vigueur de la nouvelle
loi - art. 25 Décret.)

i) lorsque son "usage" a été interrompu pour une période supérieure a 5 ans consécu-
tifs.

iii) lorsque son usage, dans le délai stipulé, a eu lieu avec des altérations importantes
de son caractére distinctif original, constaté dans le certificat d’enregistrement perti-
nent.

Voir articles 27 (a) (b) (c)

La condition pour qu'il y ait contrefagon

S’il fait allusion a 'usage d’'une marque par son titulaire, la loi n’établit pas explicitement
qu’il existe une condition d’'usage d’'une marque "comme marque" pour établir une infrac-
tion. Cependant, nous comprenons que dans un acte d’infraction contre un tiers transgres-
seur pour l'usage illicite d’'une marque, le tiers transgresseur pourrait invoquer le non usage
de la marque par le titulaire/propriétaire afin de refuser I'action.

S'il fait allusion a 'usage d’'une marque par un tiers, sont considérés comme une infrac-
tion les cas suivants:

i) lorsqu’on fait usage dans le commerce d'un signe identique ou similaire a la mar-
que ou au nom commercial pour n'importe quel produit ou service lorsque cet usage
"peut provoquer une confusion” ou "un risque d’association avec le titulaire
de I’enregistrement”.

ii) lorsqu’on fait usage dans le commerce d’'un signe identique ou similaire a la mar-
que ou au nom commercial pour n’importe quel produit, service ou activité, lorsque
cette situation "peut provoquer au titulaire un dommage économique ou com-
mercial injuste" a cause de la dilution de la force distinctive ou de la valeur com-
merciale ou publicitaire du signe, ou d’un profit injuste du prestige du signe ou de
son titulaire.

iii) Lorsqu’on fait usage publiquement d’'un signe identique ou similaire a une marque
ou au nom commercial, méme avec des finalités non commerciales, lorsque cela
pourrait provoquer la dilution de la force distinctive ou de la valeur commerciale
ou publicitaire du signe ou d’un profit injuste a son prestige.

Voir art. 84 (e) (f) (g)

Y a-t-il une différence dans I?évaluation de l'usage "en tant que marque" entre I'ac-
quisition, le maintien et la contrefagon des droits?

Il N’existe pas de définition dans la loi pour ce qui constitue I' usage "comme une marque"
dans le sens traditionnel (indication d’origine et fonction de I'identité).

Dans certains cas judiciaires on a affirmé que les marques accomplissent une fonction
d’indication d’origine et d’identité.
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Cependant, la Loi de Marques, établit, que la marque enregistrée se trouve "en usage"
lorsque:

i) les produits qui permettent sa distinction ont été mis dans le commerce, ou

i) les services qui permettent sa distinction se trouvent disponibles dans le marché
avec cette dénomination, et

iii) lorsque I'on réalise une publicité pour l'introduction des produits ou des services
dans le commerce pour le marché (sous la condition que l'usage se réalise effecti-
vement dans les 4 mois qui suivent le début de la campagne publicitaire).

Pour déterminer "'usage" d’'une marque enregistrée par rapport a sa mise en vigueur dans
le commerce des produits ou la disponibilité dans le marché des services, on tiendra
compte des points suivants:

i) la quantité et le mode qui correspond par sa nature aux produits et aux services
i) la quantité et le mode qui correspond par les modalités de son commerce et

iii) la dimension du marché.

Voir art. 29

Le Décret Réglementaire détermine que "l'usage de la marque dans n’importe quel
pays" sera suffisant pour prouver 'usage d’'une marque et comme défense auprés d’'une
action d’annulation comme conséquence du manque d’usage.

Voir 23 - Décret
Y a-t-il une différence dans I'évaluation de I'usage "en tant que marque" entre I'ac-

quisition, le maintien et la contrefagon des droits?

La définition de "l'usage" sous notre régime légal est trés ample ce qui permettra que la
cour décide dans chaque cas si 'usage en question réunit les conditions requises établies
par notre Loi de Marques.

Est-ce que I'un des points suivants est considéré comme usage "en tant que mar-
que"?

L'usage sur Internet, comme metatag, comme "linking" ou "framing”

Notre loi de Marques ne s’exprime pas a ce sujet.

D’aprés nous l'utilisation d’'une marque en Internet comme (i) metatag — cas "playboy"; (ii)
linking - cas ticketmaster ou (iii) framing - cas "total news" pourraient étre considérés
comme un usage de marques.

L'usage par des clubs de fans ou des supporters
Parodie

Publicité comparative

La Loi 1294 de Marques n’exprime rien concernant 'usage de la marque en publicité com-
parative.

La Loi 1334 de Défense du Consommateur et de I'Utilisateur, stipule que "la publicité com-
parative ne sera pas permise lorsque, a travers des actes frauduleux ou des déclarations
générales et non discriminées on induit au consommateur a établir la supériorité d’'un pro-
duit ou d’un service sur un autre".
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Voir Art. 36

Concernant la loi 1334, la Loi de Marques dans son titre de la Concurrence Déloyale stipule
que "l'usage illicite d’'une marque" et "'usage ou la propagation des indications ou des al-
légations susceptibles de provoquer une erreur ou une confusion par rapport a l'origine, la
fabrication, I'aptitude pour son emploi ou sa consommation ou toute autre caractéristique
des produits propres ou d’autrui" constituent des actes de concurrence déloyale.

Voir art. 81 (h) (f)

En cas de besoin, priére de distinguer entre acquisition, maintenance et infraction des mar-
ques.

Acquisition

Il n’est pas possible, selon la loi de Marques d’acquérir des droits sur une marque par son
simple usage - sans enregistrement - d’'une marque en Internet soit comme metatag, soit
comme "linking" soit comme et/ou "framing".

Maintenance

Nous comprenons que 'usage d’'une marque en Internet - déja enregistrée - pourrait servir
pour conserver les droits du titulaire sur la marque, particulierement en cas de "linking".

Infraction

La régle générale prévue par la Loi de Marques c’est que I'enregistrement d’'une marque
concéde au titulaire le "droit & son usage exclusif* de la marque et le droit de s’opposer "a
'usage de tout autre signe capable d’induire directe ou indirectement a une confusion ou a
une association entre les produits et les services".

Nous comprenons que 'usage d’'une marque en Internet - déja enregistrée - peut constituer
une infraction aux droits du titulaire, en particulier aux supposés de l'art. 84 (e,f,g,).

En effet, il constitue une infraction aux droits du titulaire d’'une marque enregistrée les ac-
tes suivants:

i) utiliser dans le commerce un signe identique ou similaire a la marque ou au nom
commercial pour n'importe quels produits, services, lorsque leur usage "peut pro-
voquer une confusion" ou "un risque d’association avec le titulaire de
’enregistrement”.

i) utiliser dans le commerce un signe identique ou similaire a la marque ou au nom
commercial pour n’importe quels produits, services ou activité, lorsque cela "peut
provoquer au titulaire un dommage économique ou commercial" injuste a rai-
son de la dilution de la force distinctive ou de la valeur commerciale ou publicitaire
du signe, ou d’un profit injuste du prestige du signe du titulaire.

iii) Utiliser publiqguement un signe identique ou similaire a la marque ou au hom com-
mercial, méme pour des finalités non commerciales, lorsque cela peut provoquer
la dilution de la force distinctive ou de la valeur commerciales ou publicitaire
du signe, ou d’un profit injuste de son prestige.

Voir art.84 (e) (f) (g)

Si, d'aprés le régime national du Groupe, I'usage comme marque est confié aux indi-
cations traditionnelles d'origine ou d'identification, des usages non conventionnels
sont-ils néanmoins punissables de par la loi sur les marques ou d'autres lois (par
exemple les lois sur la concurrence déloyale ou sur les pratiques du commerce).

La Loi des Marques ne contient pas des provisions qui expriment ou reconnaissent que
l'usage d’'une marque est limité a la traditionnelle indication d’origine ou d’identité. En
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conséquence, le concept d’'usage "comme marque" peut aussi s’appliquer a ceux que I'on
appelle "usages non conventionnels".

Nous comprenons que les "usages non conventionnels" peuvent étre contestés sur la base
des dispositions de la Loi des Marques et sur la base des dispositions concernant la
Concurrence déloyale.

Loi de Marques

Le Titulaire d’'une marque a le "droit a 'usage exclusif de la méme" et "a exercer auprés
des organes juridictionnels des actions et des mesures qui correspondent vis a vis de quel-
qu’un en cas de préjudice de ses droits".

Le Titulaire d’'une marque a le droit de s’opposer "a l'usage de toute autre signe qui peut
induire directe ou indirectement a une confusion ou a une association entre les produits ou
les services", Voir Art. 15

Concurrence déloyale

Selon la Loi des Marques, il constitue un acte de concurrence déloyale "l'usage illicite d’'une
marque" Voir Art. 81 (h)

Si l'usage "en tant que marque" dans le sens traditionnel est requis pour établir la
contrefagon, est-ce que les marques "de haute renommeée", "célébres”, "notoires" ou
"jouissant d'une réputation” utilisées sur des produits et services différent sont pro-
tégées?

La loi des marques protege les titulaires des marques "notoirement connues au sein du
secteur pertinent du public" puisqu’elle établit une interdiction absolue pour I'enregistrement
des "signes qui constituent une reproduction, imitation, traduction, translittération ou trans-
cription, totale ou partielle, de telles marques notoirement connues, "quelque soit le pro-
duit ou le service auxquels on applique ce signe", lorsque son "usage" et son enregis-
trement sont susceptibles de provoquer une confusion ou un risque d’association avec un
troisieéme ou signifient un profit de la notoriété du signe ou la dilution de sa force distinctive.
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Portugal
Portugal
Portugal

Report Q168

in the name of the Portuguese Group
by Ana FERREIRA SILVA

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark™” for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law)

The Portuguese legal regime establishes that the acquisition of property and exclusive
rights on a mark only occurs by means of the respective registration, the earlier use as a
condition of acquisition of such rights being not demanded.

The acquisition regime of rights on a mark, in force in Portugal, as an attributive registration
of rights may be classified as a regime of “first to file” and not of “first to use”, the cases of a
mark notoriously known in Portugal as belonging to a national of any country of the Paris
Union, the cases of marks, which enjoy of a great prestige, in Portugal or in the Community,
and even the case of registration by an Agent or representative being obviously safe-
guarded.

The only case in which the law confers legal effect to the use is the use “as a mark” as a
free or non registered mark, during a term not exceeding six months, situation in which
the law confers the priority right to whom uses the mark, to apply for the registration in that
term, and to oppose it to an application for registration filed by third parties, during that
same term.

However, as in this case the law does not confer to the use an attributive property and ex-
clusive rights effect, the protection conferred to this specific use, does not alter the charac-
ter of the legal regime in force in Portugal, of attributive regime of rights by means of regis-
tration.

Another case in which the use occurs in the law regarding the acquisition of rights on a
mark is the case of acquisition of distinctive character of the mark resulting from the com-
mercial use of the same. However, in this case is not the right on the mark that is acquired
as resulting from the use but the mark itself that acquires capability of being registered.

Maintaining of a trade mark registration (e.g. against an application for cancellation on
grounds of non-use)

The Portuguese legislation establishes that as for effects of maintenance of the right on the
mark, the serious use of the same must not be interrupted during five consecutive years.

By serious use it is understood the offer in fact of the goods or services identified by the
mark, in the market, the law expressly establishing that it is considered serious use the ex-
portation of goods and services and also the use of the mark, so that the same only differs
from the way in which was registered, in elements that do not alter its distinctive character.

In this way, the Portuguese legislation, although does not establish the quantity of use nec-
essary for the preservation and maintenance of the right on the mark, establishes as nature
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of that use, that the same be serious, bearing in mind that this use has to be made regard-
ing the goods or services.

Establishing infringement

The Portuguese legislation establishes some acts considered infringement in which it is
supposed that the use of a mark is “as a mark” as in the following cases:

- use of counterfeited or imitated marks

- use of notorious or reputed marks

- use of other registered mark in its goods

- use of own registered mark in other goods capable of deceiving the consumer as far
as the origin of the same goods is concerned.

Although the use of a mark “as a mark” is not expressly established as a requirement or as-
sumption of infringement all the acts established by the law as sorts of infringements, and
even the acts that the owner of the mark may prevent, have a form of use of a mark “as a
mark”.

Is there any definition of what is use "as a mark" either in statute or case law?

The legislation does not expressly define what constitutes use of mark “as a mark”. How-
ever, there are some references that indicate what can be understood as such.

Thus, as far as the acquisition of rights on a mark is concerned the law establishes that “the
one, who adopts certain mark to distinguish the goods or services of an economic or
professional activity will enjoy of the property and exclusive of the same since the legal
prescriptions, mainly the one regarding the registration, are accomplished.”

As far as the maintenance of the right is concerned the law refers “serious use”, reference
of which has already been made herein.

As for the infringement, all cases established by the law indicate a use related to the classic
distinctive function.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

From what the law establishes, there are in principle no relevant differences in the as-
sessment of use “as a mark”.

Is any of the following considered to be use "as a mark"
Use on the Internet, as a metatag, in linking or framing

Although there are no sufficient data to be considered as decided, since the use in the
Internet shows the adoption of a mark as a distinctive sign regarding an offer of goods or
services, such use may be understood as relevant for the purposes of acquisition, mainte-
nance and infringement.

As for the use as a metatag, in linking or framing, we believe that if that use is connected to
an activity with commercial purposes or of captation, it may well be considered relevant “as
a mark” for the purposes of infringement.

Use by fan clubs or supporters

As far as the acquisition of distinctive character for the purposes of registration is con-
cerned, we admit that this use may be accepted as illustrative that the mark is recognized
“as a mark” acquiring the distinctive character or Secondary Meaning.

In general terms this use will not be considered for the purposes of maintenance, as it does
not imply acts of real and effective offer of the goods or services identified by the mark.
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As far as the infringement is concerned, the use by fan clubs or supporters may be pre-
vented by the owner if that use were not recognized by the same and if it could jeopardize
the image and reputation of the mark.

Parody

Although there are no data on the relevance of this use for the purposes of acquisition of
rights and of maintenance we believe that it is not considered as relevant. For those pur-
poses we are of the opinion that it may be considered as an act of unfair competition.

We believe that from this hypothesis are excluded the situations of “product placement” that
has been understood by the modern marketing point of view as a new kind of advertising of
a mark, though it can be understood as use of mark “as a mark”.

Compatrative advertising

The comparative advertising is regulated by the legislation regarding the advertising being
only admitted in very restrictive terms, as the cases of advertising that is not supported in
essential, similar and objectively illustrative characteristics of the goods or services or which
compare them with others non similar or unknown, are forbidden.

However, the use of a mark in this way may be understood as use of mark “as a mark” for
the purposes of maintenance and infringement.

If, under the Group’s national regime, use as a mark is confined to be traditional in-
dications of the origin or identity, are unconventional uses nevertheless objection-
able under mark or other laws, (e.g. unfair competition or trade practice laws).

In the terms of the Portuguese legal regime the unconventional uses of a mark (as those
of, besides the use as a mere indication of the origin or identity) are usually forbidden by
the rules regarding the unfair competition.

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

The Portuguese legislation only confers protection to reputed marks for the purposes of in-
fringement, if it is also used on goods or services different from the ones in which the mark
became reputed.

In this sense, protection granted to these marks is not confined to the principle of speciality.

Final note

Once the laws of marks of the member states of the European Community are uniformized and as
the traffic of international trade is even more global, it would be convenient a greater uniformization
of concepts of use of a mark “as a mark” in such way that the new uses resulting from the advent
of new technologies are contemplated, the relevance of the same at least for the purposes of main-
tenance and infringement being so defined as possible.
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Republic of Korea
République de Corée
Republik Korea

Report Q168

in the name of the Korean Group
by Ho-Hyun NAHM

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark"?
Acquiring a mark (if rights may be acquired by use according to national law)

"Use of a mark" is not a prerequisite to trademark registrability under the Korean trademark
laws. As an exception, however, a descriptive mark can become registrable when it is rec-
ognized as having obtained a secondary meaning among consumers as a result of consis-
tent and exclusive use on the relevant goods or services (Paragraph 2, Article 6 of the
Trademark Act). In the past, the Trademark Examination Standard (TES) of the Korean In-
dustrial Property Office (KIPO) had required, for recognizing the secondary meaning, actual
trademark use of more than three (3) years. However, it has lifted this requirement in light
of the fact that a descriptive mark may be able to acquire secondary meaning in a relatively
short period in the present era of immediate distribution of information through the Internet
and mass media.

On the other hand, the Trademark Act and TES strictly require that the mark subject to reg-
istration based on secondary meaning must be restricted to a mark identical to that which
obtained the secondary meaning in respect of the identical goods or services on which said
mark was used.

Maintaining a trademark registration (e.g. against an application for cancellation on grounds
of non-use)

A trademark registration is subject to cancellation by a cancellation action which can be
brought by an interested party where the registered trademark, without justification, has re-
mained unused for a continuous period of not less than three (3) years ( Item 3, Paragraph
1, Article 73 of the Trademark Act). The use of a registered trademark by a licensee is re-
garded as use by the owner of the trademark.

Evidence of use must be proved by the owner of the trademark in a cancellation action. A
registered mark is required to be used in the form as registered on goods or services as
designated in the registration. In other words, neither the use of a similar mark on the goods
specified in the trademark register nor the use of identical mark on similar goods constitutes
a proper use for defending a non-use cancellation action. The scope of identity has been in-
terpreted as being comparatively narrow. A partial cancellation action against certain desig-
nated goods is available. A nominal use or a token use of a trademark is not considered as
constituting a proper use.

Where other pertinent laws, e.g., the Pharmaceutical Affairs Act, requires a registration or
license thereunder in order to manufacture or sell the goods concerned, the use of a trade-
mark without obtaining a valid registration or license to manufacture or sell the relevant
goods does not constitute a proper use of the mark (89hu 1240 & 1257, July 10, 1990, the
Supreme Court; 74 hu 16, January 28, 1975, the Supreme Court).
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A commercial advertisement may constitute a proper use. There is a Supreme Court
precedent, which recognized a commercial advertisement placed in a foreign magazine,
which was duly distributed in Korea, as constituting a proper use (91 hu 356, December 13,
1991, Supreme Court).

The use by a contract manufacturer only for the purpose of exporting the pertinent goods
(OEM) is also recognized as a trademark use in Korea for both the maintenance of a
trademark registration and establishment of infringement (98 hu 959, April 24, 2001, Su-
preme Court; 93 do 3227, February 22, 1994, Supreme Court; 90 hangwon 1159, April 30,
1992, the Appellate Trial Board of KIPO).

Establishing infringement

The use of a mark identical with or similar to a registered mark in respect of the goods iden-
tical with or similar to those as specified in the pertinent trademark registration, without the
authorization of the trademark owner, constitutes infringement of the trademark right.

The use of a registered mark on the part of the registrant is not a prerequisite to establish-
ing infringement under the Trademark Act. According to court precedents, however, the pe-
tition for a preliminary injunction and/or the claim for damage compensation based on a reg-
istered trademark which has not been used is not accepted on the ground that i) there is no
urgent need to grant a preliminary injunction; ii) such a legal action is considered as being
abuse of trademark right; or iii) there is no actual damage incurred.

Is there any definition of what is use "as a mark" either in statute or case law?

Yes, there is definition of what is use "as a mark" under the Trademark Act. According to
Item No. (vi), Paragraph (1), Article 2 of the Trademark Act, "use of a trademark" means
any of the following acts:

a) applying trademarks on goods or their packaging;

b) selling or delivering goods or their packing on which trademarks have been applied
or displaying exporting or importing such goods or their packaging for the purpose of
selling or delivering;

c) indicating the trademark on advertisements, price lists, business papers, signboards
or labels or displaying or distributing them.

Acts of using a trademark on goods, packaging of goods, advertisements, signboards of la-
bels as stipulated above include using goods, packaging of goods, advertisement, sign-
boards or labels as shapes of marks (Paragraph (2), Article 2 of the Trademark Act).

Is there any difference in the assessment of use "as a mark"” between the acquisition,
maintenance and infringement of rights?

There is no difference in the assessment of use "as a mark" in terms of definition of "use of
a trademark" between the acquisition, maintenance and infringement of rights. However,
the legitimate scope of use in terms of similarity of mark and goods varies depending on the
purpose. The use for the acquisition (on the basis of secondary meaning) and the mainte-
nance should relate to identical mark in respect of identical goods while even the use of a
similar mark in respect of similar goods may constitute infringement of a trademark right.

Is any of the following considered to be use "as a mark"
Use on the Internet, as a metatag, in linking or framing
In general

To date, there has been neither explicit statutory law nor reported decision regarding claims
by trademark owners against a third party's use of a trademark on the Internet as a meta-
tag, in linking or framing.
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A trademark as used in metatags serves to indicate the source of one's goods or services.
As such, if a person were to use a trademark in metatags, which is identical with or similar
to another person's trademark or service mark and sells or provides consumers with the
same or similar goods or services, such conduct should constitute “use” of a trademark un-
der the Trademark Act, and accordingly, would be subject to the rights and liabilities, as the
case may be.

In a case where a person advertises certain goods by using a trademark in metatags, which
is identical with or similar to a registered trademark owned by another person and the
goods so advertised are identical with or similar to those of said registered trademark, there
should be no reason to deny the finding of infringement in this case since advertisement it-
self constitutes a use of a trademark.

It may perhaps be argued that use of a metatag on the Internet is not an active communica-
tion of an advertisement to a customer since it can only be retrieved when a computer user
enters the particular website. However, it should not be difficult to find that the elements for
a trademark infringement have been satisfied in this case.

Conversely, it should be possible for the trademark owner to submit such use of a trade-
mark on the Internet as an evidence of use in a cancellation action filed against said
owner's trademark based on non-use if such use was made by the trademark owner or its
licensee. As a matter of course, there should be some "commercial effect" from the use
made in this manner.

Use of a mark in metatags

A metatag is a software parameter of the HTML code in which web pages are written. It is
possible to view the metatags used in a site clicking on View, then clicking on Page Source.
It is known that metatags have been improperly used around the world by listing the names
of well-known businesses that are unrelated to the web site or the marks of direct competi-
tor's goods or services. We are of the opinion that the use of another person's trademark in
metatags to pass off one's goods or services as those of another; or to mislead consumers
regarding the source of goods or services will constitute infringement as long as the
goods/services concerned are considered as being similar to those of the pertinent trade-
mark pursuant to the provisions of infringement of the Trademark Act.

Use of a mark in linking

Very recently (December 7, 2001), the Seoul District Court held in favor of a plaintiff in a
damage compensation suit in the matter involving unauthorized linking to its homepage.
The plaintiff "G" developed Geography Information Service ("GIS") and entered into a con-
tract authorizing company "N" to operate the map searching service, which subsequently
arranged for linking the "map searching corner" within the site of the defendant "S Tele-
communication" without the authorization of the plaintiff "G." The plaintiff "G" sued the de-
fendant "S Telecommunication" who linked to the home page of the plaintiff "G", claiming
that the plaintiff sustained damages due to the defendant's unauthorized linking to the ser-
vice of the electronic map service. The defendant asserted that only users utilized the map
services in the linked site.

The court reasoned to the effect that the defendant neglected in its efforts to prevent copy-
right infringement. The court did not find persuasive the defendant's argument that "linking"
is generally and customarily conducted for the convenience and efficiency in searching in-
formation on the Internet, stating that the defendant's "linking" impaired the defendant's
ability to sell the products which it developed through substantial investment.

Although not a trademark case, this case is likely to extend the court's reasoning to apply to
future trademark linking cases.
Use of a mark in framing

In a framing situation, a web page is split into parts, which contain the content from another
site while the frame around it from the original site remains the same. If such an unauthor-
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ized display of other sites involves the use of a trademark on the relevant goods /services,
we are of the opinion that it will constitute an act of infringement under the Trademark Act
for the same reasons as in the use of a trademark in metatags and linking as discussed
above.

Use by fan clubs or supporters

To date, there has been no reported decision regarding claims by trademark owners
against a use of one's trademark by fan clubs or supporters. When fan clubs or supporters
use a trademark in relation to the goods/services of the trademark owner and/or its licen-
see, such a use will constitute a legitimate use. As such, the use in this fashion may be util-
ized as evidence of use when the trademark owner is seeking to acquire a trademark regis-
tration on the basis of the secondary meaning, for establishing the notoriety of the trade-
mark, and for maintaining a trademark right.

Problems may arise when fan clubs or supporters use a trademark in relation to the
goods/services outside the scope of that used by the trademark owner and/or its licensee. If
the trademark owner has approved or authorized such use, then the consequence of the
use of a trademark will be the same as discussed above. On the other hand, if the trade-
mark owner has disapproved such use or remained silent, the use of a trademark by fan
clubs or supporters will not constitute a proper use of the trademark for acquisition of a
trademark or maintenance of a trademark right. It may even constitute an infringement of a
trademark right.

Parody

We wish to understand the term "parody" in this report as referring to a "literary or artistic
work that imitates the characteristic style of an author for comic effect or ridicule." To date,
there has been no reported decision regarding claims by trademark owners against a par-
ody of one's trademark.

The traditional infringement under the Trademark Act requires the existence of the element
of "likelihood of confusion" in terms of similarity of marks as well as goods concerned. As
such, in the event that the parody does not refer to any goods/services or it refers to irrele-
vant goods/services, there should be no finding of infringement.

If the parody is found as being confusingly similar to the trademark in respect of identical or
similar goods, then the parody will constitute infringement. However, in cases of a success-
ful parody, consumers are not likely to be confused or misled in that such a successful par-
ody should inherently convey the distinction between the original and the parody.

On November 2, 2001, the Seoul District Court granted a preliminary injunction to a famous
singer "Seo, Tae Ji", prohibiting the defendant from broadcasting or otherwise distributing a
parody, which changed the lyrics and music of the singer's songs. The court reasoned that
such a change of lyrics and music constituted infringement of the singer's copyright, spe-
cifically the copyright holder's right to maintain his identity over the copyrighted matter.

In another case, however, the Supreme Court upheld the Seoul High Court's decision,
which held that a person's reputation was not damaged by a parody placed in a comic strip
appearing on a daily newspaper (99 da 6203; July 28, 2000).

Again, although they are not trademark cases, they may be referenced to future trademark
parody cases.

Comparative advertising

If a comparative advertising using an indication identical with or similar to another person's
registered trademark in respect of similar goods/services is likely to mislead consumers on
the quality of goods/services or to cause confusion on the source of goods/services among
consumers, then such a comparative advertising will constitute infringement of trademark
right by applying the traditional infringement principles of the Trademark Act.
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On the other hand, even if a comparative advertising involved an indication identical with or
similar to another person's registered trademark in respect of relevant goods/services, it
would not constitute infringement of the trademark right if it provided correct information to
consumers. More discussion on comparative advertising will be presented below.

Our suggestion for harmonization in relation to use of trademarks in terms of territorial
boundary

We have court cases which recognize international exhaustion of trademark rights, as a re-
sult of which parallel import of genuine goods is permitted. This is in contract with the posi-
tion of the EU, which recognizes only European exhaustion, and not international exhaus-
tion. Not recognizing international exhaustion may not conform to the recognized need to
protect trademarks beyond one's own or regional territories, especially due to the emer-
gence of the Internet. In other words, prohibiting parallel importation by applying only re-
gional or European exhaustion while demanding protection of one's own trademarks be-
yond such territories do not appear to be consistent.

As such, the Korean group wishes to suggest that the harmonization should be directed to-
ward applying one common principle in terms of territoriality to deal with both the grey mar-
ket and the use of trademarks on the Internet. More specifically, if the EU desires the pro-
tection of trademarks beyond the regional territories, they should first reconsider their cur-
rent position of not recognizing international exhaustion.

If, under the Group's national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trademark or other laws (e.g. unfair competition or trade practice laws)?

Yes, they maybe objectionable under the Unfair Competition Prevention and Trade Secret
Protection Act ("UCPTSPA"), the Monopoly Regulation and Fair Trade Act ("MRFTA"), or
the Fair Indication - Advertisement Act ("FIAA").

1. Under the Unfair Competition Prevention and Trade Secret Protection Act
("UCPTSPA")

Because a mark as used in metatags, linking, framing or parody may serve to indi-
cate the source of goods/services, if a person were to use a mark in such fashion in
a website to engage in transactions for goods/services, which name is identical with
or similar to a trademark/service mark widely recognized in Korea, said person
would be subject to the liabilities under UCPTSPA (Article 2(1)(a) and (b)).

According to Article 2(1)(e), an act of “advertising or indicating ... which is likely to
confuse as to the quality or content of the goods” is defined as an act of unfair com-
petition, regardless of the well-known status of the indication used. As such, this
provision may be utilized to regulate unfair or illicit use a mark in metatags, linking,
framing or parody, irrespective of the well-known status of the trademark concerned.
There are opinions as opposed to this position in that the indication of origin and
metatag is not considered as being similar to each other in terms of concept.

The unfair competition act involving the use of a well-known mark had been deter-
mined based on the existence of likelihood of confusion. However, according to the
Amendment to UCPTSPA, which took effect as of July 1, 2001, the following act is
presently regarded as constituting an act of unfair competition, for which there are
civil and criminal sanctions (Article 2(1)(c).

"An act of damaging the distinctiveness or reputation of another person's
indication, by using indications identical with or similar to another per-
son's name, trade name, trademark, container or package of goods or
any other indication indicating another person's goods or services which
is widely recognized in Korea, or by selling, distributing, importing or ex-
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porting the goods bearing such indications, without due cause as pre-
scribed by the Presidential Decree for instance non-commercial use."

The Presidential Decree of the Unfair Competition Prevention and Trade Secret Pro-
tection Act enumerates the instances with respect to "due cause" as follows (Article
1-2 of the Presidential Decree):

1. non-commercial use,

2. use for news report and news commentary,

3 use without bad faith by a person (including his successor) who has used an
indication identical with or similar to the pertinent indication such as another
person's name - trade name - trade mark - container or package of goods or
any other indication indicating another person's goods or services, or

4.  where the use of a pertinent indication is recognized as not constituting an un-
fair trade practice.

In this regard, other acts of unfair competition require a person's intentional or negli-
gent act in order for such person to be subject to civil or criminal liabilities. However,
where the elements of unfair damages, confusion or similarity in goods/services are
not involved, punishing a person for a negligent act was considered too severe. As a
result, the Amendment contemplates the application of civil and criminal liabilities
only against intentional acts which unfairly damages another person.

The provision relating to protection against "unfairly damaging" is expected to play
an important role in combating unconventional uses of a domain name or a mark in
metatag, linking or framing which injure the image, advertising and purchasing
power of a well-known trademark, irrespective of the similarity of the relevant goods
or services.

In view of the purpose of UCPTSPA, however, it is most likely that the domain name
or a mark in metatag, linking or framing must be "used" in some form, as opposed to
only maintaining its registration, in order for UCPTSPA to apply against such uncon-
ventional uses.

The prior cases dealing with conflicts between well-known trademarks and domain
names, as decided by the lower courts, have recognized acts of unfair competition
based on UCPTSPA and resulted in issuances of injunctions against the use of do-
main names as well as court orders for de-registration.

However, where the court did not find any likelihood of confusion, as measured by
the scope and extent of use, no such remedy was granted. In this regard, as the
Amendment to UCPTSPA took effect as of July 1, 2001, recognizing the "act of un-
fairly damaging" as being an act of unfair competition, the legal issues relating to the
conflict between well-known trademarks and unconventional uses of a mark should
enter a new and different era which require further attention and analysis.

Under the Fair Indication Advertisement Act (FIAA)-comparative advertising

In Korea, comparative advertising had been treated in terms of whether a particular
advertising fell within the scope of unfair trade as stipulated in the "Types and Crite-
ria of Unfair Trade Acts" (Regulation No. 90-7) based on the "Monopoly Regulation
and Fair Trade Act." In this regard, fair and objective comparative advertising had
not been subject to regulation under said laws.

As of July 1, 1999 the Fair Indication - Advertisement Act (FIAA) became effective
and it prohibited unfair comparative advertising (indication - advertisement stating
superiority or advantages of advertiser's own goods/services in comparison with
those of another person without specifying object - criteria of comparison or without
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objective ground (Article 3 of the FIAA; Item 3, Article 3 of the Enforcement Decree
of the same Act).

The Examination Guidelines on the Comparative Indication - Advertisement took ef-
fect as of September 1, 2001 (Rule No. 52 of the Fair Trade Commission). Said
Guidelines apply to anyone of the followings:

i) comparative indication - advertisement which directly refers to another busi-
ness entity, trade name - trademark - inherent name of goods - other symbols
indicating goods/services of another business entity; and

i) comparative indication - advertisement using metaphoric expression, or simi-
lar pronunciation - symbol through which general consumers are likely to
recognize another business entity or goods/services of another business en-
tity.

According to the above Guidelines, comparative advertising, which is unlikely to de-
ceive or mislead consumers, is not prohibited even if the comparison were made
only based on objectives and criteria that were unilaterally advantageous to the ad-
vertiser.

Critical advertising even on the basis of correct facts is not allowed if it prominently
highlights only the shortcomings of the goods of another business entity, and
thereby leading consumers to understand that the goods of another business entity
were far inferior or disadvantageous.

In the case IBM vs. COMPAQ of 1998, the Seoul District Court recognized the need
for comparative advertising as it enabled consumers to obtain easy access to com-
parative materials and business entities so that consumers can be informed of the
advantages of their own goods or services; on the other hand, however, the court
reasoned that the expression "sinking of a certain company"”, as used in the adver-
tisement, exceeded the legally allowable scope of comparative advertising.

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious", "reputed" marks used on dissimilar goods and
services protected?

Yes, they are protected although the scope of protection may vary depending on the extent
of the well-known status of a particular mark. The act of unfair competition does not neces-
sarily require the similarity of goods. A Supreme Court decision recognized the likelihood of
confusion among consumers notwithstanding the absence of any economical dependent re-
lationship between the respective goods of the marks, i.e., clothing vs. alcoholic beverages
(HENNESSY case; 88 Hu 226, October 10, 1990, Supreme Court). However, in most
cases, the Supreme Court has held the position that there should be an economical de-
pendent relationship between the respective goods of the marks in question in order to rec-
ognize the likelihood of confusion, although "similarity" in its legal sense is not strictly re-
quired.

According to the UCPTSPA, an act of causing confusion with another person's goods by
using any indication identical with or similar to another person's name, trade name, trade-
mark, container or package of goods or any other mark which is widely known in Korea, or
by selling, distributing, importing or exporting the goods with such marks constitutes an act
of unfair competition which is subject to civil and criminal sanctions.

First, the indication used must be widely known "in Korea". Therefore, a trademark, which is

not widely known among consumers in Korea even though it is well-known overseas, can-
not be protected under the UCPTSPA.
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Secondly, the subject matter protected under the UCPTSPA not only includes trademarks,
but any containers, packages, etc. which serves as an indicator of the source of one's
goods. As such, in addition to such traditional subject matters as containers, etc., the exter-
nal appearance of a good or service, also known as "trade dress", a relatively recent con-
troversial issue, may also receive protection under the UCPTSPA.
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Romania
Roumanie
Rumanien

Report Q168

in the name of the Romanian Group
by Lucian ENESCU, Cristian NASTASE, Daniel PLOSCA

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Enclosed please find the Romanian Group answers based on the Romanian IP laws:

1.2

1.3

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark

According to Romanian Trade Mark Law, it is necessary to obtain the registration in order
to acquire rights in relation to the mark. However there are special cases when the registra-
tion could be obtained through the use of the mark. A mark which is lacking a distinctive
character or is made up exclusively of signs or indications which have become customary in
the current language or consists exclusively of signs or indications which may serve, in
trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin
or the time of production of the goods or of rendering of the service, or other characteristics
of the goods or services are usually not registered. These provisions shall not apply if, prior
to the date of the application for registration of a mark and by reason of its use, the mark
has acquired a distinctive character.

Maintaining a trade mark registration

The Romanian Trade Mark Law stipulates in article 45 paragraph a) that any interested
person may require the cancellation of a registered trade mark if, within a continuous period
of five years, the mark has not been put to genuine use on the territory of Romania in con-
nection with the goods or services in respect of which it is registered, and there are no
proper reasons for non-use. The Romanian Trade Mark Office does not require a declara-
tion of use, evidence of use in order to maintain a registration or to obtain a renewal.

Establishing infringement

The owner of the mark may request the competent judicial body to prohibit any person not
having his consent from using in the course of trade:

a) any sign which is identical with the mark in relation to goods or services which are
identical with those for which the mark is registered;

b) any sign where, because of its identity with or similarity to the mark or the identity or
similarity of the goods or services on which the sign is affixed with the goods or ser-
vices for which the mark is registered, there exists a likelihood of confusion on the
part of the public, including the likelihood of association between the sign and the
mark;

c) any sign which is identical with or similar to the mark in relation to goods or services
which are not similar to those for which the mark is registered, where the latter has a
reputation in Romania and where use of that sign without due cause could take un-
fair advantage of the distinctive character or the repute of the mark or where such
use would cause prejudice to the owner of the mark.
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The owner of the mark may request that any other person be prohibited, under the above
paragraph, from performing, in particular, the following acts:

a) affixing the sign to goods or to their packaging;

b) offering the goods, putting them on the market or stocking them for such purposes
under that sign, or offering or supplying services thereunder;

c) importing or exporting the goods under that sign;
d) using the sign on business papers and in advertising.

Is there any definition of what is use "as a mark" either in statute or case law?
The following shall be considered effective use of a mark:

a) Use of the mark by another person with the consent of the owner;

b) Use of the mark in a form that differs in certain respects from that of the registered
mark, but which does not impair its distinctive character;

c) Affixing of the mark on goods or their packaging exclusively for the purposes of ex-
port;
d) Impossibility of using the mark due to circumstances beyond the control of the

owner of the mark, for example restrictions on import or other provisions by public
authorities in respect of the goods or services to which the mark applies.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

All the cases require the use of mark in order to acquire a mark, to maintain the registration
or to establish the infringement.

Is any of the following considered to be use "as a mark"

According to Romanian Trade Mark Law the evidence of trade mark use may be furnished
by any proof means. Since there are no very specific legal provisions regarding this matter
and the Trade Mark Law allows proving the evidence of use by any means, we consider the
judge could accept these uses in certain circumstances. However it is up to the Judge to
consider or not these utilization as trade mark use.

Use on the Internet as a metatag, in linking or framing

The use of a mark on Internet (doesn't matter if it use as a domain name, a metatag etc.) is
always a problem. There are no legal provisions in the Romanian Laws regarding this mat-
ter. As we mention above it is up to the judge to decide in this matter.

Use by fan clubs or supporters

Yes. We think it might be consider it as use as a mark. For example when a mark is adver-
tised in magazines or in other publications belonging to fan clubs and they have the con-
sent of the owner it could be consider as use of the mark. Advertisements in newspapers
are considered as evidence of use in order to acquire a mark or maintaining the registra-
tion. It is also possible to be considered as an infringement where there is no consent of the
owner.

Parody

There are no legal provisions regarding the parodies. We believe the main issue is that the
parody not to create confusion in relation to the original trade mark and its owner. In case
there is confusion between the original and the parody we consider that we have an in-
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fringement case. Since there are no legal provisions regarding the parody of a trade mark,
the judge will decide upon this matter.

4.4 Comparative advertising

Referring to comparative advertising there are special rules regarding this matter. For ex-
ample if there is a risk of confusion between the firm which makes the advertising and the
competitor, or between the marks, commercial names or other distinctive signs, goods or
services which belong to the firm which makes the advertising and those belongs to the
competitor, the comparative advertising is forbidden. In this case the comparative advertis-
ing could be considered as a basis for establishing the infringement. If the comparative ad-
vertising fulfils the requirements of the Romanian Advertising Law, we believe it will be con-
sidered as "use as a mark", since the legal provisions concerning the evidence of use are
very broad.

5. If use as a mark is confined to the traditional indications of origin or identity, are un-
conventional uses nevertheless objectionable under trade mark or other laws?

The trade mark law has no legal provisions regarding the unconventional use. Taking into
consideration the provisions of the Advertising Law the comparative advertising is forbidden
under certain circumstances, so it is objectionable under this law (please see the answer
4.4). As concerns the parodies, the Copyright Law or other law does not provide special
provisions regarding the parody of trade marks.

6. If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

As we mentioned in our response to the question 1.3 the trade mark law requires the use to
establish the infringement in this case too.

The owner of the mark may request the competent judicial body to prohibit any person not
having his consent from using in the course of trade any sign which is identical with or simi-
lar to the mark in relation to goods or services which are not similar to those for which the
mark is registered, where the latter has a reputation in Romania and where use of that sign
without due cause could take unfair advantage of the distinctive character or the repute of
the mark or where such use would cause prejudice to the owner of the mark.

Summary

According to Romanian Trade Mark Law the trade mark use is required to maintain the registration.
The RPTO does not require to file declaration or evidence of use in order to maintain a registered
mark. A registered mark could be cancelled only if a third party file a cancellation action to the
Court.

Under certain circumstances the trademark registration could be obtained through the use of mark.
The use of the mark is not required as a condition for filing an application. Generally to infringe a
mark, the infringer must use a similar or identical mark in the course of trade. The Romanian Trade
Mark Law provides what is considered as effective use of the mark. The trade mark law has no
legal provisions regarding the unconventional use. The Advertising Law provides that the compara-
tive advertising is forbidden under certain circumstances, so it is objectionable under this law.
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Singapore
Singapour
Singapur

Report Q168

in the name of the Singapore National Group

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark" for the purposes of

Acquiring a mark (if rights may be acquired by use according to national law);

Yes.

Refer to s 5(2) Trade Marks Act 1998 (“TMA 98”)

The application shall state that the trade mark is being used in the course of trade, by the
applicant or with his consent, in relation to those goods or services, or that he has a bona
fide intention that it should be so used.

Refer to s 7(2) TMA 98

A trade mark shall not be refused registration by virtue of subsection (1) (b), (c) or (d) if, be-
fore the date of application for registration, it has in fact acquired a distinctive character as a

result of the use made of it.

Note: s 7(1) (a) to (d) states the absolute grounds for refusal of registration and these are:

a) signs which do not satisfy the definition of a trade mark in section 2(1);
b) trade marks which are devoid of any distinctive character;
c) trade marks which consist exclusively of signs or indications which may serve, in

trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin, the time of production of goods or of rendering or services, or other charac-
teristics of goods or services;

d) trade marks which consist exclusively of signs or indications which have become
customary in the current language or in the bona fide and established practices of
the trade.

Maintaining of a trade mark registration (e.g. against an application for cancellation on
grounds of non-use)

Yes.
Refer to s 22 TMA 98

S 22(1)
The registration of a trade mark may be revoked on any of the following grounds:

a) that, within the period of 5 years following the date of completion of the registration
procedure, it has not been put to genuine use in the course of trade in Singapore, by
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the proprietor or with his consent, in relation to the goods or services for which it is
registered, and there are no proper reasons for non-use;

b) that such use has been suspended for an uninterrupted period of 5 years, and there
are no proper reasons for non-use;

c) that, in consequence of acts or inactivity of the proprietor, it has become the com-
mon name in the trade for the product or service for which it is registered;

d) that, in consequence of the use made of it by the proprietor or with his consent in re-
lation to the goods or services for which it is registered, it is liable to mislead the
public, particularly as to the nature, quality or geographical origin of those goods or
services.

S 22(2)

For the purposes of subsection (1), use of a trade mark includes use in the form differing in
elements which do not alter the distinctive character of the mark in the form in which it was
registered, and use in Singapore includes applying the trade mark to goods or to materials
for the labelling or packaging of goods in Singapore solely for export purposes.

Establishing infringement

Acts amounting to infringement of registered trade mark.

S 27 TMA 98

A person infringes a registered trade mark if, without the consent of the proprietor of the
trade mark, he uses in the course of trade a sign which is identical with the trade mark in re-

lation to goods or services which are identical with those for which it is registered.

A person infringes a registered trade mark if, without the consent of the proprietor of the
trade mark, he uses in the course of trade a sign where because:

a) the sign is identical with the trade mark and is used in relation to goods or services
similar to those for which the trade mark is registered; or

b) the sign is similar to the trade mark and is used in relation to goods or services iden-
tical with or similar to those for which the trade mark is registered,

there exists a likelihood of confusion on the part of the public.

A person infringes a registered trade mark which well known in Singapore if:

a) without the consent of the proprietor of the trade mark, he uses in the course of
trade a sign which is identical with or similar to the trade mark, in relation to goods
or services which are not similar to those for which the trade mark is registered,;

b) the use of the trade mark in relation to those goods or services would indicate a

connection between goods or services and the proprietor and would be likely to
cause confusion to the public;

c) there exists a likelihood of confusion on the part of the public because of such use;
and
d) the interests of the proprietor are likely to be damaged by such use.

A person uses a sign if he

a) applies it to goods or the packaging thereof; or
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offers or exposes goods for sale, puts them on the market or stocks them for those
purposes under the sign, or offers or supplier under the sign; or

imports or exports goods under the sign; or

uses the sign on an invoice, wine list, catalogue, business letter, business paper,
price list or other commercial document; or

uses the sign in advertising.

Is there any definition of what is use "as a mark" either in statue or case law?

There is a definition section for use of a sign for purposes of infringement of trade

marks. Refer to s 27(4).

A person uses a sign if he

a)

b)

c)

d)

e)

applies it to goods or the packaging thereof; or

offers or exposes goods for sale, puts them on the market or stocks them for those
purposes under the sign, or offers or supplier under the sign; or

imports or exports goods under the sign; or

uses the sign on an invoice, wine list, catalogue, business letter, business paper,
price list or other commercial document; or

uses the sign in advertising.

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

Under the TMA 98, there is no apparent difference in the assessment of use “as a mark” in
the three instances.

Is any of the following considered to be use "as a mark"?

Use on the Internet, as a metatag, in linking or framing

In general, there is no legal provision for this type of trade mark use in Singapore. There-
fore, it is likely that in any court case on such an issue, the court would follow international
trade mark practices. In our view, all the instances of use apply within the context of what
was identified above:

The use of the trade mark in the context of a linking or a metatag, or as part of a
web frame, the trade mark owner will apply his trade mark to identify his business
(so, use in relation to goods or services for which the trade mark is registered).
Therefore, indeed, the use can be considered as legally relevant use to acquire
and/or maintain the validity of a trade mark right.

As to whether unauthorised use in this context constitutes trade mark infringement,
has not been decided in Singapore case law yet. Likely, courts will follow interna-
tional practice. It has been determined in various cases especially in the United
States, that linking as such does not qualify as infringing trade mark use, nor does a
metatag or framing. This may not be surprising, as all these features are very much
essential to the functioning of the Internet. The situation will be different only, when
there is question of additional circumstances whereby there is a misleading factor of
using somebody else's trade mark as part of a metatag or link to, for example, at-
tract business to a website, or to defame the products or the trade mark owner.
Same applies to framing, in particular if such is done to give the impression that the
consent of somebody else's website belongs to another website, or that there is
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4.4

question of giving the impression of some other type of relationship with another firm
whereas this in reality does not exist.

Use by fan clubs or supporters

There is no statutory law or case law available to cover this situation in Singapore. In gen-
eral, any of the three use perspectives will apply to this situation.

- As to whether a trade mark right can be acquired by this type of use, or whether use
qualifies to actually maintain existing trade mark rights, a formal link between the
trade mark owner and the third party concerned is relevant. For the trade mark
owner, in order to benefit from the use by this third party, a licence under s.42 TMA
98 needs to be made. A mere consent given to fan clubs or supporters to use the
trade mark will not be sufficient: there should be a formal contract, whereby apart
from general requirements under contract law, the trade mark owner is able to exer-
cise effective quality control on the products. For a licence, it is required that the reg-
istered trade mark rights of the owner comprises the use by these third parties. For
example, use of the trade mark on merchandise articles will not be supportive for
acquiring or maintaining trade mark rights in relation to (other) products actually
marketed by the trade mark owner and covered in his trade mark registration.

- When the trade mark owner did not authorise the use by fan clubs or supporters, an
infringement could be established in two ways:

1) When there is question of use in the course of trade, under s. 27 (2) a TMA
98 in the case of the trade mark being identical and used for identical or
similar goods covered. This may be the case when the club or supporters
are actually marketing products provided with the trade mark;

2) When there is no question of use in the course of trade (think of use on
posters, banners, et cetera that will not be marketed), the situation is a bit
more complicated. Here, s. 27 (6) TMA 98 applies, saying: “Nothing in sub-
sections (1) to (5) shall be construed as preventing the use of a registered
trade mark by any person for the purpose of identifying goods or services as
those of the proprietor or a licensee, but any such use otherwise than in ac-
cordance with honest practices in industrial or commercial matters shall be
treated as infringing the registered trade mark if the use without due cause
takes unfair advantage of, or is detrimental to, the distinctive character or
repute of the trade mark.” (pm: italics added) So, in that case the basis for
the trade mark owner to take action is quite narrow.

Parody

There is no statutory law or case law available to cover this situation in Singapore. This
situation should be considered only in the context of infringing trade mark use, as use for
acquiring/maintaining a trade mark right rather refers to use by or with permission of the
trade mark owner himself, not by thirds. Parody will likely not occur in the course of trade.
In that case, trade mark infringement can be construed under the already mentioned s. 27
(6) TMA 98.

Compatrative advertising

There is no statutory law or case law available to cover this situation in Singapore specifi-
cally. Narrowly defined exceptions allowing competitive advertising as apply in for example
Europe, do not exist. The situation therefore may be captured also under s. 27 TMA 98 on
trade mark infringement, in particular when the sign is identical to the trade mark and used
in relation to products identical to those for which the trade mark is registered. Contrary to
the use in a parody-sense as referred to above, comparative advertising definitely is use
practised in the course of trade, although not in order to distinguish goods of the party con-
cerned, but rather to refer to goods marketed by the trade mark owner. Nevertheless, in this
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situation the use certainly would be “in relation to” goods identical to those of the trade mark
owner and therefore qualify as trade mark infringement under s. 27 (1) TMA 98.

If, under the Group’s national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g unfair competition or trade practice laws)?

Unfair competition or trade practice laws are not well developed here in Singapore. There
are no relevant statutes enacted by the Singapore parliament in this area and thus far,
there are also no cases on point.

The law of passing off may be relevant with regard to unconventional uses of trade marks.

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

Yes. Refer to s 8 (3).

A trade mark which is identical with or similar to an earlier trade mark and is to registered
for goods or services which are not similar to those for which the earlier trade mark is pro-
tected, shall not be registered if

a) the earlier trade mark is well known in Singapore;
b) use of the later trade mark in relation to the goods or services for which the later

trade mark is sought to be registered would indicate a connection between those
goods or services and the proprietor of the earlier trade mark;

c) there exists a likelihood of confusion on the part of the public because of such use;
and

d) the interests of the proprietor of the earlier trade mark are likely to be damaged by
such use.
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South Africa
Afrique du Sud
Sudafrika

Report Q168

in the name of the South African Group
by Mariétte VILJOEN and Gérard DU PLESSIS

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark “as a mark” for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law)
Statutory Rights

Before addressing the above question it is important to provide the definition for a “mark” in
terms of South African Trade Mark Law.

The Trade Marks Act 194 of 1993 ("the Act") defines "mark” in section 2(1)(x) as "any sign
capable of being represented graphically, including a device, name, signature, word, letter,
numeral, shape, configuration, pattern, ornamentation, colour or container for goods or any
combination of the aforementioned".

A "trade mark" is defined as meaning "... a mark used or proposed to be used by a person
in relation to goods or services for the purpose of distinguishing the goods or services in re-
lation to which the mark is used or proposed to be used from the same kind of goods or
services connected in the course of trade with any other person".

From the definition of a "trade mark", it is clear that the intention to use is required, but the
nature of such use becomes apparent from the wording of section 10(4) of the Act:

"a mark in relation to which the applicant for registration has no bona fide intention of using
it as a trade mark, either himself or through any person permitted or to be permitted by him
to use the mark as contemplated by section 38;"

Common Law Rights

Common law rights may be acquired through use of a mark as a trade mark, i.e. a per-
son/company may acquire rights in a mark by using it and building a reputation in the mark.
It is submitted that in order to acquire the necessary reputation and common law rights,
there has to be use as a trade mark, rather than descriptive use.

Maintaining of a trade mark registration (e.qg. against an application for cancellation on
grounds of non-use)

The non-use provisions of the Act (sections 27(1)(a) and (b)) do not refer to use "as a
mark". However, a trade mark registration may be cancelled or attacked where the proprie-
tor had no bona fide intention of using a mark "as a trade mark" (refer to section 10(4) men-
tioned in paragraph 1.1 above).

Establishing infringement

There is no reference to use "as a mark" in any of the infringement sections. Accordingly,
use of a mark "as a mark" and use of a mark "otherwise than as a mark"” will both constitute
infringement, unless such use falls within the ambit of one of the exceptions set forth sec-
tion 34(2) of the Act.
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Is there any definition of what is use "as a mark" either in statute or case law?

The distinction between use "as a mark" and "use otherwise than as a trade mark" was only
of relevance under the previous Trade Marks Act of 1963, as the infringement provisions
applied to different types of use.

For the interpretation of "use as a trade mark”, reference has to be had to the definition of a
trade mark in section 2(1) of the Act (see section mentioned in paragraph 1.1 above), which
means use for the purpose of distinguishing the goods or services from the same kind of
goods or services connected in the course of trade with any other person. The use of a
mark purely for purposes of describing the goods to which it is applied is not use as a trade
mark. (See Webster and Page, South African Law of Trade Marks, Fourth Edition, page 4-
9, par4.4)

Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

There is a difference in the assessment of use "as a mark” between the acquisition, main-
tenance and infringement of rights. With regard to acquisition and maintenance, the re-
quirement is that there must be bona fide use of a mark "as a mark", whereas for infringe-
ment purposes there is no such distinction.

Is any of the following considered to be use "as a mark"?
Use on the Internet, as a metatag, in linking or framing

There is no reported case law in South Africa on use of a trade mark "as a mark” on the
Internet, whether as a metatag, in linking or framing.

However, if such use on the Internet in general complies with the various requirements as
set out above, such use will be considered to be use "as a mark". Accordingly, use of a
mark as a metatag is unlikely to satisfy the requirements for the acquisition or maintenance
of a trade mark by a proprietor, but may well amount to trade mark infringement. Due to the
technical purpose and operation of "linking" and "framing"”, use "as a mark" will not be rele-
vant for purposes of the acquisition and maintenance of a trade mark. (For purposes for this
discussion we assume that "linking" and "framing" is limited to unauthorised conduct of a
third party.) As far as infringement is concerned the position is somewhat more complex. In
the event of a link or frame to a non-genuine site, for example that of a competitor of the
proprietor of the trade mark that is used, such use is likely to amount to infringement.

Based on the assumption that the link is to the site of the true trade mark proprietor, it will
probably not amount to infringement. Where framing takes place and the trade mark of the
true proprietor is not displayed on the "framed" page, use of the trade mark "as a mark" and
infringement will not be relevant. It will, however, depend on the extent of the content and
whether a trade mark is used.

Use by fan clubs or supporters

Due to business considerations, trade mark proprietors are normally reluctant to take any
action in these instances. However, assuming that the proprietor would like to take action,
the requirements of infringement will still have to be met, in particular the proprietor will
have to prove that use of the trade mark by the fan club or supporters is use "in the course
of trade". Whether that is the case, will depend on the facts.

Parody

If the parody makes unauthorised use of the trade mark and complies with the other re-
quirements of infringement it may amount to infringement. The mere fact that such use is in
the form of a parody, is not a defence.

Compatrative advertising
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There are different views held in South Africa. According to one view, if in comparative ad-
vertising the advertiser is using the mark, it will constitute infringement. This view is sup-
ported by our courts. According to Webster & Page (supra), comparative advertising is not
limited to the use of the identical trade mark, as imaginative advertisers will often rely on a
play of words or an innuendo in comparative advertising. This would therefore also consti-
tute use "as a mark". Comparative advertising is also regulated and is prohibited by the
South African Advertising Standards Authority Code.

A dissenting view has been published by Wheeldon (September 1996 De Rebus 585 and
September 2000 De Rebus 20).

If, under the Group’s national regime, use as a mark is confined to the traditional in-
dications of origin or identity, are unconventional uses nevertheless objectionable
under trade mark or other laws (e.g. unfair competition or trade practice laws).

Unconventional uses could be objectionable under South African trade mark law. As men-
tioned above, the current Act does not, for purposes of infringement, distinguish between
"use of a mark" and "use otherwise than as a mark".

If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed” marks used on dissimilar goods
and services protected?

As mentioned in the answer to question 5 above, the Act does not distinguish between "use
as a mark" and "use otherwise than as a mark"”, when infringement is determined. In any
event, the Act does afford protection to "well-known" marks even if the infringing use is in
relation to dissimilar goods and services. Section 34(1)(c) of the Trade Marks Act states
that the unauthorised use in the course of trade in relation to any goods or services of a
mark which is identical or similar to a trade mark registered will amount to infringement, if
such a trade mark is well-known in the Republic and the use of the said mark would be
likely to take unfair advantage of, or be detrimental to, the distinctive character or the repute
of the registered trade mark, notwithstanding the absence of confusion or deception. This is
the South African "dilution” provision.

163



Spain
Espagne
Spanien

Report Q168

in the name of the Spanish Group
by Juan CASULA OLIVER (Chairman), Isidro-José GARCIA EGEA,
Salvador SANCHEZ QUILES, Jordi ROMANI LLUCH,
Elia SUGRANES COCA, Cristina GOICOECHEA MARGALEF
and Antonio CASTAN PEREZ-GOMEZ

Use of a mark "as a mark" as a legal requirement in respect of acquisition,
maintenance and infringement rights

Is there any requirement for use of a mark "as a mark" for the purposes of
Acquiring a mark (if rights may be acquired by use according to national law)?

In Spain, Trade Marks Act 32/1988 in force for the time being provides that rights in and to
a mark may be solely and exclusively acquired by registration.

This general principle is relaxed under Trade Marks Act articles 3.2 and 77 pursuant to
which, in keeping with articles 6 Bis and 8 of the Paris Union Convention for the protection
of Industrial Property of 20™ March 1883 (hereinafter “Paris Convention”), the user of a well-
known mark or trade name -even without a certificate of registration- is entitled to claim the
invalidity of a subsequent trade mark or trade name registration. Accordingly, that well-
known use must be a use “as a mark” (or as the case may be as a “trade name”) and be in-
tended for “the relevant sectors” of the Spanish market.

This law is nevertheless to be amended shortly by the Trade Marks Bill, which is currently
being debated by Parliament based on the text published by the Congress Gazette on 3™
July 2001 (hereinafter “Bill”). The new statutory framework will confer on the unregistered
user of a well-known mark an “ius prohibendi” almost equivalent to that of a registered trade
mark, establishing that it must be “well known in Spain within the meaning of article 6 Bis of
the Paris Convention”. The territorial scope in which the earlier well-known use of the mark
must be established is not a quiet issue in Spanish case law, for a twofold interpretation
may be made, as the Supreme Court emphasised in a Judgment dated 9" April 1992 (in re
CAMELO): a) it has traditionally been deemed necessary to establish that the mark is well
known in the relevant sectors of the Spanish market throughout the country and not merely
in certain geographical areas; and b) there is increasing support for the stand that it is suffi-
cient for the mark to be well known in the country in which it is registered, as the Supreme
Court upheld in regard to unregistered trade names in the case of CASADEI.

Is there any requirement for use of a mark "as a mark" for the purposes of

Maintaining a trade mark registration (e.g. against an application for cancellation on
grounds of non-use)?

Under the current legal regime, which the Bill does not change, maintenance of a trade
mark registration is clearly dependent on its being put to a “genuine and effective use in
connection with the goods or services in respect of which it was registered”. Consequently,
use of a trade mark “as a mark” is a sine qua non for it to be maintained, for only if the trade
mark is visibly and continuously present in the market sector for which it was registered will
it be able to fulfil the function and purpose for which the proprietor was conferred the exclu-
sive rights.
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Moreover, both the laws now in force and the law that is about to be enacted endorse the
need for a use “as a mark” since the following are expressly laid down as grounds for revo-
cation of the trade mark registration:

a) If, in consequence of acts or inactivity of the proprietor, the trade mark has become
the common name for a product or service in respect of which it is registered.

b) If, in consequence of the use made of it by the proprietor of the trade mark or with
his consent in respect of the goods or services for which it is registered, the trade
mark is liable to mislead the public, particularly as to the nature, quality or geo-
graphical origin of those goods or services.

Thus it follows that use “as a mark” is prescribed as a requirement for maintaining its regis-
tration, under penalty of either the Office (Spanish Patent and Trade Mark Office) or any
third party with a lawful interest taking action for the court to declare its revocation because
it already functions as an indication of origin or source.

Establishing infringement?

Under article 31.1, the Act entitles the “proprietor of a registered trade mark” to bring civil
and criminal actions against third parties “using an identical or similar mark or sign in the
course of trade to distinguish identical or similar goods or services” without his consent,
whenever a comparison as to their name, device and/or application “is liable to mislead”.
Accordingly, the trade mark rights may only be infringed at present by whoever uses the
trade mark “as a mark”, albeit distorting its distinctive function and purpose because the
true origin or source of the goods or services to which it is applied is not identified.

As for the Bill, the “ius prohibendi” conferred on the proprietor of a registered trade mark en-
titles the proprietor to prevent third parties from “using a sign that is identical or similar to
the trade mark in the course of trade for ... goods or services” without his consent. We take
it that in deleting the expression “to distinguish” in referring to an unlawful third-party use
“as a mark“, along with the replacement of the likelihood of “misleading” with the broader
literature covered by “the likelihood of confusion” (including therein the “likelihood of asso-
ciation”), the likelihood of indicating a “connection” between the goods or services of the
third party and the proprietor of the trade mark, and in general the intention of taking “an un-
fair advantage of the distinctive character or the reputation of the trade mark” or “being det-
rimental to the same”, would have us conclude that our future Act generously regulates the
“ius prohibendi” in order to guarantee use of the trade mark “as a mark”:

a) As an indication of “origin”, in the sense of identifying the origin or source of the
goods or services to which it is applied;

b) As an indication of “identity”, since it informs as to the common quality of the goods
or services to which it is applied with others that are already known to the consumer
public; and

c) As an indication of goodwill, extending the consumer’s trust to other goods or ser-

vices for which the trade mark was not originally registered or used (particularly in
the case of well-known or reputed trade marks; their expansive commercial and ad-
vertising action evolving towards new business -e.g. merchandising, patronage,
sponsorship, ...- gradually dilutes the principle of trade mark speciality).

At the same time, the Bill -under innovative article 34.3.d)- includes among the registered
proprietor’s “ius prohibendi” the use of his trade mark “as a domain name”. It seems that the
Lawmaker rather avoids the expression use “as a mark” because a domain name proper
does not seek to distinguish goods or services, but is a location element or a virtual busi-
ness sign for consciously or unconsciously “directing” the consumer to goods or services
not distinguished by the sign but competing with those to which the proprietor applies the
registered trade mark. Accordingly, upon the entry into force of the new Act, using the trade
mark “as a domain name” shall be an infringement, although the legal regime shall be
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equivalent to use “as a mark” because they have a common purpose to avoid unfair advan-
tage from being taken or detriment from being caused.

2. Is there any definition of what is "use as a mark" either in statute or case law?

A mark arises when a connection is established in the consumer’s mind between the sign and the
product or service distinguished by that sign, serving as an indication of “origin” and “identity”.
Thus, article 1 of the Trade Marks Act in force for the time being defines a mark as “any sign or
means distinguishing or capable of distinguishing in the market the goods or services of one per-
son from the identical or similar goods or services of another person”.

These elementary and traditional functions attached to trade mark rights were compiled by an em-
blematic Supreme Court judgment entered on 30" October 1986, which was unanimously praised
by the leading authority, which had it that “in relation to Trade Mark Law, it should appropriately be
borne in mind that trade marks protect not only the private interests of the proprietor who regis-
tered the marks, but also the general interests of consumers, who are the true addressees and
presumed beneficiaries of the functions discharged by a trade mark in regard to origin, indication
of qualities, advertising and reputation among the consumer public of the goods distinguished
precisely by the trade mark”, concluding that it is precisely that “functional” character that deter-
mines that a registered trade mark needs must be put to use.

Those legal principles have been shared not only by countless judgments entered by lower and
provincial appellate courts, but also -standing as consolidated case law- by Supreme Court judg-
ments entered on 18" December 1992, 16" December 1997, 1% March and 2" December 1999,
and 22" January 2000, which time and again echo the Directive “for illustrative and supplementary
purposes”.

In this setting, the Trade Marks Act in force for the time being provides for a twofold aspect of legal
powers vested in the proprietor of the registered trade mark, to wit:

a) Positive effectiveness under art. 30, in the sense that “registration of the trade mark confers
on its proprietor an exclusive right to use it in the course of trade”, he may therefore “des-
ignate with the trade mark the relevant goods or services, put on the market, duly identified
therewith, the goods or services in respect of which registration was granted and use the
trade mark for advertising purposes”.

b) Negative effectiveness under art. 30.1, because “the proprietor of the registered trade mark
may exercise the -civil or criminal- actions -for which provision is made in the Act- against
third parties using an identical or similar mark or sign in the course of trade and without his
consent to distinguish identical or similar goods or services, where the similarity of the
signs and the similarity of the goods and services is likely to mislead”.

The underlining is ours, bearing in mind that the general term “sign” goes beyond the conception of
the distinctive sign par excellence -the trade mark- to provide legal cover for such other business
creations as company names (case law since the “case of DOMESTOS” in 1985), domain
names (art. 34.3.d of the Bill), titles of published works, advertising creations or “means for
identifying or decorating the product or service” (art. 34.3.f del Bill, in relation to characteristic
aesthetic or functional designs not registered as label marks, container marks, industrial designs
or drawings), among other realities in an extremely dynamic market with the lawmaking process
always lagging behind. In the words of Unfair Competition Act 3/91, this is the repertoire of “render-
ings and business enterprises” which may be freely copied, “unless they are covered by an exclu-
sive right vested by law” such as a trade mark.

In short, the current Spanish Act largely leaves it up to case law to fashion the signs that may be
used “as a mark”, and indeed what the concept of use “as a mark” actually means.

In this sense, the first draft of the Bill introduces a new concept of trade mark, which is generally
defined under article 4.1 as “any sign capable of being represented graphically, serving to distin-
guish in the market the goods or services of one undertaking from those of other undertakings”.
The future Act uses a more generic definition, including domain names or identification or decora-
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tion means as appropriate instruments for operating in the course of trade in a manner equivalent
to use “as a mark”.

In conclusion, the Bill recognises that other signs that are not a trade mark proper may fulfil its
same functions of indicating the business origin of goods or services, or expressing their quality,
condensing their good reputation, and operating as advertising means.

3. Is there any difference in the assessment of use "as a mark" between the acquisition,
maintenance and infringement of rights?

A trade mark is acquired only by obtaining a registration certificate.

Only indirectly so, the power vested by law for the unregistered user of well-known marks to re-
quest the cancellation of a registered trade mark allows him to subsequently obtain his own regis-
tration certificate, for concurrently on bringing an invalidity action he must apply for registration, the
application being stayed until the invalidity judgment is final. Whereas the current Act requires that
use “as a mark” should be well known in Spain to the relevant sectors, the Bill delimits the concept
of being well known to the circumstances determined on a case-by-case basis by turnover, dura-
tion, intensity or geographical scope of use, credit or reputation achieved.

As for maintenance of the trade mark, both the current and the future Act require that its use “as a
mark” be “genuine and effective”, whereas it shall be for case law to define in each case what an
appropriate use consists of. If the ground for revocation affects only part of the goods or services in
respect of which the trade mark is registered, the revocation declared will be limited to the goods or
services at issue.

In this regard, it is only noteworthy that the Bill eliminates the statement of use that is currently re-
quired for the trade mark registration to be renewed.

Now, in connection with the incidence of the use “as a mark” in trade mark infringement actions,
any actual or potential use by third parties in the course of trade without the proprietor's consent
may be prevented by law. Both statutory texts subject of this report make provision for such acts as
offering, putting on the market and stocking for these purposes among uses that are actionable by
the proprietor of the trade mark, as coming under its natural scope in the course of trade.

At the same time, a growing trend in case law - particularly represented by Supreme Court judg-
ments dated 5" April 1994 and 2" December 1999 - makes legal actions by the “proprietor of a
registered trade mark” conditional on the mark being put to a genuine and effective use “as a
mark”, in order to be able to prevent such a use “as a mark” by third parties without the proprietor’s
consent. In such cases, it is held that there can be no likelihood of any error or confusion “until and
unless there is a competitive set of similar goods put on the market by both parties which are iden-
tical in the trade mark mentioned”, actually denying that the proprietor of a registered trade mark
that is not used “as a mark” has a lawful interest.

In this line, the Bill provides that the defendant -in trade mark infringement (and even invalidity)
proceedings- may demand that the registered proprietor prove that during the five years preceding
the action “the trade mark was put to a genuine and effective use in connection with the goods or
services in respect of which it is registered and on which the action is based, or that proper rea-
sons exist for non-use”, specifying in that regard that the trade mark shall be deemed to be regis-
tered only for the goods or services for which it was actually used.

4. Is any of the following considered to be use "as a mark"?
4.1 Use on the Internet, as a metatag, in linking, or framing

The Trade Marks Act in force for the time being includes no such forms of use in the “ius
prohibendi” in which the proprietor of the registered trade mark is vested.

The Bill however expressly declares that use of a domain name is equivalent to use “as a
mark”. In any event, in accordance with the Trade Marks Act in force for the time being, use
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4.2

4.3

of a sign on the Internet could also be assimilated to use “as a mark” (such cases as “0ZU”
and “NOCILLA”, among others, decided by the lower courts) if trade is directly affected.

In principle, use as a metatag, in linking, or framing would not be considered use of the
trade mark because they are merely informative tools which may not be attributed any ef-
fect in the course of trade.

If METATAGS are a key word included in the HTML code of a website designed for search
systems and Internet navigators to categorise the contents of a site, they cannot be consid-
ered to be use “as a mark” because they do not identify goods or services, they are not
visible to the user, and their purpose is not commercial but informative.

As for LINKS, taken to be digital routes linking separate websites without establishing a
connection between the specific goods or services, they have no trade effect either.

Finally, FRAMING is a specific manner of linking websites allowing web pages to be im-
ported from one site to another in use in such a way that the host site surrounding the im-
ported pages will typically contain advertising, but this is not a use “as a mark” either be-
cause this is unrelated to specific goods or services.

In ruling out the eligibility of those means -FRAMING, METATAGS and LINKING- for use
“as a mark”, document SCT/6/7 (as worded on 30™ March 2001) prepared by the WIPO
through its Electronic Forum is no doubt enlightening where it lists the main factors to weigh
up when use of a sign on the Internet will have a “commercial effect” or not, linked to the
“intention to deliver the goods or provide the services offered to customers”.

In our view, the use of FRAMING, METATAGS and LINKING may be the subject of restric-
tions or prohibition in due course if it is established that there is an undue likelihood of as-
sociation with a registered trade mark, which in the end entails taking unfair advantage of
its reputation in the market.

Use by fan clubs or supporters

Fan clubs or supporters may use the name of an artist “as a mark” if that name is used and
promoted for specific purposes, because this is one of the means of identifying a certain
fashion and/or music. Now, therefore, any use by the fan club liable to be detrimental to or
take advantage of the credit of a natural or legal person recognised by the public may come
under the events of prohibition laid down in both the Trade Marks Act in force for the time
being and the Bill.

It is not in vain that the Bill specifically prohibits the registration of “names, surnames, pen
names or any other sign identifying a person other than the applicant for the general public”
as marks. Many court cases, noteworthy among which are Supreme Court Judgments
dated 18" February 1999 (in re “ANTONITA MORALES”) and 22™ January 2000 (in re “EL
CORDOBES”)- have already enhanced the recognisable protection of stage names liable to
be used “as a mark”, with the ensuing compensations for economic and moral damages.

Parody

Parodies, taken to be humorous imitations, do not stand as a use of the trade mark under
statute law in force for the time being, because this does not mislead as to the origin of the
product or service, nor do they have an effect in the course of trade.

However, under Act 3/91 “any conduct that is objectively contrary to the requirements of
good faith” is unfair. A parody could conceivably be deemed to be unfair competition, par-
ticularly if it entails a likelihood of confusion with the original work or is liable to be detrimen-
tal to that work or the author, in which case the Copyright Act in force for the time being
considers that a parody is an unlawful transformation of the original work, to the detriment
of the economic and moral rights attaching to copyright.

168



4.4 Is use of a mark in cases of comparative advertising considered use "as a mark"? If neces-
sary, please differentiate between acquisition, maintenance and infringement of marks

Naturally, advertising is one of the paradigmatic uses of a mark “as a mark”, and is legally
relevant: a) for the purposes of maintaining the trade mark rights, since it contributes to its
being put to a genuine and effective use; and b) for trade mark infringement purposes,
since the law allows any third-party advertising to be prevented from using another’s mark
without his consent.

In turn, by combining Directive 97/55/EC of 6™ October with the AIPPI report on Question
Q140 “Unfair competition - Comparative advertising”, comparative advertising may be de-
fined as advertising in which a trader compares his supply with that of another or other
competitors, clearly identifying the same, with the direct or indirect result of highlighting the
advantages of his own over the others’ goods. Reference to a competitor's goods may be
explicit -for instance to the trade mark- or implicit, particularly using pictures of those com-
petitive goods.

In this setting, the quintessence of comparative advertising lies in comparing goods or ser-
vices -often identified through their respective trade marks, indicating different business ori-
gins and qualities- with an informative purpose that cannot in our view be considered to
be use “as a mark”. Exceptionally, only when it is unlawful -particularly because it is de-
ceptive or denigratory- may comparative advertising be considered to entail an unlawful use
“as a mark” which the proprietor of the registered trade mark may prevent, using the actions
in which the proprietor is vested under Unfair Competition Act 3/91 and/or General Advertis-
ing Act 34/88. By definition -beyond the likelihood of error, confusion or association prohib-
ited by law- the purpose of comparative advertising is to differentiate.

In conclusion, use of a third-party trade mark in advertising without the third-party’s consent
shall not be a violation of his exclusive rights, provided that the comparison between the
goods or services identified by the third-party’s trade mark and those identified by the ad-
vertiser's own, takes place within the limits set by advertising and unfair competition laws.
This possibility is an exception to the absolute power of disposal vested in the trade mark
proprietor and is explained by the prevalence of consumers’ interests beyond the private in-
terests of the owner of the sign.

5. If, under the Group’s national regime, use as a mark is confined to traditional indica-
tions of origin or identity, are unconventional uses nevertheless objectionable under
trade mark or other laws (e.g. unfair competition or trade practice laws)?

Article 30 of the Trade Marks Act in force for the time being provides an exclusive right to use the
trade mark in the course of trade, i.e. to use it to identify the goods or services for which registra-
tion was granted and use it for advertising purposes.

Noteworthy among the “unconventional uses” listed in the Trade Marks Act proper is the event in
which “third parties use the trade mark where it is necessary to indicate the intended purpose of a
product or service, in particular as accessories or spare parts, provided that such a use takes place
in accordance with honest practices in industrial or commercial matters”. These events, in which
another’s trade mark may lawfully be used without the proprietor's consent, have been exception-
ally and restrictively fashioned by our Supreme Court from the case of CEMSA and by the Court of
Justice of the European Communities from the case of BMW, where the informative aspect under-
lying trade mark law as a whole was paramount.

Furthermore, Unfair Competition Act 3/91 prohibits the following types of acts, inter alia, which
might result from the use of trade marks:

- Acts of confusion (article 6). Any conduct that is liable to cause confusion with another’s
activity, renderings or establishment shall be prohibited, and it is established that the likeli-
hood of association on the part of consumers as to the source of the rendering shall suffice
as grounds for a practice to be deemed to be unfair.
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- Misleading acts (article 7). The use or dissemination of incorrect or false indications, and
any other practice whatsoever that may be liable, in the circumstances in which it takes
place, to mislead those for whom they are intended or whom they reach as to the nature,
manner of distribution, specifications, and quality of the products is prohibited.

- Denigratory acts (article 9). The making or dissemination of statements regarding the activ-
ity, renderings, establishment or commercial relations of another that are liable to bring dis-
credit in the market are prohibited, unless they are accurate, true and appropriate.

- Acts of comparison (article 10). The public comparison of one’s own or another’s activity,
renderings or establishment with those of a third party is prohibited where the comparison
refers to particulars that are neither similar, nor relevant or verifiable. In other words, com-
parative advertising is regulated.

- Acts of imitation (article 11). Imitation is prohibited where exclusive rights exist, such as
trade marks for instance, and at all events where it is liable to generate an association on
the part of consumers as to the rendering or takes unfair advantage of another’s reputation
or effort.

For its part, General Advertising Act 34/1988 also contains rules limiting the use of trade marks,
particularly in cases of misleading and unfair advertising:

- It is established that advertising is misleading where it deceives its targets, and may be or is
capable of being detrimental to a competitor, and in determining this its indications concern-
ing -inter alia- the existence of industrial property rights are taken into account.

- Advertising is deemed to be unfair where it causes confusion with “the undertakings, activi-
ties, goods, names, trade marks or other distinctive signs of competitors, and where it
makes unwarranted use of the name, acronym, trade marks or distinctive marks of other
undertakings or institutions”.

In short, the same unlawful uses of a mark are -cumulatively or alternately- objectionable under the
Trade Marks Act, the Advertising Act or the more far-reaching Unfair Competition Act.

6. If use "as a mark" in the traditional sense is required to establish infringement, are

"well-known", "famous", "notorious™ or "reputed"” marks used on dissimilar goods
and services protected?

We should firstly point out that distinguishing between those categories is not a quiet issue, for in
practice they overlap one another. In accordance with the traditional concept of Paris Convention
article 6 Bis, well-known marks are unregistered signs that have come to be well known by the
public in the relevant sectors. However, this concept is usually applied without distinction to regis-
tered and unregistered marks, provided they are widely disseminated among consumers. Thus,
famous or notorious marks are marks whose dissemination among the public extends beyond the
sectors in which they are used, and finally reputed marks are marks that have come to have a last-
ing reputation among consumers due to a recognised quality of the goods or services distin-
guished.

We should bear in mind that, nowadays, knowledge or dissemination to a significant extent is not
always tantamount of a special quality of renderings. It is sometimes the case that intensive adver-
tising campaigns for a product can yield a well-known mark within a short space of time, without
necessarily having shown a quality so justifying (NIKE) and, conversely, other products have per-
meated the market over time, generating famous marks (BAYER, COCA COLA) or reputed marks
(CHANEL), based on their larger or smaller circle of loyal consumers.

The Trade Marks Act in force for the time being accords the proprietors of well-known unregistered
marks limited protection, since they are allowed to request the invalidity of a subsequent registra-
tion that is likely to be confused with their own mark. That prerogative, which does not include the
possibility of opposing the registration of the trade mark in the office, or bringing the appropriate
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civil actions to avoid an improper use, is governed by the standards of the traditional speciality
principle.

Insofar as reputed marks are concerned, art. 13.c) of the current Act provides that signs or means
that take unfair advantage of the reputation of other previously registered signs or means cannot
be registered as a mark. No reference is made here to the need for the new sign to be applied to
identical or similar goods or services, nor even related to those distinguished by the reputed mark.
This is therefore the protection for what authority (as opposed to the Act) has designated a trade
mark with a reputation, whose proprietor is accorded to power to oppose in the office; the effects of
such a mark can extend beyond the speciality principle.

Nevertheless, both civil and contentious-administrative case law is reluctant to apply this rule be-
yond the goods or services claimed by the well-known mark.

Indeed, the current Act imposes the speciality principle on any trade mark proprietor, irrespective
of the extent to which the mark is well known, and provided that it is a registered trade mark, in
fashioning its “ius prohibendi” against uses of the trade mark “as a mark” by third parties acting
without the proprietor’s consent.

The scarce protection of a trade mark with a reputation under the current Act has been made up
for in practice resorting to the Unfair Competition laws, particularly the prohibitions regarding con-
fusion (art. 6) and the taking of unfair and avoidable advantage of another’s reputation (art. 12).

The Bill takes a substantially different approach, and the Preamble already stresses that for the
first time our laws establish a statutory definition of the concept of a well-known mark, fixing the
scope of protection therefor.

As for well-known unregistered marks, their proprietor is authorised not only to bring the appropri-
ate invalidity action, but indeed to file an opposition to registration in the office, subject to the spe-
ciality principle.

The major novelty is however related to well-known registered marks, for the same may be relied
upon to prevent in the office the registration as a mark of a subsequent sign “although it is filed for
goods or services dissimilar to those protected by the earlier well-known mark”. To do so, it is a
requirement for the mark to be well known in Spain and for the use of the subsequent mark to be
liable indicate a connection between the goods or services covered by that mark and the pro-
prietor of the well-known mark. That use may also be prevented if it may, without just cause, result
in unfair advantage being taken or be detrimental to the distinctive or well-known character
of the earlier mark, i.e. that its reputation may be affected.

Now then, in defining a well-known mark, the Bill distinguishes between a mark that is generally
known to the relevant sector of the public targeted by the goods or services distinguished thereby,
and a mark that has come to be known to the general public:

a) In the first case (qualifying as well-known marks), the protection accorded shall extend to
goods, services or activities whose nature shall be more different the greater the extent to
which the trade mark is known in the relevant sector of the public or in other related sectors;

b) In the second case listed above (assimilable to marks with a reputation), the scope of pro-
tection shall extend to any kind of goods, services or activities, thereby absolutely overcom-
ing the speciality principle.

It is finally noteworthy that the Bill boosts the “ius prohibendi” of the proprietors of well-known regis-
tered marks because they may prevent third-party uses “as a mark”, even for goods or services
unlike those for which the trade mark is registered. The extension to goods further or distinct from
those that are protected will depend on the extent to which the trade mark is well-known, and it will
in any event be required that use of the sign without just cause may either result in a connection
between the goods or services, or seek to take unfair advantage of the distinctive or well-known
character of the trade mark, or indeed be detrimental to them.
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Well-known unregistered marks are however put on a level with all other trade marks (that are not
well known), to the extent that their proprietors may now enforce the “ius prohibendi”, bringing the
appropriate civil actions for which provision is made in the law, albeit in no event beyond the limits
of the speciality principle.
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1.2

Sweden
Suéde
Schweden

Report Q168

In the name of the Swedish Group
by Jon DAHL, Bo DAVIDSSON, Bo JOHANSSON, Marianne LEVIN,
Erika LUNELL and Sofia SHEPPARD

Use of a mark "as a mark" as legal requirement in respect of acquisition,
maintenance and infringement of rights

Is there any requirement for use of a mark "as a mark™" for the following purposes?
Acquiring a mark (if rights may be acquired by use according to national law)

Under the Swedish Trade Marks Act (1960:644) an exclusive right to a sign can be ac-
quired either by registration at the Patent and Registration Office or by use. The protection
afforded is equal, irrespective of means of acquisition, with the exception that while regis-
tered trade marks are valid for the whole territory of Sweden, trade mark rights acquired by
use are limited to the area where the trade mark right is established.

A trade mark right by use is established on the market when a sign is known as an indica-
tion of source by a significant part of the public concerned by the products or services which
it covers (“secondary meaning”), sec. 2(2). This can also be the effect of international mar-
keting, whereby the Swedish public has got a knowledge about the trade mark to such an
extent that it is known also in that country. The unregistered trade mark is protected where
it has been established and for as long as this secondary meaning remains.

By the provision on trade mark rights acquired by use, Sweden has traditionally also fulfilled
its obligation to protect well known marks under article 6bis of the Paris Convention (1883).

The provisions on trade mark protection by use did play a more important role before the
implementation of Directive 89/104/EC on the approximation of trade mark laws in the
Member States on January 1 1993, when the object of registration under the Swedish Act
was limited to: words, designs, letters, numerals and the individual shape of goods or their
packaging. Today, when everything that can be graphically represented, if distinctive, is
also registrable there are not so many items that would be dependent on protection by use,
except possibly smells. Cf., however, OHIM R 156/98-2 (“The smell of fresh cut grass”).

Maintaining of a trade mark registration (e.g. against an application for cancellation on
grounds of non-use)

Being a Member of the European Union Sweden has implemented the Directive 89/104/EC,
including article 10 under sec. 25, 25(a) and 25(b). The effect is invalidation on claim of a
counterpart if a registered trade mark has not, within a period of five years following the
date of completion of the registration procedure, been put to genuine use in connection with
the goods or services in respect of which it has been registered, or if such use has been
suspended during an uninterrupted period of five years, unless there are proper reasons for
non-use. If the trade mark has been used only in connection with one or some of the goods
or services it has been registered for, it can be invalidated partially, sec. 25(b).

Some cases concerning genuine use can be referred to:
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1.3

2,

SPOTLIGHTSERIEN, NJA (Supreme Court Reports) 2001 p. 265: Use of
only a part of a registered mark and not in the same typography as the reg-
istered logo did not constitute trade mark use.

BIG MAC, NJA 1991 p. 619: Use of BIG MAC (in two words) satisfied the
use requirement for the registration of BIGMAC (in one word).

AGRIVET, NJA 1983 p. 875: Use of a registered trade mark, as the domi-
nant feature of a trade name did not satisfy the use requirement.

Following from the answer to 1.1. trade mark rights acquired by use remain also when the
sign is no longer used in the course of trade, as long as it is established and has secondary
meaning on the market. It will therefore also be an obstacle to the registration of an identi-
cal or similar mark for identical or similar goods, or in the case of a reputation also for
marks that could be detrimental to or take unfair advantage of its reputation.

Establishing infringement

Use of a registered mark is not a prerequisite for starting infringement proceedings, or to
have success with such litigation. But it seems logic that a trade mark, which has not been
used, will enjoy just a narrow protection. This logic has, however, so far not been expressed
in case law.

It is also obvious that the more established a trademark has become and the more original
the trade mark is as such, the greater is its scope of protection, se inter alia from the Euro-
pean Court of Justice cases C-39/97 of 29 September 1998 (Canon) and C-342/97 of 22
June 1999 (Lloyd) referring to the statement 10 of the preamble of Directive 89/104/EC.

As an unregistered right is to be respected as long as the mark is established on the mar-
ket, no use is required for infringement proceedings in that case either.

With regard to an alleged infringer, he must have used an identical or similar sign in the
course of trade. Also a citation of the trade mark is an infringing use, for example “liqueur
type Benedictine”.

It could also be noted that protection is not only afforded for identical or similar marks on
identical or similar goods, but protection extends to dissimilar goods or services, where a
mark has a reputation and its use by another could be detrimental to or take unfair advan-
tage of the older mark, sec. 6(1) compared to sec. 6(2) of the Trade Marks Act in accor-
dance with articles 4(4)(a) and 5.2 of the Directive 89/104/EC.

Is there any definition of what is use "as a mark" either in statute or case law?

The exclusive right is afforded for trade marks as a special sign in the course of trade, sec. 1(1)
and 2(2) and 4. In addition sec. 4 contains a non-exhaustive enumeration of confusingly similar
trademark uses: “on the goods, or its packaging, in advertising or on business documents or in
other ways, including oral use”.

Some cases can be referred to in this respect:

PAYLESS, Case No. T 979/95 Svea Court of Appeal judgement of 6 May
1996. A successful non-use attack was launched by Payless Shoe Source
Inc. against the trade mark PAYLESS registered for footwear, clothing and
headgear. PAYLESS was used on price tags and labels attached to
footwear of sales stock twice a year. The mark appeared on the price tag
written PAY LESS in two words where also the ordinary price and the sale
price was noted. It was held that the trade mark had not been used in a
trade mark sense but merely as an indicator of reduced prices "pay less"
and the registration was consequently cancelled.
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VOLVO-TUNING, Case No. T 202-00 Stenungsund District Court judge-
ment of 17 January 2001. Volvo Personvagnar AB brought a successful
claim of trade mark infringement against SCT Scandinavians Car Tuning
AB’s use of the domain name www.volvo-tuning.com. The court regarded
the domain name as a use of the trade mark VOLVO. Since SCT Scandi-
navians Car Tuning AB did not have a license for such use the domain
name was infringing the trademark VOLVO.

3. Is there any difference in the assessment of use "as a mark"” between the acquisition,
maintenance and infringement of rights?

By the trade mark application for a sign which is of somewhat doubtful distinctiveness the Patent-
and Registration Office, which presently makes a pre-examination, will be satisfied by the proof of
use of such sign as a trade mark. No secondary meaning has to be shown. But if the sought sign is
of a more descriptive or semi-descriptive character, or its registrability could be doubted with re-
gard to third parties’ rights to use a word or a symbol, full proof of secondary meaning has to be
established.

BABY DRY, Patents Appeals Court case 96-589. In Sweden the application
for PAMPERS BABY-DRY as a trade mark for diapers was denied registra-
tion on opposition by SCA Hygiene Products AB. It was found merely de-
scriptive. There was a need for access to the combination “baby dry” also
for others. Very high figures showing the establishment of “Pampers Baby-
Dry” only proved that the trade mark PAMPERS is well known on the
Swedish market, claimed SCA. Cf. The European Court of Justice in Case
C-383/99 P of September 20, 2001.

To prevent the cancellation of a trade mark the owner has to prove that he has put the mark to
genuine use. The prerequisite genuine use is of particular relevance in cancellation proceedings
and is not an issue in the acquisition of trade marks or infringement proceedings. The requirement
is not fulfilled by the mere advertising of the goods or services in question, if not within a reason-
able period of time it is followed by actual offering of the goods to the market, c¢f. NJA 1987 p. 22
(BUDWEISER/BUDVAR).
